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PART I 


CURRENT PROBLEMS IN THE ENFORCEMENT OF THE 
ANTITRUST LAW* 


By Herbert A. Bergsont 


Last month the Attorney General and I had the pleasure of attending an Anti- 
trust Seminar conducted by the New York State Bar Association. The Attorney 
General, in discussing the antitrust laws, pointed out that within the spirit, rather 
than within the limit of the law, there must be preserved complete freedom and inde- 
pendence. He stated that he believed that with cooperation between the Bar and 
the Antitrust Division, this objective could be achieved. With this same thought 
in mind, I think it would be of advantage to all of us to discuss, as your Chairman— 
Professor Handler—suggested, current problems in enforcement of the antitrust 
laws. 

The Antitrust Division of the Department of Justice is primarily a law enforce- 
ment agency. Like all law enforcement agencies, we face difficult and important 
decisions which in the public interest must be made fairly and enforced vigorously. 

There may be times when members of the Bar feel that the element of fairness 
has been abused. Recently, after the filing of an antitrust action, a lawyer came 
into my office to complain that we were “picking on” his client. Of course, we do 
not enforce the antitrust laws with a view toward “picking on” any industry or any 
individuals. Our cases and investigations must, necessarily, be carefully selected. 
Our funds are limited and, therefore, we are unable to strike at all situations which 
may require action. 

The selection of cases depends, in part, upon the personnel available. Naturally, 
if all of our men are engaged on pending cases and investigations, new matters, un- 
less extremely important, must wait their turn. Let me say here that our accom- 
plishments are attributable in large part to the perseverance and sincere devotion of 
our personnel to their tasks. 

Another important consideration in the selection of a case is the type of com- 
modity involved. We do not give the same priority to cases involving pogo sticks, 
or mink coats, or gold plated bathroom fixtures that we give to cases involving 
food, housing, or those affecting basic industries. 

The type of restraint involved is also a factor in the process of selection. Com- 
plaints involving flagrant violations are likely to receive prompt and sympathetic 
attention. 

In selecting cases we analyze the effectiveness of the relief obtainable, the com- 
petitive positions in the particular industry, and our prospects in the courts. In 
this respect our decision is similar to that of any businessman who proposes to 


* Paper delivered before the Trade Regulation Meeting of the Bar Association of the City 
of New York, February 17, 1949. 
+ Assistant Attorney General in charge of Antitrust Division, Department of Justice. 
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invest money—he wants to know what the return will be. As you know, in antitrust 
enforcement the return should not be measured in dollars and cents, but in benefits 
to our economy and our American system of free enterprise. 

Problems concerning restraints of trade were considered by the courts long before 
there were any statutory prohibitions against them. In the early Ninteenth Cen- 
tury the Duke of Brunswick took offense at the publication of a speech containing 
obscene, vulgar and libelous statements, made by a well-known actor. The Duke, 
in retaliation, arranged with others for organized groans, hissing and yelling during 
a performance of “Hamlet” by the actor. The actor brought suit on the theory 
of a conspiracy to restrain him in the conduct of his chosen profession. The Court 
held that he had a good cause of action and that the alleged provocation was not a 
defense. 

During the time that I have been head of the Antitrust Division, I have heard 
some groaning and a little hissing and yelling—although it was not organized. Some 
of this may, at times, be justified and certainly if any lawyer in an antitrust case 
brought by the Department of Justice feels that he has a legitimate complaint, | 
want him to come see me. On the other hand, some misunderstanding might arise 
because of the lack of a clear picture of the basis upon which we determine whether 
and what kind of a suit should be filed. 

The Sherman Act in its present form is, as you know, both a criminal and civil 
statute. The criminal sanctions are designed to provide punishment for violation. 
The civil remedies are designed to permit a court of equity to grant the affirmative 
relief necessary to restore competition and to prevent a recurrence of the illegal 
activity. Punitive action must be taken where an injunction in a civil case would 
merely order the defendants to cease violating the law. To enjoin price-fixing 
arrangements which the courts have repeatedly held illegal per se, in many in- 
stances is merely to say, “Don’t fix prices any more.” In my opinion, most price- 
fixing cases should be criminal. At times, though, we run into price-fixing situa- 
tions where an association or an exchange was the medium through which the 
violation was accomplished. In some of those cases it is necessary to seek affirma- 
tive relief such as dissolution. 

Where there is a flagrant and wilful violation of law we generally bring a crim- 
inal action. The evidence in every criminal case is carefully studied by me before 
I'll sign an indictment. I am fully aware of the irreparable harm that can be done 
by recklessly indicating in antitrust cases. When I sign an indictment I am con- 
vinced that the defendants named therein have wilfully violated the law. Upon 
conviction in those cases where the evidence shows a wanton disregard of the anti- 
trust laws, I will continue to seek jail sentences. 

There are times when we use both the civil and criminal procedure permitted 
by the Sherman Act. The Congress, in providing criminal and civil procedures 
in the same statute, intended that they be used concurrently where necessary. In 
using these concurrent procedures it is not the purpose of the Division to coerce 
the prospective defendants to consent to a civil settlement on threat of criminal prose- 
cution. However, it is the purpose of the Division, in these cases, to punish the 
defendants for their past actions and through the civil case procure the necessary 
affirmative relief. 
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To date there have been 470 criminal cases and 503 civil cases. Many of these 
criminal cases have been settled by pleas of nolo contendere. As far as the criminal 
cases I file are concerned, there will be fewer settlements by pleas of nolo. I have 
no firm policy against consenting to the entry of nolo pleas, and believe that each 
case should be disposed of according to its own merits. Of course, any action the 
Antitrust Division takes must be guided by the public interest. 

On occasions, as you all know, the Government is asked to do more than to 
consent to the entry of a plea of nolo contendere. It is asked to nol-pros the in- 
dictment with respect to certain defendants. Again I say, for the reasons that I have 
outlined above, unless I am convinced by the production of evidence previously not 
available to us that the defendant should not have been indicted, I will not request 
that the indictment be nol-prossed. 

You gentlemen perhaps have heard of the story concerning Lord Chief Justice 
Holt of England when he was asked to nol-pros an indictment. A member of a 
small band of religious fanatics had been indicted for some infraction of the law. 
A fellow member of the sect called upon the Lord Chief Justice and said to him, 
“TI come as a prophet of the Lord God who has instructed me to direct you to 
enter a nolle prosequi in the case of my brother.” The Lord Chief Justice looked 
at his visitor and said, “Thou art a false prophet and a lying knave, for if the 
Lord God had sent thee he would have sent thee to the Attorney General, for He 
knoweth that it is the Attorney General and not the Lord Chief Justice who may 
enter a nolle prosequi.” Perhaps, gentlemen, this man was not a false prophet 
after all, for, as you all know, under the new rules of criminal procedure a nolle 
prosequi may be entered only with the consent of the Court. 

In determining what is in the public interest we can act only according to our 
best judgment. Just as any lawyer must exercise his judgment with respect to his 
client’s interest, so we, in handling antitrust suits, must use our judgment with 
respect to the interest of our client, the public. This judgment, which is based 
upon experience, is frequently exercised not only in determining whether a nolo 
plea should be accepted but also whether a consent judgment should be entered. 

The use of consent judgments in antitrust litigation is not novel. A consent 
judgment was entered in an antitrust case as early as 1906. When Congress 
passed the Clayton Act in 1914 it gave its sanction to their use, by making consent 
judgments inadmissible as evidence in private antitrust suits. Since that time ap- 
proximately one-fourth of all civil cases initiated by the Antitrust Division have 
been settled by consent. 

Consent judgments are affirmative actions which must benefit the public. The 
relief provided must, in our opinion, be as effective as could be obtained through 
trial. We will not accept a consent judgment which merely enjoins the repetition 
of the unlawful practices. In consent judgments we seek relief which will entirely 
dissipate the effects of the unlawful conduct, even if it may require the enjoining 
of otherwise lawful acts. The Supreme Court has approved the enjoining of lawful 
act as recently as 1947 in the /nternational Salt case. 

For example, in the Stainless Steel case we did not charge that there was any 
violation of law in the pricing system used in that industry. However, the consent 
judgment required that each defendant give the buyer the option of buying f.o.b. 
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mill or at a delivered price which was no greater than the mill price plus actual cost 
of delivery. This provision was included in the judgment not because it was believed 
that the pricing system was illegal, but because we were of the opinion that it was 
the only way in which the unlawful effects of the price-fixing conspiracy could be 
dissipated. 

We do not initiate any negotiations for consent decrees, although we are always 
willing to listen to reasonable proposals from counsel. Once negotiations have’ 
commenced they must be carried on in good faith and not for the purposes of delay. 
While negotiations are being conducted we will keep our trial schedule intact. If 
no agreement is reached by the trial date, we will go to trial. 

Another problem, and one which I consider to be very serious, which we en- 
counter in negotiating consent judgments, is the attitude of one or two of the de- 
fendants who, though equally at fault, hold out against signing the judgment in the 
hope that if a judgment is entered against the others we will forget the case so far 
as they are concerned. I want to make it abundantly clear that it is our policy 
not to accept consent judgments which are not completely dispositive of a case ex- 
cept in unusual circumstances. 

One thing that I have noticed in negotiating judgments is that counsel frequently 
are under the impression that their clients are entitled to provisions and language 
which have been included in prior judgments. As you know, each industry has its 
own problems. Similarly, each antitrust case presents its own individual facts and 
legal features. Appropriate relief in each case must be considered in the terms of 
the industry involved and the unique facts presented. For this reason any one judg- 
ment, whether entered after litigation or upon consent, cannot be considered as a 
binding precedent in other cases. 

However, certain formal provisions of consent judgments have tended to become 
standardized because they do not relate to particular conditions in any one industry. 
One example is the so-called “visitation” provision which permits the Department 
to examine the files and interview the officers and employees of the defendants, in 
order to determine compliance with the judgment. The Supreme Court has pointed 
out, in its decision in the Bausch & Lomb case, that the “visitation” provision is a 
proper means of enabling the Antitrust Division to obtain this information. The 
“visitation” section also requires the defendant to submit reports on matters con- 
tained in the judgment. 

Another example of a provision which has become standardized is that by which 
the court reserves jurisdiction to enable any of the parties to the judgment to apply 
for any order necessary for construction, modification or enforcement. This provi- 
sion expresses the inherent power of a court of equity to inquire into the operation 
of a judgment which enjoins future conduct. It is also standard practice to provide 
that the consent judgment shall apply to subsidiaries of the defendant, its successors, 
and their officers, directors and agents. This provision is intended to cover possible 
evasion by the obvious subterfuge of causing others in lieu of the defendant, to per- 
form acts prohibited. 

Many of our consent judgments deal with patent problems. I think it clear 
that where patents have been abused the patent owner is no longer entitled to the 
monopoly granted by the patent laws. In these situations the public should have 
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the unrestricted use of patents. Provisions have been included in several of our 
consent judgments requiring the compulsory licensing of patents without restriction 
to all applicants. 

The right of the Government to obtain this relief was established by the Supreme 
Court in the Hartford-Empire and National Lead cases. In those cases compul- 
sory licensing at reasonable royalties was required. 

After the decision in the Hartford-Empire case protracted hearings were con- 
ducted before a master in chancery in order to determine what constituted a reason- 
able royalty. This procedure was time-consuming and expensive both to the Gov- 
ernment and to the defendants. To eliminate this, our judgments are now drafted 
to encourage the defendant and the applicant for a license to determine, between 
themselves, a reasonable royalty. In the event of failure of the parties to negotiate 
a reasonable royalty they have recourse to the courts. 

In some cases where the patent abuse has been aggravated, or where more far- 
reaching relief is required, we feel that compulsory licensing at reasonable royalties 
is inadequate, and that the defendants should be required to license their patents 
royalty-free. As a result, the Antitrust Division, in appropriate cases, has entered 
consent judgments requiring compulsory royalty-free licensing. These include 
judgments entered in cases involving color motion picture film, automotive air 
brakes, cast iron pressure pipe, plastics, and railway spring products. In the consent 
judgment entered last October in the Libbey-Owens-Ford case involving flat glass 
products, royalty-free licensing of almost 200 patents was required, while compul- 
sory licensing at reasonable royalties was required in over 700 patents. The pur- 
pose of a judgment provision of this type is not to punish the patent owner, but to 
assure the public of relief necessary to restore competitive conditions in the in- 
dustry. 

Consent judgments have always presented problems of compliance and enforce- 
ment. In negotiating and writing a judgment we spend considerable time and effort 
so that the relief obtained is feasible and workable. If we fail to police these judg- 
ments, we may have wasted our time in investigating the violation, bringing the 
case and negotiating the judgment. And, in any event unless we had complaints 
we would not know whether a particular judgment was being lived up to by the 
industry. To meet this problem, we have assigned a number of attorneys to study 
compliance with judgments. As you know, violation of a judgment is a contempt 
of court. Unfortunately, because of the lack of funds, there have been few of these 
contempt actions. The last such action was in 1946. Since that time we have re- 
ceived complaints of violation of judgments and expect to file some contempt cases 
this year. 

As I have indicated, in the patent field we have received beneficial relief through 
negotiated judgments. This has been the result of a program which the Antitrust 
Division undertook in 1939, to clarify the law in order to prevent the illegal use 
of patents to suppress invention and to foster monopoly. A large number of cases 
were started and several have been finally decided by the Supreme Court. Most 
of the issues which the Antitrust Division believed needed clarification have since 
been decided. We now have a substantial body of law with which to work. You, 
as attorneys, and your clients, as businessmen, can resort to these principles for 
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guidance. In this field you need no longer chart your course by reference to a 
few isolated decisions. 

I wish to emphasize that the Antitrust Division is not anti-patent. We are 
fully aware of the important contributions the patent system has made to this 
country’s development. Patents have a legitimate and important place in our 
economy. However, we should not be blind to the ways in which they may be 
misused. 

I believe that improper patent practices fall into three main groups. These are: 
(1) the imposition of restrictive conditions upon a licensee by a patent owner; (2) 
restrictive agreements between competitors in the interchange of their respective 
patent rights, sometimes through bi-lateral agreement, sometimes through the use of 
the so-called “patent pool”; and (3) the concentration of patents in a given field in 
the hands of a single owner. 

The third category is one of the important patent problems on which there is 
little law. The concentration of patents in the hands of a single owner may result, 
in part, from the practice of licensing patents only on the condition that the licensee 
assign back to the patentee any improvement he develops. There is danger that 
this practice may discourage research because the dominant patents make it impossi- 
ble to use improvements even if they are developed. The National Lead and the 
Carboloy cases give considerable support to this theory. Furthermore, the domi- 
nant patent-owner might have the best, or perhaps the only, market for the inde- 
pendent inventor’s patents. 

The importance of patents and technology to modern business is a well-estab- 
lished industrial fact. The interchange of technology and patents between pro- 
ducers may destroy the stimulus of competition. Pooling of patents and technology 
by competitors for the purpose and effect of eliminating competition is of course 
always illegal. One of the illegal aspects of a patent pool is the use of the combined 
knowledge and patent power against non-members of the pool. 

We have already discovered that we cannot stop with the elimination of patent 
abuses. We must attack this problem at its source—the restraints in and monopoli- 
zation of industrial research and scientific knowledge. As one important research 
man is reported to have said, “Competition begins in the laboratory.” Monopoly 
of technology is as significant as a monopoly of raw materials. 

Scientific research has become our greatest natural resource. We are now living 
in an age in which scientific research and technology are giving us the industries 
of the future and providing the backbone of our national defense and prosperity. 
Accordingly, restraints at the research level, such as divisions of fields of invention, 
must be eliminated in order to keep newly emerging industries free and competi- 
tive, and to prevent the formation of entrenched monopolies in the end products. 

At or about the time that the Department began its intensified activity in the 
patent field, the problem of cartels received similar attention. Here the legal prob- 
lems were not great. The antitrust laws clearly prohibit restraints upon the foreign 
trade of the United States. Our objective was and is to effectuate this prohibition. 
Our cases demonstrated that cartels are largely an extension of domestic monopolies 
into world trade, and an integral part of the monopoly problem at home. This 
problem will receive our continued and intensified attention. 
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We are aware that cartels are now being regrouped and reformed and are plan- 
ning to resume their activities. We know that there are domestic monopolies which 
still cling to the protective covering of international cartel agreements for main- 
tenance and protection. In the past, cartel agreements by limiting production of 
critical materials have jeopardized the very foundation of our foreign policy and 
military security. Our purpose is to see that this does not happen again. 

Many cartel agreements involve bilateral or unilateral arrangements between 
competitors whereby each grants the other a license, usually exclusive, under its 
patents. The agreements generally include territorial limitations and an undertaking 
to license future improvements, exchange know-how and render other technical 
assistance. As a result, the American company no longer sells in Europe or Asia 
or whatever territory has been allocated to the foreign cartel partner. The foreign 
producer can no longer sell in the United States. The Supreme Court had no 
difficulty in the National Lead case in declaring these activities unlawful. 

Today, any discussion of cartels must necessarily include a consideration of the 
“bold new program” announced by President Truman. In his inaugural address he 
said : 

. we must embark on a bold new program for making the benefits of our scientific 
advances available for the improvement and growth of underdeveloped areas. 
j x * * 
With the cooperation of business, private capital, agriculture and labor in this country, 


the program can greatly increase the industrial activity in other nations and can raise 
substantially their standards of living. 


In this connection I have noticed in a recent article in the New York Times 
that a British-Indian industrial team has already arrived for “know-how” training 
in this country. Six Indian engineers are to receive intensive three months’ training 
in making chemical fertilizers. After this training program the Indian engineers 
will eventually operate a Government-owned fertilizer plant in India. 

It is gratifying to see this quick response to the program of the President. This 
program is designed to fight Communism. I agree that the best way to fight Com- 
munism is to prove to the nations of the world that our system of free enterprise 
is superior. In undertaking this program we cannot allow it to become entangled 
with cartels, for they are inconsistent with the philosophy of free enterprise. 

Here is presented the opportunity for capitalism to demonstrate to the world 
the vigor, ingenuity and capability of our American system of free enterprise. If 
we allow that system to be compromised by illegal cartel arrangements, there is a 
danger that we shall provide ammunition for the Communistic propaganda that we 
are merely seeking dollars. 

Another fairly recent enforcement problem is the relation of trade-marks to the 
antitrust laws. There is some indication that trade-marks will be more important 
in the future. As international trade increases, the problems attending the concur- 
rent use of the same mark by potentially competitive producers in different terri- 
tories, also increase. This practice has been common in international cartel arrange- 
ments. In addition, modern advertising methods give to trade-marks a significance 
and value far beyond what they have possessed in the past. 
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At the outset, it is important to distinguish trade-marks from patents and copy- 
rights. A trade-mark properly used, performs only a commercial function of iden- 
tification. A patent carves out a monopoly from which all except the patentee are 
excluded. 

Misuse of trade-marks in the antitrust sense falls into two main categories. First, 
trade-marks may be used directly to eliminate competition through the imposition 
of quality restrictions, field restrictions, divisions of territory, price restrictions, 
as a result of improper resale price maintenance activities, and other methods. Sec- 
ondly, by attempting to maintain exclusive rights in the name given to an article 
on which patents have expired trade-marks may be used to perpetuate monopoly. 

Our problem is to put an end to these types of misuse. The problem is com- 
plicated by the fact that, at the same time, we must avoid injury to legitimate busi- 
ness interests. The contention is frequently made that destruction of the exclusive 
right in a name constitutes a deprivation of property. There seems to be little 
merit to this contention. In the first place, it is recognized that antitrust defendants 
may be deprived of their property if this is reasonably necessary to restore com- 
petition. Secondly, by analogy to the Morton Salt doctrine in the patent field, the 
“property” in a trade-mark may be forfeited as a matter of common law as a result 
of its misuse. This concept has been incorporated into the Lanham Act which 
makes use of a mark to violate the antitrust laws a defense in an infringement suit. 

Inasmuch as we have pending cases involving matters of trade-mark relief, it 
would not be appropriate to discuss in detail the various types of relief needed to 
meet these situations. I may point out, however, that, in urging trade-mark relief, 
our basic objective is to correct the monopolistic or non-competitive situation, not 
necessarily to penalize the trade-mark owner or deprive him of his “property.” In 
other words, trade-mark relief is tailored to the facts of the case. 

Another important monopoly problem is the elimination of competition through 
mergers and asset acquisitions. Section 7 of the Clayton Act was designed to forbid 
the acquisition by one corporation of the stock of competing corporations where the 
result would be substantially té lessen competition. In 1914 when the Clayton Act 
was passed stock acquisition was the usual device for effectuating mergers. Today 
the prevalent merger device is asset acquisition. The Supreme Court has held that 
Section 7 of the Clayton Act does not prevent the acquisition of assets, nor does 
it provide authority for the Federal Trade Commission to order divestiture of assets 
acquired as a result of an illegal acquisition of stock. Thus, two loopholes exist 
by means of which the basic purpose of Section 7, to arrest the creation of monopo- 
lies, is defeated. 

Since 1929 the Federal Trade Commission has unsuccessfully urged the Congress 
to amend the Clayton Act to prohibit certain acquisitions of assets as well as stock. 
This year the President mentioned this problem in his State of the Union message 
and urged the Congress to cure the anomalous situation. 

The Antitrust Division has attempted to aid in the solution of this problem by 
scrutinizing pending mergers to determine whether they involve antitrust prob- 
lems. Through the cooperation of the members of the Bar this so-called merger 
program was highly successful—that is, until the Columbia Steel decision. Frankly, 
we are still scrutinizing pending mergers and when the right case comes along we 
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expect to give new life to our merger program. I believe that in the future the 
Columbia Steel decision will be narrowly construed. In any event, I believe that 
Section 7 of the Clayton Act should be amended. 

The dicta in the Cement case have created some confusion and uncertainty with 
respect to basing points and delivering pricing methods. In that case, so far as the 
Federal Trade Commission Act is concerned, the Supreme Court affirmed the ruling 
of the Federal Trade Commission that the cement producers violated that Act when 
they agreed among themselves to use a delivered price, multiple basing point system, 
the effect of which was complete suppression of all price competition in sales of 
cement. That is all the Supreme Court held in the Cement case respecting the 
Federal Trade Commission Act and that holding merely reaffirmed a well-established 
principle. 

The opinion of the Court, however, contains dicta to the effect that conduct 
which falls short of being a violation of the Sherman Act may constitute an “unfair 
method of competition” prohibited by the Federal Trade Commission Act and that 
the existence of a “combination” is not an indispensable ingredient of an unfair 
method of competition under the Act. 

It has been asserted that these dicta set forth an interpretation of the Trade 
Commission Act which would empower the Commission to outlaw freight absorp- 
tions or sale at delivered prices by a seller acting independently. 

The Cement case also deals with Section 2 of the Clayton Act. In respect to 
that Act the Court again merely reaffirmed prior decisions in holding that sales 
at delivered prices computed with reference to a basing point distant from the sell- 
er’s factory may constitute an illegal price discrimination if the required detrimental 
effect on competition is present. 

The difficulties occasioned by the Court’s opinion on this phase of the case are 
no different than those presented under the Federal Trade Commission Act. The 
holding of the Court was merely that the price differentials which resulted from 
adherence to the system could not be defended as having been made in good faith 
when in fact they were made as a result of agreement. However, some people have 
concluded from some of the language used by the Court that pricing differentials 
are illegal even in the absence of agreement and that as a practical matter the only 
method of pricing safe against proceedings under the Act is on an f.0.b. mill basis. 

While I believe that this uncertainty and confusion is greatly exaggerated, it 
may have been emphasized by the recent holding of the Court of Appeals for the 
Seventh Circuit in the Rigid Steel Conduit case. In that case the Court affirmed a 
holding of the Commission that the concurrent use of a formula method of making 
delivered price quotations with the knowledge that others did likewise, and with a 
resulting absence of price competition among the sellers, was an unfair method of 
competition under the Federal Trade Commission Act. That case is now pending 
in the Supreme Court. 

The Johnson Committee has already held hearings on a bill, to amend the 
Federal Trade Commission Act and the Clayton Act in such a way as to dissipate 
the dicta of the Supreme Court in the Cement case and overrule that aspect of the 
Rigid Steel Conduit case which holds illegal uniformity of action based upon knowl- 
edge that others are following the same course. 
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I have opposed the enactment of this bill for several reasons. Primarily, I be- 
lieve that it is undesirable for the Congress to legislate on this question while it is 
currently before the courts. In my opinion, the Congress could more clearly de- 
termine the areas and need for legislation after the Supreme Court has acted in the 
Rigid Steel Conduit case. 

There has been some mention of the possibility of procuring status quo legislation 
until the Supreme Court has passed upon the Rigid Steel Conduit case. I would 
be inconsistent if I were to oppose such legislation and at the same time urge that 
the Congress await action by the Supreme Court. However, such status quo legis- 
lation should be carefully drawn so that those pricing systems which are clearly 
unlawful are not temporarily legalized. 

In speaking of legislation there are a few amendments to the antitrust laws that 
I believe would be beneficial. First, let me say that as far as the Sherman Act is 
concerned I do not believe it requires affirmative amendment. By that I mean that 
it does not appear necessary or desirable to add to the Sherman Act. The generality 
of that statute admirably permits adaptation to continually changing practices and 
methods. 

However, there are certain negative amendments which would be helpful. There 
has been a tendency to whittle away the antitrust laws by statutes granting im- 
munity to particular segments of the economy. The withdrawal of some of these 
exemptions to the antitrust laws would, in my opinion, be most beneficial. Fore- 
most among these I would favor repeal of the Miller-Tydings amendment to the 
Sherman Act, which legalizes resale price maintenance contracts in interstate com- 
merce where such contracts are authorized by State law. This amendment was 
passed and sent to the White House on the last day of the legislative session as a 
rider to the 1937 District of Columbia Appropriation Act. In signing it President 
Roosevelt described this method of enactment as a vicious practice and expressed 
the hope that the bill “will not be as harmful as most people predict.” 

Today, twelve years after the enactment of the Miller-Tydings amendment, 
so-called fair trading is permitted in forty-five States. That it has resulted in higher 
prices can readily be seen by a comparison of District of Columbia and neighboring 
Maryland drug prices. According to a recent article in Fortune magazine entitled 
“The Not-So-Fair-Trade Laws” a large tube of Barbasol costs 29 cents in the 
District and 39 cents in fair trade Maryland. Similarly a bottle of Old Grandad 
costs $5.45 in Washington and $6.65 before State tax in Maryland. It has been 
estimated that from ten to fifteen per cent by dollar volume of all the sales of de- 
partment stores are “fair traded” price-fixed articles. 

Price competition is vital to our economic well-being. The legal sanction of 
price fixing tends to undermine the basic tenets of a competitive economy. It 
creates a disturbing conflict between legal price fixing and the general price fixing 
inhibitions of the Sherman Act. This can be seen in the comments of Judge Knox 
in connection with sentencing in the Carboloy case. Judge Knox said: 


I sometimes do not altogether understand the philosophy of the law with respect to 
concerted action having to do with prices. We have the Sherman Act on the books and 
I am called upon from time to time to interpret it, but here is Congress authorizing the 
State of New York to fix prices at which various things shall be sold by understanding 
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and agreement, and, I don’t know where the line should be drawn. I know that various 
articles that I have occasion to buy, the price is fixed with the sanction of the law. Yet 
here is a case where we have no such sanction. 


I understand that because of resale price maintenance contracts many indepen- 
dent retailers, particularly in the electrical appliance field, are faced with a danger- 
ous situation. Some.of these dealers are finding it difficult to move various appli- 
ances which are now being superseded by new models. Under ordinary circumstances 
they would conduct a sale and reduce prices sufficiently to dispose of these items. 
In some instances this is impossible because of fair trade contracts, many of which 
contain liquidated damage provisions subjecting the retailer to damages of $500 for 
each violation. Should there be a general decline in business and these dealers 
caught with large inventories, many may be unable to survive. The attempts to 
whittle away the antitrust laws by special legislation are exemplified by the enact- 
ment of the Reed-Bulwinkle bill which I believe should be repealed. 

With regard to the future, it is our purpose to intensify our activities against 
monopolies and attempts to monopolize. In this connection, we have encouraged 
the application of the remedies of divestiture and divorcement. We believe that 
where appropriate these remedies are the most expeditious means of eradicating 
the economic consequences of monopoly. 

In addition, we shall continue our efforts to prosecute illegal conspiracies in 
food, clothing and housing. We shall also bring selected cases involving restraints 
wherever the facts justify. 

Because the problems of antitrust enforcement are numerous, I have been able 
to mention briefly only a few. The interest of the Bar in these problems is signifi- 
cant. For in my opinion, insofar as the antitrust laws are concerned, the Bar faces 
a challenge today—a challenge that is intimately related to our American way of 
life. We must not allow our system to be imperiled through ignorance or disregard 
of the antitrust laws. 

The American people and the enlightened leaders of American business are de- 
termined that we shall preserve the fundamental principles of free enterprise. 

I have seen encouraging signs of the role the lawyer is playing in performing 
this vital task. For example, in a recent case counsel indicated to us that he thought 
the Antitrust Division was right—that, of course, is always gratifying—and that 
he personally intended to give a series of lectures to the officials of the defendant 
company so that they would understand the meaning of free enterprise in the terms 
of the Sherman Act. 

This is the spirit which will enable us to maintain our vigorous economy. 

The fact that the lawyers of America are concerned about these problems will, 
I believe, preserve and nourish our capitalistic system. 





TRADE SLOGANS 


Since our last published list, the following trade slogan has been received and 
filed in the records of the Association : 


Ee SEY DEED civic dcnwnds cdtcccnsceddbakegadsbunsescndedceetgh bee Pecora Paint Co. 
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PROTECTION OF INDUSTRIAL PROPERTY RIGHTS IN 
GERMANY AND JAPAN* 


By Roger C. Dixont 


Since shortly after the end of the war, the Government has been taking a num- 
ber of steps designed to restore in Germany and Japan adequate protection of indus- 
trial property rights and to revive normal relations in this field between these two 
countries and the rest of the world. The problem has fallen into three main cate- 
gories. These are the resumption of the normal prewar patent and trade-mark 
systems of Germany and Japan; the restoration of foreign nationals of their German 
and Japanese rights which they lost during the war and of the ability of such 
nationals to obtain new rights in the two countries; and the protection of new 
German and Japanese rights abroad. 

The first steps have naturally been the resumption of the domestic patent and 
trade-mark systems of the two countries, particularly the reestablishment of their 
patent offices. In Japan, this was relatively simple owing to the existence from the 
start of the occupation of a central Japanese Government. The records and per- 
sonnel of the patent office were found to be largely intact and it was possible to 
reestablish the office on a functioning basis shortly after the start of the occupation. 
Since that time, Japanese nationals have been free to apply for and obtain new patent 
and trade-mark rights within Japan. The Japanese patent and trade-mark statutes, 
which are in themselves fundamentally sound laws patterned on the European sys- 
tem, have been left substantially unchanged. 

An effort is being made, however, to eradicate certain undesirable practices in 
both the patent and trade-mark fields which have been engaged in by the Japanese 
in the past. These practices have not stemmed from the laws themselves but have 
been the result of faulty administration and adjudication, based upon the predilec- 
tion of the Japanese for favoring their own nationals over foreigners, in almost total 
disregard of the merits of a particular case. There have been many cases in which 
Japanese have carefully studied the products of foreign manufacturers and have 
copied them almost down to the last detail, in disregard of the patents, designs or 
utility models under which the foreign products were supposedly protected. Trade- 
marks and labels were copied with considerable ingenuity. False and misleading 
designations of origin were used with abandon. Products were labelled with 
deliberately false markings of weight and measure. Since these practices have 
evolved mainly from faulty interpretation of the laws, the steps taken to prevent such 
practices by Japanese in their domestic and their export trade during the period of 
the occupation must center on insuring that the patent and trade-mark laws, as well 
as laws on unfair competition, are properly enforced. The obligation to continue 
proper enforcement of the laws after the termination of occupation could, of course, 
be written into the peace treaty. 


* Paper delivered before the First Inter-American Trade Mark Meeting of the United States 
Trade Mark Association at the Waldorf-Astoria, New York City, February 2, 1949. 
+ Acting Assistant Chief, International Resources Division, Department of State. 
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Turning now to Germany, progress toward restoration of the prewar patent and 
trade-mark systems has been somewhat slower and the patent office has not yet been 
reestablished on a functioning basis. The importance of reestablishing the patent 
office from the standpoint of the economic recovery, not only of Germany, but of 
all Western Europe, cannot be over-emphasized. In addition, it would lend sig- 
nificant encouragement to fundamental scientific research and to its application in 
modern German technology. The recognition which would subsequently be given 
abroad to new German inventions would be almost equally important from the stand- 
point of the resultant stimulus to the German export program and would of course 
aid substantially in making new German inventions available for use in other 
countries. 

An initial step was taken by the United States and British occupation authorities 
when a Bizonal filing office was opened at Darmstadt this past fall. A branch office 
has also been opened in Berlin for the convenience of residents of the British and 
American sectors of that city. This office accepts applications, but it does not 
grant patents or register trade-marks. Its creation is an interim measure prior to 
reestablishment of a regular patent office and is chiefly for the purpose of estab- 
lishing priorities of application. 

Up to this time, the opening of a patent office has been delayed by a number of 
rather complicated factors. The lack of any central German Government has ob- 
viously made the problem more difficult. Considerable delay has been caused by 
lack of agreement among the occupying powers as to the fundamental bases on 
which the patent system should be reestablished. In addition, the location of the 
records and the personnel of the old German patent office in Berlin has more recently 
placed some rather great practical difficulties in the way of establishment of a new 
office in Western Germany. However, the plans of the occupation authorities now 
call for the opening of a Western German patent office at the earliest possible time. 

With regard to the question of the protection of the industrial property rights of 
foreigners in Germany and Japan, it is presently possible for foreign nationals to 
make application for new rights in both countries. Such applications have been 
permitted in Germany since the opening of the Darmstadt filing office. These ap- 
plications will not, however, mature to patent or result in the registration of trade- 
marks until the subsequent opening of a patent office. Filing at this time has the 
advantage of establishing a priority which will be taken into account when the ap- 
plications are processed. With respect to Japan, a directive was issued by SCAP 
in September removing all restrictions on the filing of patent applications by foreign- 
ers and a similar directive applying to trade-marks became effective in October. 
Unlike the situation in Germany, these applications are being currently processed. 
The Japanese Patent Office is granting in connection with such applications the 
normal priority periods of the International Convention based upon the first filing 
abroad—namely, one year for patents and six months for trade-marks. 

Steps are also being planned for the restoration to foreign nationals of patent and 
trade-mark rights which were owned by them in Germany and Japan before the war. 
In Japan a considerable number of foreign-owned rights were cancelled under the 
Wartime Law of Industrial Property. An even larger number expired because the 
fees required by the Law were not paid at the prescribed time. Still others were 
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seized by the Japanese Government and were licensed for war use. Those of the 
rights which are still in effect are held by the enemy property custodian of SCAP 
pending their return to their former owners. In Germany some rights were can- 
celled during the war, but not as many have lapsed for non-payment of fees as was 
the case in Japan. Some patent rights have been maintained in force by a 1942 
ordinance extending their validity beyond the normal 18-year period. In addition, 
the German laws require the patent office to notify owners prior to cancellation of 
patents and trade-marks. Since the patent office has been closed since 1945, rights 
then in existence are held to be still in force. 

In the past, the necessary action for the restoration of foreign-owned rights, 
in enemy countries has been prescribed in the peace treaties. The Versailles and 
other treaties following the first war and the Italian and Eastern European treaties 
at the conclusion of the last war all carried detailed provisions for this purpose. 
Because considerable time has already passed since the end of the war, however, 
we feel these steps should be taken as soon as possible, in advance of final peace 
with Germany and Japan. The procedures for restoration of these rights will pre- 
sumably be very similar to those prescribed in the peace treaties. If this is the 
case, all foreign-owned rights existing before the war which lapsed or were can- 
celled would be revalidated, and those which were seized would be restored to their 
foreign owners. There would be an extension of the period of duration of patents 
beyond their normal expiration dates for a length of time equal to that from the 
start of the war to the time of restoration. The payment of fees which occurred 
during the war period would be waived. Applications for rights pending at the 
start of the war which were not acted upon would be reinstated. Finally, provision 
would be made for the extension of the normal Convention priority periods to 
permit foreign nationals to acquire rights in Germany and Japan at this time based 
upon first filings abroad during or since the war. Rights so acquired would, of 
course, be subject to the usual protection of bona fide third-party rights. 

Finally, steps are being taken which are designed to assure protection abroad 
for new German and Japanese industrial property rights. The importance of re- 
storing normal patent and trade-mark relations from the standpoint of the effect 
on the foreign commerce of the two countries is obvious. The resultant stimulus 
which will be provided to the export programs of the two areas and the accrual 
of foreign exchange from royalties earned abroad will be a factor in helping to 
reduce the costs of occupation. 

It has been possible since 1947, under the laws of this country, for Germans and 
Japanese to acquire new patents. Public Law 380, passed in the summer of that 
year, permits German and Japanese nationals to apply for, and obtain, patents 
on inventions made after the beginning of 1946. Similar legislation has been passed 
in Great Britain amending the wartime legislation to permit patenting by Germans 
in that country. Consultations with other countries have shown that a number of 
them are likewise now accepting new applications from Germany and Japan. Others 
are taking steps to amend their legislation for this purpose. 
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BOOK REVIEW 


DruG RESEARCH AND DEVELOPMENT, Edited by Austin Smith and Arthur D. 
Herrick, Revere Publishing Company, New York City, (1948), $10.00. Reviewed 
by Maurice W. Levy.* 


The purpose of this volume is clearly stated by the Editors in the following 
language : 


Today the drug manufacturer and distributor, the research and laboratory worker, the 
physician and pharmacist, the advertising counsel and sales representative are all participants 
in the development of drugs and drug therapy. Collectively, indeed, they deserve consider- 
able credit for the remarkable advances that have taken place in the last decade. But to take 
their rightful place in modern drug research, development, and promotion each requires a 
working knowledge, not only of the tasks allotted to him, but also of the program as a whole 
and what it encompasses and entails. 


The prefatory promise is admirably fulfilled by a series of chapters devoted to 
specific and practical information dealing with drug research, development and pro- 
motion. With the exception of a single chapter, to be commented upon hereinafter, 
there is presented an accurate, comprehensive and well-integrated discussion of 
various aspects of this subject. Subject matter and author qualification will be 
apparent from the following synoptic outline: 


Chapters 


The Modern Drug Formula—Arthur D. Herrick and Austin Smith. 
Chemistry of the Formula—Amel R. Menotti. 
Pharmacology of the Formula—Harvey B. Haag. 
Laboratory Research—M. L. Tainter. 

Development of Biologicals—Charles R. Linegar 

Clinical Testing—W indsor C. Cutting. 

Development of Facilities and Controls—Edgar B. Carter. 
Labels and Labeling—John G. Searle. 

Packaging and Storage—R. H. Rhodehamel. 

The Product and the Patent Law—Edward Thomas. 

. Drug Trade-Marks and Labels—W alter J. Derenberg. 
Drug Regulation—Arthur D. Herrick. 

New Drug Applications—W alton Van Winkle, Jr. 
Biologic Control Regulations—W alter E. Ward. 

Drug Certification—W alton Van Winkle, Jr. 

. Council Acceptance—Austin Smith. 

Product Development, Promotion, and Marketing—Robert A. Hardt. 
Advertising—Charles S. Downs. 

“Detailing” the Physician—Thomas H. Jones. 
Professional Acceptance—Austin Smith. 

. Retail Price Maintenance—/saac W. Digges. 
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* Trade Mark Counsel, Hoffman-La Roche Inc. Member International Committee, the United 
States Trade Mark Association. 
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A chapter on Patent Law is most appropriate. However, that included in the 
present volume is, unfortunately, unsatisfactory. It is somewhat disappointing in 
a book of this character to find the trade-mark “Adrenalin” (page 253) printed 
in lower case. Nor, is one pleased to observe “Two of the final claims” of the 
so-called ‘“‘Benzedrine” patent inaccurately reproduced. The patent (1,879,003) 
has, indeed, only two claims, neither of which corresponds to those given in the 
book (page 265). The reader will be well-advised to exercise caution in the study 
of this chapter. 

Dr. Derenberg’s never-failing competence in this field is evidenced by his keen 
appreciation of collateral difficulties inherent in the selection and maintenance of 
drug trade-marks, particularly the relationship of such trade-marks to drug promo- 
tion. This vital interdependence is further developed from the marketing viewpoint 
by Mr. Hardt, who speaks from long practical experience in the field of sales promo- 
tion. 

This volume presents a wealth of information ; it is commendably free of repeti- 
tion and “‘dead-wood.” It is highly recommended. 
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PART II 


STANDARD BRANDS, INC., et aL. v. EASTERN SHORE CANNING 
COMPANY, INC. 


No. 5816—C. A. 4—January 22, 1949 


TRADE-MARK INFRINGEMENT—BASIS OF RELIEF—GENERAL 
Proof of actual deception is not required to justify injunction, if mark is of such a 
character or used in such a way as to be likely to deceive prospective purchasers. 
Crucial question, whether defendant’s acts are likely to cause confusion as to source, is 
one of fact. 
Protection of trade-mark owner is not confined to goods upon which he uses mark, but 
extends to products which would be reasonably thought to come from same source. 
Courts—Score oF REVIEW—EFFECT OF TRIAL Court FINDINGS 
Question of fact as to whether defendant’s acts are likely to cause confusion as to source 
must be left to trial court. 
[RADE-MARKS—MarkKs Not CoNFUSINGLY SIMILAR—PARTICULAR INSTANCES 
“VA,” used on tomato juice and lima beans, held not confusingly similar to “V-8,” used 
on vegetable juices. 


Appeal from Eastern District of Virginia. 

Trade-mark infringement suit by Standard Brands, Inc. and Campbell Soup 
Company against Eastern Shore Canning Company, Inc. Plaintiffs appeal from 
dismissal of complaint. Affirmed. 


C. O’Conor Goolrich, of Fredericksburg, Va., and Ellis W. Leavenworth (Wat- 
son, Bristol, Johnson & Leavenworth and Tracy R. V. Fike, on the brief), of 
New York, N. Y., for appellants. 

Barron F. Black (Vandeventer & Black and Cadwallader J. Collins, and Mears & 
Mears and Benjamin W. Mears, on the brief), of Norfolk, Va., for appellee. 
Before ParKeEr, Chief Judge, and Soper and Doster, Circuit Judges. 


Soper, C. J.: 


Standard Brands, Inc., a Delaware corporation, as owner of the registered 
trade-mark “V-8” for vegetable juices, brought this suit for infringement against 
the Eastern Shore Canning Company, a Virginia corporation, which uses the trade- 
mark “VA” upon tomato juice and lima beans. Campbell Soup Company, a New 
Jersey corporation, to which the trade-mark “‘V-8” has been transferred, has been 
allowed to intervene as party plaintiff. The District Judge, finding no infringement 
or likelihood of confusion, dismissed the complaint. 

The trade-mark “V-8” has been used since 1937, and in Virginia since 1938, on 
cans containing a combination of the juices of eight vegetables which resembles 
tomato juice in appearance. The nature of the product is described on the labels of 
the cans and in advertisements as an inspired combination of the juices of eight 
fresh vegetables, and a sum in excess of two million dollars has been spent by 
plaintiff in nation wide advertisements of this sort. Total gross sales have amounted 
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to $23,000,000, including $315,000 in Virginia, where the defendant manufactured 
its product. Recently tomato catsup and chile sauce have been sold under the 
trade-marks “‘V-8” and “AAA,” but the advertisement of the combination of eight 
vegetables in connection with the trade-mark “V-8” has led the public to associate 
the trade-mark with that particular product. The plaintiff quotes with approval the 
following passage from Standard Brands, Inc. v. Smidler, 2 Cir., 151 F. 2d 34, 
36 [35 T. M. R. 277]: 


This mark has become the distinctive name of that cocktail not because it is inherently 
descriptive of anything but because it has been so used that it has become associated in 
the public mind as the banner of that product. That does not make the mark descriptive 
but is only evidence of the effectiveness of its use. By repeatedly advertising the fact 
that its cocktail is made of the combined juices of eight vegetables, the plaintiff has un- 
doubtedly taught the purchasing public that “V-8” on a tin can means such a cocktail. 


The Eastern Shore Canning Company was incorporated in 1930 with a paid-in 
capital of $37,500, and is engaged in growing, canning and selling vegetable and 
tomato juice at Machipongo, on the eastern shore of Virginia. Since 1930 it 
has packed and sold various vegetables under the trade-marks, Eastern Shore, 
ESCCO and Virginia Best. It has used the trade-mark “VA” since October, 1941 
on lima beans ; and since July, 1944 on tomato juice. 

The plaintiff does not use its trade-mark “V-8” on tomato juice or lima beans ; 
it sells frozen lima beans under the trade-mark “Fleischmans” and tomato juice 
under the trade-marks “Loudon” and “Triple AAA.” 

Since 1940 the defendant has spent on plates for printing labels for “VA” lima 
beans and “VA” tomato juice, and in advertising them $2,557. By October, 1941, 
the plaintiff had spent $161,034 in advertising the trade-mark “V-8,” and its sales 
of “V-8” vegetable juices amounted to $2,852,334, including $34,520 in Virginia; 
and by July, 1944, it had spent $1,012,726 in advertising and had made sales amount- 
ing to $14,131,419, including $180,000 in Virginia. From October 27, 1941 to 
December, 1946 the defendant’s gross sales of “VA” lima beans and tomato juice 
were $116,628.42 out of a total sales of approximately $1,500,000. Sixty-five per 
cent of defendant’s products have been marketed under its customers’ trade-marks 
or without trade-mark. 

Although plaintiff’s offices in Norfolk and Newport News were less than one 
hundred miles from where defendant was doing business, the plaintiff had no 
knowledge of defendant’s use of the trade-mark “VA” on tomato juice until 
October, 1945, and no knowledge of its use on lima beans until February 16, 1946, 
when this use was brought to the attention of plaintiff by attorneys for the de- 
fendant in the course of correspondence between the attorneys for the respective 
parties. The instant suit was brought on August 12, 1946. 

It is not contended that defendant has used the trade-mark “VA” with intent to 
imitate the trade-mark “V-8” or to pass off its goods as those of the plaintiff, cf. 
Restatement of Torts, § 729, Comment f, and there is no evidence that any pur- 
chaser has bought defendant’s products in the belief that they originated with the 
plaintiff. The defendant does not display its trade-mark “VA” in such a way 
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as to lead a purchaser to confuse it with “V-8.” On this point the District Judge 
made the following finding which is supported by the evidence: 


There is a marked difference in the appearance of the labels and trade-marks used by 
the respective parties, including their background, their coloring, and the arrangement of 
the printed matter thereon. Even the letters, or symbols, “V-8” and “VA,” as printed on 
the labels, are decidedly unlike both in form and coloring. Neither the defendant's 
“VA” tomato juice label nor its “VA” lima bean label bears such a resemblance to 
plaintiff’s “V-8” label as would cause the ordinary shopper who might see them on the 
store shelf to mistake one for the other or to be in any way confused. The difference 
in appearance is such as to offer no suggestion that the products to which they are at- 
tached are from the same source or are put up by the same packer. 


The gist of the plaintiff’s argument is that “VA” and “V-8” are substantially 
the same in sound and are similar in appearance, and hence they are likely to be 
confused; and that a purchaser is likely to believe that the canned tomato juice 
and the canned lima beans of the defendant originated with the plaintiff since they 
belong to the same category of food products as the vegetable juices which the plain- 
tiff produces and widely advertises. 

The plaintiff also insists that the mark “VA,” as used by the defendant on its 
cans, has no geographical significance, and that the District Judge erred in making 
the following finding of fact. 


The only element of similarity between the trade-marks “V-8” and “VA” is in a simi- 
larity of sound when the terms are not distinctly articulated and this similarity rests 
on the assumption that defendant’s products are referred to as the “VA” (vee-ay) brand 
instead of by the name Virginia, for which the letters “VA” are the accepted abbrevia- 
tion. There is no evidence that defendant’s products are customarily referred to as “VA” 
(vee-ay) brand but even if it be assumed that they are there is no reasonable probability 
that a customer would receive the wrong product inasmuch as the plaintiff does not 
market either tomato juice or lima beans under the “V-8” trade-mark, and the defendant 
does not market a cocktail of vegetable juices under any mark. 


We do not think that these contentions are tenable or justify a reversal of the 
judgment below. It is of course true that proof of actual deception is not needed 
to justify an injunction against the use of a trade-mark if it is of such a character 
or used in such a way as to be likely to deceive a prospective purchaser, and that 
similarity of sound, as well as of appearance may be taken into account in weighing 
this probability. S. S. Kresge Co. v. Champion Spark Plug Co., 6 Cir., 3 F. 2d 
415; George W. Luft Co. v. Zande Cosmetic Co., 2 Cir., 142 F. 2d 536, 538 [34 
T. M. R. 190]; Coca-Cola Co. v. Old Dominion Beverage Corp., 4 Cir., 271 F. 
600,602 ; LaTouraine Coffee Co. v. Lorraine Coffee Co., 2 Cir., 157 F. 2d 115 [36 
T. M. R. 271]. And it is also well established that the protection which the law 
gives to the owner of a trade-mark is not confined to the goods upon which it has 
been used by the owner, but extends to products which would be reasonably thought 
by the buying public to come from the same source if sold under a similar mark. 
Standard Brands, Inc. v. Smidler, 2 Cir., 151 F. 2d 34, 36 [35 T. M. R. 277]; Re- 
statement of Torts, § 728, Comment c, § 730. 

Nevertheless, it must be borne in mind that all of the factors which enter 
into a case of trade-mark infringement are to be considered in determining the 
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crucial question whether the defendant’s actions are likely to lead an appreciable 
number of prospective purchasers to regard its goods as coming from the same 
source as plaintiff’s, and that this question must be left to the determination of the 
trier of fact. Restatement of Torts, §728, Comment a. In the pending case that 
question was carefully considered by the District Judge and his determination seems 
to us to be correct. It is significant, as pointed out in his opinion, that “V-8,” as 
used by the plaintiff, has become associated in the public mind with a specific com- 
bination of vegetable juices ; that defendant does not manufacture this product and 
has used its accused mark only on products which no one would mistake for the 
combination ; and that the letters “VA” are customarily used as an abbreviation of 
the name of the state in which the defendant produces and distributes its goods, and 
when used in connection with defendant’s name, which includes the well known 
designation of a geographical subdivision of the state, would be understood as 
indicating the territorial origin of the product rather than the goods of a corpora- 
tion of nation wide fame. Against this factual array the phonetic similarity of the 
two marks cannot prevail, even if it be supposed, in the absence of any testimony 
on the point, that the defendant’s goods are asked for as “VA” rather than Vir- 
ginia tomato juice or lima beans. 
Affirmed. 


IN RE THE SWEDISH PRODUCE COMPANY 
No. 48C1766—U. S. D. C. N. D. Ill_—February 15, 1949 


TRADE-M ARKS—ASSIGNMENTS—PARTICULAR INSTANCES 
Assignments by selectors, who were petitioner’s predecessors and had cheese manu- 
factured for them according to formulae and prescribed conditions, held sufficient to vest 
title to trade-mark and good-will of business in connection with which it was used by peti- 
tioner as successor. 
UNFAIR COMPETITION—SCOPE OF PROTECTION—GENERAL 
Competitor is free to sell precise type cheese sold by petitioner provided he refrains from 
deceiving purchasers into belief they are purchasing petitioner’s product. 
Wholesaler placing in hands of retailers an instrument of fraud by which they mislead 
the public is subject to injunction. 
One may be restrained from using his own name to prevent unfair or fraudulent injury 
to another. 
TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—ENFORCEMENT OF DECREE—CONTEMPT 
Defendant’s imitation of size and shape of petitioner’s cheese and use of mark “Berg- 
Ost,” which is confusingly similar to “Bond-Ost,” held a violation of previous injunction and 
to constitute contempt of court. 


Petition by The Swedish Produce Company for rule to show cause why Victor 
E. Berg should not be punished for contempt granted. 


Thiess, Olson & Macklenburger, of Chicago, IIl., for petitioner. 
Cyril A. Soans and William E. Anderson, of Chicago, Ill., for defendant. 


Sut.ivan, D. J.: 


On December 10, 1948, Petitioner filed its verified petition, with the affidavit 
of Timothy P. Sheehan, its president, attached, praying this court to issue a Rule 
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on Victor E. Berg to show cause why he should not be punished for contempt of 
court. The petition alleges that Victor E. Berg has violated a permanent injunc- 
tion served on him on November 30, 1931, pursuant to an amended final decree 
entered on November 12, 1931, in the cause of C. A. Carlson Company v. Robert 
Herrmann, sometimes doing business as Pleasant Creek Cheese Factory, and Victor 
E. Berg, Equity Case No. 80, in the United States District Court for the Western 
District of Wisconsin, finding (a) that the trade-mark “Bond-Ost” for cheese is 
valid and legally registered as such under the Trade-Mark Act of 1905, and that 
said trade-mark was the exclusive property of C. A. Carlson Company, plaintiff 
herein, in connection with the business in which it is used; (b) That through long 
use of said word “Bond-Ost” to designate plaintiff’s cheese, said word has acquired 
a secondary meaning identifying the cheese sold as ‘““Bond-Ost” by plaintiff; (c) 
That plaintiff and its predecessors had since 1904 always manufactured under the 
trade-mark “Bond-Ost” cheese of a particular size and shape and that defendant, 
Robert Herrmann, had unfairly competed with plaintiff in manufacturing and sell- 
ing cheese of the same particular size and shape as plaintiff’s cheese manufactured 
and sold under said trade-mark “Bond-Ost ;” (d) That the defendant, Victor E. 
Berg, controlled and conducted the defense in this suit by his own attorneys and 
at his own cost and expense, and is bound by any and all decrees entered herein. 
No appeal was taken from this decree. 
Paragraph 7 of the decree provides: 


7. That a perpetual injunction issue out of and under the seal of this Honorable Court, 
directed to the defendant Victor E. Berg, his agents, servants, employes and attorneys and 
any and all persons acting by or under his authority or in concert with him, restraining 
him from manufacturing, selling and/or distributing dairy products, including cheeses 
under the name or style “Bond-Ost” or “Bondost” and from using the words “Bond-Ost” 
or “Bondost” as any part of his publicity or advertising, or as a label for cheese or for 
the boxes, containers, cartons or wrappings therefor and from manufacturing, selling and/ 
or distributing cheese of a size and shape simulating the size and shape of plaintiff’s cheese 
manufactured and sold by it under the said trade-mark “Bond-Ost.” 


Petitioner here contends that for sixteen years Berg obeyed the terms of the 
decree, but that within the last year he has violated the injunction, first, by the use 
of the words “Bord-Ost” and “Berg-Ost” as trade-names for cheese distributed 
by him, and secondly, by manufacturing and selling, or causing to be manufactured 
and sold cheese of substantially the same size and shape as petitioner’s “Bond-Ost” 
which is the same size and shape as was that sold by C. A. Carlson Company in 
1931, when the injunction was issued against Berg ; that respondent’s present labels, 
in addition to the use of the term “Berg-Ost” are confusingly similar to petitioner’s 
labels in color scheme, being predominantly blue and yellow and circular, with the 
identifying mark appearing straight across. That from the affidavit of Lillian Kar- 
man it appears that in a shopping tour in which eight retail stores were visited by 
her, in six instances the dealer furnished her with whole “Berg-Ost” cheese in re- 
sponse to her request for whole “Bond-Ost” cheese. Petitioner insists that the 
validity of the trade-mark “Bond-Ost” was settled by the decree of 1931, and that 
C. A. Carlson Company was, under that decree, entitled to protection against un- 
fair simulation of the size and shape of “Bond-Ost” cheese which it had been manu- 
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facturing under that trade-name and in that particular size and shape since 1904, 
and which, as its successor, petitioner is now manufacturing and selling under said 
trade-mark. 

Defendant has filed his answer in the present cause, denying that petitioner is 
successor in interest to C. A. Carlson Company, and urges that the right to enforce 
the decree of 1931 was a right in personam and not a right in rem, and therefore 
was not capable of assignment by Carlson to Shefford Cheese Co., Inc., to Standard 
Brands, Incorporated, and finally to petitioner, and that said right was never actu- 
ally so assigned. 

It appears, therefore, that the only new issue in the present proceeding is 
whether petitioner is in law the successor to the rights of the C. A. Carlson Com- 
pany in the decree entered in 1931 by the United States District Court for the 
Western District of Wisconsin in the case of C. A. Carlson Company, a corpora- 
tion v. Robert Herrmann, sometimes doing business as Pleasant Creek Cheese Fac- 
tory, and Victor E. Berg ; and whether Berg’s present trade-name of “‘Berg-Ost” is 
so confusingly similar to the trade-name “‘Bond-Ost” as to constitute a contempt of 
court. The affidavit of Fred Berg, salesman for petitioner for the past twenty-one 
years, sets out that the ““Bond-Ost” cheese marketed today by petitioner is identical 
in shape and size with that marketed in 1931 by petitioner’s predecessor, the C. A. 
Carlson Company. Petitioner urges that Victor E. Berg is in contempt of court 
because he has not obeyed the injunction issued by the United States District Court 
for the Western District of Wisconsin in 1931, from which injunction and decree 


no appeal was ever taken, and may not now be attacked collaterally. In support of 
this position petitioner cites the case of United States v. United Mine Workers of 
America, 330 U. S. 258, where the Supreme Court said: 


Proceeding further we find impressive authority for the proposition that an order is- 
sued by a court with jurisdiction over the subject matter and person must be obeyed by 
the parties until it is reversed by orderly and proper proceedings. This is true without 
regard even for the constitutionality of the Act under which the order issued. In Howat 
v. Kansas, 258 U. S. 181, 189-190 (1922), this court said: 

An injunction duly issuing out of a court of general jurisdiction with equity 
powers upon pleadings properly invoking its action, and served upon persons made 
parties therein and within the jurisdiction, must be obeyed by them however errone- 
ous the action of the court may be, even if the error be in the assumption of the 
validity of a seeming but void law going to the merits of the case. It is for the court 
of first instance to determine the question of the validity of the law, and until its 
decision is reversed for error by orderly review, either by itself or by a higher 
court, its orders based on its decision are to be respected, and disobedience of them 
is contempt of its lawful authority, to be punished. . . . 


In support of its contention that that petitioner has no standing in these pro- 
ceedings in this court, in spite of the fact that it is the assignee of the trade-mark 
“Bond-Ost” and of the good-will of the business in connection with which the 
mark is used, respondent cites to the court the case of Popsicle Corporation v. 
Pearlstein, et al., 168 S. W. 2d 105, decided by the St. Louis Court of Appeals of 
Missouri. This case I believe is distinguishable on its facts from the case at bar. 
In the Popsicle case the original plaintiff brought suit against its one-time licensee. 
The license contract had provided among other things that the licensee would re- 
spect the licensor’s patents covering a sucker on a stick, that the licensee would not 
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make or sell suckers of a size greater than three ounces or at a price to the trade 
less than forty cents a dozen, and that the licensee would purchase all its extracts 
and ingredients used in the manufacture of the suckers from the Popsicle Corpora- 
tion. Pearlstein, the licensee, disregarded the license and purchased her ingredients 
elsewhere, whereupon Popsicle sued her and obtained a decree whereby she was 
enjoined from manufacturing suckers of a size larger than three ounces, from 
selling them at a price less than forty cents a dozen and from using in their manu- 
facture any ingredients other than those purchased from the Popsicle Corporation. 
Subsequently the Joe Lowe Corporation took over the business of the Popsicle 
Corporation, at which time the Popsicle Corporation purportedly assigned to the 
Lowe Corporation its right, title and interest in the decree, but the court held that 
the decree there was one in personam not binding anyone except respondents, and 
not conferring a right upon anyone except the Popsicle Compay. 

Here in the assignment from the C. A. Carlson Company to the Shefford Cheese 
Company, Incorporated, and the assignment from the Shefford Cheese Company, 
Incerporated, to Standard Brands, Incorporated, the grantor in each instance con- 
veyed its “entire right, title and interest in and to the said trade-mark,” together 
with “the good-will of the business in connection with which said mark is used.” 
In the third assignment the grantor, Standard Brands, Incorporated, conveyed to 
Swedish Produce Company, the petitioner here, “the entire right, title and interest 
in said trade-mark, . . . . and the good-will of the business in connection with 
which said mark is used.” 

In the case of Abraham & Straus, Inc. v. TruVal Manufacturers, Inc., 138 F. 
2d 77 [33 T. M. R. 465], the Court of Customs and Patent Appeals said: 


The second contention of applicant is, in meaning (although not specifically so stated 
in its reasons of appeal or in its brief), that the conveyance made, as above recited, 
amounted in law to nothing more than an effort to convey the trade-mark registration 
alone, the reason for the contention being that it is not shown that any of the articles 
(shirts) upon which the mark was being used were included in the sale. Appellant in- 
vokes the familiar rule of law that a trade-mark is not disseverable from the business 


with which it is associated. 
This question was evidently presented below, at least to the commissioner in whose 
decision it is said: 

Koblenzer did not manufacture shirts. The business consisted in creating and 
supplying the demand for shirts bearing the mark “TruVal.” Upon securing the 
assignment S. Liebovitz Sons, Inc. began to engage in the business of creating 
and supplying the demand for shirts bearing the same mark “TruVal.” The busi- 
ness of the Koblenzers had been carried on for many years, and certainly some 
good will must have become attached thereto. It seems to me that when S. Lie- 
bovitz took over from Koblenzer the business of selling shirts under the mark 
“TruVal,” the good-will of that business did not separate therefrom but remained 
connected therewith. In order to transfer this business and good-will I do not 
think it was required of Koblenzer to cease also the business of creating and sup- 
plying the demand for shirts bearing the marks “Monogram” and “John Adams.” 
Accordingly I consider the assignment valid and TruVal Manufacturers, Inc. 
entitled to claim use of the mark by itself and its predecessors from October 30, 
1912. 


There was nothing unusual about the course of business pursued by Koblenzer and, 
as we view the matter, he did sell a business right with which a good-will was connected 
to S. Liebovitz & Sons, Inc., along with the assignment of the mark used in that busi- 
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ness, and we agree with the commissioner that the assignment was valid. Gehl v. Hebe 


Co., 7 Cir. 276 F. 271. 


In Sheehan’s second affidavit it appears that the cheese business here in ques- 
tion is one where in most instances the seller to the retail trade does not himself 
manufacture the cheese, but causes’ it to be made for him by agents according to 
formulae, with hoops and molds furnished by such seller. That in connection with 
the trade-mark “Bond-Ost” the Swedish Produce Company and its predecessors 
have, through advertising and diligent effort popularized said “Bond-Ost’ trade- 
mark and over a period of forty-four years have built up an acceptance and good- 
will with respect to the cheese upon which this trade-mark is used, which is of great 
value. Even though petitioner’s assignors had been actually engaged in the manu- 
facture of cheese rather than only in its distribution the assignments would have 
been sufficient to vest petitioner with the requisite title, as appears from the de- 
cision of the Circuit Court of Appeals for the Seventh Circuit in Gehl v. Hebe Co., 
276 F. 271, where Judge Alschuler said: 


The assignment to appellee is attacked on the ground that by it the business of the 
assignor was not assigned. The assignment states that whereas the Hebe Company is 
desirous of acquiring the trade-mark and “all the business and good-will associated 
therewith,” now therefore in consideration, etc., the Carnation Milk Products Company 
has sold, assigned, and transferred to the Hebe Company the entire right, title and inter- 
est in and to said trade-mark and certificate of registration, “together with all the good 
will of the business connected with said trade-mark Hebe, picture and certificate of 
registration.” The granting part of the assignment does not specifically mention the 
business. While this, in view of the recital, is probably an inadvertent omission, there 
would seem to be much difficulty in transferring of the good will of a business wholly 
apart from the business itself. The good-will would not be transferred if the grantor 
remained at liberty to carry on and contend for the very business as to which the good- 
will of the former owner had by his conveyance passed to another. 

As to assignment of registered trade-marks the statute provides: 

Every registered trade-mark . . . . shall be assignable in connection with the 


good-will of the business in which the mark is used. 33 St. L. 727, c. 592, Sec. 10 
(Comp. St. Sec. 9495.) 


While it may be that in contemplation of the statute that it would not be deemed 
an assignment “in connection with the good-will of the business” which left the assignor 
free to continue the business as before the assignment, the assignment here is in the form 
which embodied the statutory provisions, and there is no evidence whatever that since 
the assignment the assignor continued the business or has asserted any right to do so. 
We consider the assignment sufficient. 


In the case of A. B. Dick Co. v. Fuller, 6 F. 2d 393, Judge Hand said: 


It is not questioned that the A. B. Dick Company, which was the complainant in the 
suit before Judge Hunt, assigned all its property, patents and good-will to the complain- 
ant in this suit, which is a different corporation of the same name and with the same 
stock interests. Such an assignment entitles this complainant to enforce the rights 
adjudicated in the former suit and to recover damages for any infringements of the 
provisions of the former decree. American Shipbuilding Co. v. Commonwealth S. S. Co., 
215 F. 304, 1313 C. C. A. 604. Moreover, the contract was not personal and might be 
validly assigned Quinn v. Whitney, 204 N. Y. 363, 97 N. E. 724. 

While the decree of Judge Hunt and the injunction issued in accordance therewith 
might have been more detailed, the injunction order restraining the defendant from 
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“directly or indirectly engaging or becoming interested, during the operation of said 
contract of May 12, 1911, in the manufacture, use or sale of material or processes of the 
class or character illustrated by the said several inventions. . . . when preceded earlier 
in the writ of injunction by the words “relating to stencil paper or processes or methods 
for preparing, producing, or using the same,” would seem to sufficiently inform the 
defendant as to what he ought to do. I think the complainant’s counsel is correct in say- 
ing that the life of the contract is limited to that of the original patent granted June 23, 
1914. If there is any doubt about this, the defendant should have taken steps to have 
some definition of the time limit of the operation of Judge Hunt’s decree inserted therein. 
He cannot properly excuse the disregard of an injunction granted in a suit where the 
court had jurisdiction of the parties and the subject matter by making the claim that it 
should have been limited in time. . . . 
. & « 


As the defendant has very deliberately violated the injunction, he should be adjudged 
in contempt, and ordered to pay within 30 days to the complainant, as a fine, a sufficient 
sum to make good its damages arising out of the unlawful sales of stencil paper, as well 
as its expense “in enforcing the disregarded order of the court.” Board of Trade v. 
Tucker (D. C.), 221 F. 300; In re Kahn, 204 F. 581, 123 C. C. A. 107; Gompers v. Buck's 
Stove Co., 221 U. S. 418, 31 S. Ct. 492, 55 L. Ed. 797, 34 L. R. A. (N. S.) 874. . 


Except for the use of “Berg-Ost” instead of ““Bond-Ost” it appears that Berg 
is proceeding today precisely as though no injunction had ever been issued and 
served on him. He is unfairly competing with petitioner’s business, which is the 
same business although under different ownership as that with which in 1931 he 
was enjoined from competing. He is free to sell the precise type of cheese that 
petitioner is selling, which he in fact is doing, provided only that he refrain from 
deceiving or misleading the purchasing public into believing it is purchasing peti- 
tioner’s cheese. But he is imitating petitioner’s product and selling the same to 
dealers at a cut price, thereby making it to the dealers’ interest to substitute his 
product, Berg-Ost, for Bond-Ost, petitioner’s product. In George G. Fox Company 
v. William I. Glynn and Others, 191 Mass. 344, the court said : 


It is not true that the wholesale dealers can successfully defend on the ground that 
they do not mislead or intend to mislead the retail dealers to whom they sell. It is enough 
to require an injunction if they knowingly place an instrument of fraud in the hands 
of a retailer with which he may deceive the public. 


Here Berg has knowingly placed in the hands of retail dealers an instrument of 
fraud by which they may mislead and deceive the public. That Berg is actually 
deceiving or misleading the buying public, is demonstrated by the fact that the 
witness Lillian Karmen in shopping in eight retail stores asked for “Bond-Ost” and 
in six of the stores was handed “Berg-Ost.” 

In Broderick & Bascom Rope Co. v. Manoff, 41 F. 2d 353, the Circuit Court 
of Appeals for the Sixth Circuit had before it a contempt proceeding in which the 
respondent was charged with violation of an injunction involving the unfair use of 
petitioner’s trade-mark “Autowline.” The original defendant had been enjoined 
from using the same word only hyphenated “Au-Tow-Line.” The respondent, 
Manoff, who was the chief owner and general manager of the original defendant 
against whom the injunction was issued, had subsequently gone into the same line 
of business using the descriptive name “Auto-Tow-Line.” The court held that 
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Manoff was not in the same position as a stranger and was therefore in contempt 
of court for violating the injunction, the court saying: 


We do not find it necessary to consider these broad questions (1.e., whether plaintiff 
had acquired a secondary meaning in its mark); we think Manoff was disqualified to 
claim the full competitive rights which might be open to a stranger. He was clearly 
privy to the former decree and bound by it as if he had been named as a party; the name 
“Au-Tow-Line” was adjudged to be plaintiff’s valid trade-mark; he was enjoined from 
using it, and the effect of the injunction, of course, was to enjoin also the use of any word 
in such close imitation or resemblance as to mislead the public; it is obvious that the 
ordinary purchaser would be confused or misled by the similarity between “Au-Tow- 
Line” and “Auto-Tow-Line,” when prominently displayed as if the proprietary name of 
two substantially similar articles. To permit Manoff to continue his infringing business 
with merely this change in the characterizing name is to make the decree futile and to dis- 
parage the power of the court to give relief against trade larceny. The situation is the 
same as it was in Coca-Cola Co. v. Gay-Ola Co., 200 F. 720... . . The defendant there, 
and Manoff here, had organized and built up a business based upon a fraudulent appro- 
priation of what belonged to the plaintiff. To permit them to continue without interrup- 
tion, and to the full scope of identity permitted to an honest competitor, would be to 
preserve for them a good-will acquired through fraud. The due protection of trade-mark 
and similar rights requires that a competitive business, once convicted of unfair com- 
petition in a given particular, should thereafter be required to keep a safe distance away 
from the margin line—even if that requirement involves a handicap as compared with 
those who have not disqualified themselves. 


I am convinced that petitioner through the various assignments set out in its 
petition acquired the trade-mark “Bond-Ost” and the good-will accompanying it, 
together with the long-established cheese business of C. A. Carlson Company. 
Plaintiff in the assignments made to it did not take merely the trade-mark but in 
each instance took also the good-will of the business in connection with which the 
mark was used, which is all that the statute requires. In Menendez v. Holt, 128 
U. S. 514, the Supreme Court held that good will “. . . . must mean every positive 
advantage that has been acquired by the old firm in the progress of its business, 
whether connected with the premises in which the business was previously carried 
on, or with the name of the !ate firm, or with any other matter carrying with it 
the benefit of the business.” 

I come now to a consideration of whether Berg is entitled to use his own name 
in his business by using “Berg-Ost” as the distinguishing mark of his cheese. The 
courts have repeatedly held that one may be enjoined from the use of his own name 
under circumstances which would permit of such use resulting in unfair or fraudu- 
lent injury to another. Nims on Unfair Competition and Trade-Marks (Fourth 
Ed. 1947), states the rule as follows: 


Every man has the right to the use of his own name. That is the first principle. To 
this the law of unfair competition gradually is adding another—no man may use even 
his own name in such manner as to injure another unfairly or fradulently in his business. 
“While it is true that every man has a right to use his own name in his own business, 
it is also true that he has no right to use it for the purpose of stealing the good-will of 
his neighbor’s business, nor to commit a fraud upon his neighbor, nor to trespass upon 
his neighbor’s rights or property; and while it is true that every man has a right to use 
white paper, it is also true that he has no right to use it for making counterfeit money 
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nor to commit a forgery.” This is a classic, but often neglected statement of the basic 
rule of personal names. 


In Brown’s Chemical Company v. Meyer, 139 U. S. 540, the Supreme Court 
said: 

. . The pill-boxes and pots (of ointment) of the latter were similar in form to, 
and were proven to have been copied from, those of the former. The Master of the Rolls 
in granting the injunction said: “The defendant’s name being Holloway, he has a right 
to constitute himself a vendor of Holloway’s pills and ointments, and I do not intend 
to say anything tending to abridge any such right. But he has no right to do so with 
such additions to his own name as to deceive the public, and make them believe that he is 
selling the plaintiff’s pills and ointments. The evidence in this case clearly proves that 
pills and ointments have been sold by the defendant, marked in such a manner that per- 
sons have purchased them of the defendant, believing that they were buying goods of 
the plaintiff.” The principle of this case was approved by this court in the case of Mc- 
Lean v. Fleming, 96 U. S. 245, in which a person was enjoined from using his own name 
in connection with certain pills, upon the ground that they were put up in such form that 
purchasers exercising ordinary caution were likely to be misled into buying the article 
as that of the plaintiff. 


In Allegretti v. The Allegretti Chocolate Cream Co., 177 Ill. 129, the Supreme 
Court of Illinois said: 


It is also contended by appellants that the scope of the injunction in this case is too 
broad; that even if it be found that appellants have been guilty of fraudulent practices 
to divert to themselves the trade intended for appellee, yet the injunction can only re- 
strain such fraudulent practices and not the use of the name, it being contended that 
every natural person has the right to the free use of his own name in his own business. 
That every natural person has such right is undoubtedly the rule established by an un- 
broken line of decisions; yet that right, as is said in the case of Elgin Butter Co. v. Elgin 
Creamery Co., supra, can only be exercised “in the absence of any fraudulent or wrong- 
ful intention or act.” 


After carefully considering the pleadings and the briefs, and the evidence and 
listening to the arguments of counsel, I am of the opinion that Berg’s imitation of 
the size and shape of petitioner’s ““Bond-Ost” cheese, and his use of the trade-mark 
“Berg-Ost” in conjunction therewith is a studied attempt to mislead and deceive 
the buying public. I believe that by the trade-mark ‘“‘Berg-Ost,” Berg has used 
his own name in such a manner that ordinary purchasers have purchased “Berg- 
Ost” cheese believing they were purchasing petitioner’s ““‘Bond-Ost” cheese. Berg 
has the undoubted right to use his own name in any honest way, but here by de- 
signating his product as “Berg-Ost” cheese he has used his name in such a manner 
as to cause his product to be mistaken for petitioner’s “Bond-Ost” cheese, to peti- 
tioner’s injury. This he is not permitted to do. Berg’s use of the trade-mark 
“Berg-Ost” and his imitation of the size and shape of petitioner’s “Bond-Ost” is 
clearly a violation of the injunction of November 12, 1931, and therefore Berg is 
in contempt of court. 

Findings of fact and conclusions of law in accordance with this opinion will be 
entered. 
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WESTERN STOVE CO., INC. v. GEO. D. ROPER CORPORATION, Et At. 
No. 7202—U. S. D. C. S. D. Cal.—January 24, 1949 


TRADE-MARKS—ACQUISITION OF RIGHTS—EFFECT OF REGISTRATION 

Registration under 1905 Act conferred no greater rights than already existed at com- 
mon law. 

Registration under 1905 Act held prima facie evidence of ownership; and where one claims 
ownership of a mark as against registrant, burden of proof is upon such claimant. 

TRADE-MARKS—ACQUISITION OF RIGHTS—GENERAL 

General rule at common law and under 1905 Act is that priority of user controls and 
that trade-mark must be affixed to goods sold. 

Right to a trade-mark held not to depend upon any particular period of use; and single 
instance of use coupled with continued use held sufficient proof of ownership, but use in ad- 
vertising and the like held not a trade-mark use at common law or under 1905 Act. 

TRADE-MARKS—ACQUISITION OF RIGHTS—EFFECT OF NOTICE 

Fact that defendant intervener had knowledge of plaintiff’s use of mark in advertising 
prior to first use of “Town & Country” as trade-mark by defendant intervener held imma- 
terial. 

Courts—ConsTRucTION OF STATUTES—1946 Act 

1946 Act held inapplicable to case in which first use of mark by both parties antedated 

effective date of 1946 Act and only defendant had registration, which was under 1905 Act. 
TRADE-MARKS—SCOPE OF RELIEF—PARTICULAR INSTANCES 

Defendant held entitled to injunction restraining plaintiff from using “Town & Coun- 
try” or “Town and Country” on stoves and gas ranges, where plaintiff had priority of use 
in advertising in connection with similar goods but defendant had priority as to trade-mark 
use. 


Trade-mark infringement and unfair competition suit by Western Stove Com- 
pany, Inc. against Geo. D. Roper Corporation, a Delaware corporation. Geo. D. 
Roper Corporation, an Illinois corporation, intervenes counterclaims for trade- 
mark infringement and unfair competition. Judgment for defendant and inter- 
vener. 


Lyon & Lyon, Charles G. Lyon, and Reginald E. Caughey, of Los Angeles, Cal., 
for plaintiff. 
Harold W. Mattingly, of Los Angeles, Cal., for defendant and intervener. 


O’Connor, D. J.: 


The plaintiff, Western Stove Company, Inc., a California corporation, has 
brought suit herein against the defendant, Geo. D. Roper Corporation, a Delaware 
corporation, for infringement of its alleged common law trade-mark, “Town and 
Country” on gas ranges, and for unfair competition; praying inter alia, for a pre- 
liminary, perpetual, and a mandatory injunction, to which suit the said defendant, 
Geo. D. Roper Corporation, a Delaware corporation, has answered, praying, inter 
alia, the intervention of Geo. D. Roper Corporation, an Illinois corporation, and 
for the dismissal of the complaint. By way of answer and counterclaim in inter- 
vention, the said Geo. D. Roper Corporation has entered the case for infringe- 

, 


ment of its alleged common-law trade-mark, “Town and Country,” on gas ranges, 
for unfair competition, and for infringement of its alleged trade-mark, “Town 
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and Country,” registered under the Trade-Mark Act of February 20, 1905, like- 
wise praying, inter alia, for a preliminary and a perpetual injunction against the 
plaintiff herein. Counsel for all sides have been using the phrase, “Town and 
Country,” and “Town & Country,” apparently indiscriminately and synonymously, 
and this phrase will be so understood and so used by the court in this case. 

The matter in controversy, exclusive of interest and costs, exceeds the sum of 
$3,000; there is complete diversity of citizenship among the parties hereto, and 
this court has jurisdiction of the whole controversy. 

The case has been submitted to the court for a decision on the pleadings, plain- 
tiff’s, defendant’s and intervener’s Stipulated Statement of Facts, and on briefs, 
from which the following facts appear : 


(1) The plaintiff herein, Western Stove Company, Inc., a California corporation, 
was organized in 1923, and continuously thereafter has manufactured and sold stoves and 
ranges in intrastate and in interstate commerce throughout the United States, manu- 
factured in two plants: one in Culver City, California, and the other in the State of Texas; 
with the volume of business in 1947 exceeding $7,500,000 ; 

(2) The defendant herein, Geo. D. Roper Corporation, a Delaware corporation, is 
doing business in the State of California; has a regular and established place of business 
in the City of Los Angeles; and sells and distributes in certain localities in the United 
States, including the State of California, gas ranges and stoves manufactured and sold 
by Intervener ; 

(3) The Intervener herein, Geo. D. Roper Corporation, is an Illinois Corporation, 
and has a regular and established place of business in the City of Rockford, State of 
Illinois. It was incorporated in 1919, and it and its predecessors in interest since 1885 
have been continuously engaged in manufacturing and selling gas stoves and ranges at 
Rockford, Illinois; and said gas stoves and ranges have been sold, and are now being 
sold, by Intervener in interstate commerce in all states of the United States; the Inter- 
vener being one of the largest gas stove manufacturers in the United States with an 
annual volume of business in the sale of stoves during the past few years of approxi- 


mately $10,000,000 to $15,000,000. 


The Stipulated Statement of Facts in this case covers nineteen pages and volu- 
minous attached exhibits, and the court feels it will be necessary only to refer to 
sufficient facts therein to apply the principles of law that will govern the decision 
herein. 

The factual chronology of the condensed controlling events in the case are as 
follows: 

Plaintiff's Factual Chronology 


In 1941, plaintiff planned to manufacture and sell a large gas range, and actually 
did manufacture one in the year 1941, placing one in the home of Henry Honer, 
President of plaintiff corporation, without any trade-mark thereon except the 
trade-mark “Western Holly.” Plaintiff did not go forward with plans for manu- 
facture and sale of stoves of this type and size because of war conditions, but, on 
or about November 1, 1946, Western Stove Company, Inc., commenced the manu- 
facture of a large stove similar to that which it had manufacture in 1941. 

On or about November 1, 1946 certain advertising agencies began the prepara- 
tion of advertising material for use in connection with an advertising campaign 
for this stove, and Henry Honer and Mr. Roderick A. Mays, of one of the adver- 
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tising agencies, had several discussions relative to the use of a suitable trade-mark 
for this range as “Town & Country.” 

On November 27, 1946 a wire was sent to Bacon & Thomas, Washington, D. C., 
requesting a search on “Town & Country,” and a reply was received on November 
29, 1946, indicating that ““Town & Country” was available as a trade-mark. 

Advertisements of this range as “Town & Country” by the plaintiff were first 
printed in December of 1946 and a quantity printed and sent to various customers 
of Western Stove Company, Inc., and a number of customers of plaintiff, all of 
Los Angeles, California, were orally advised in the latter part of December, 1946, 
and early part of January, 1947, by Mr. Barnes, Sales Manager of Western Stove 
Company, Inc., and by Mr. Henry Honer, President of Western Stove Company, 
Inc., that this company was bringing out a large stove under the name of “Town 
& Country.” 

On January 10, 1947, a communication was forwarded from Mr. Barnes to all 
salesmen of the Western Stove Company giving information, including price, of 
the “Town & Country” stove, and was followed up by letters of January 15, 1947, 
to all its seven hundred dealers giving information as to the “Town & Country” 
stove. 

On January 8, 1947, an employee of Western Stove Company, Inc., delivered 
to Process Arts Company, Culver City, California, a requisition sheet for two 
silk screens to be used for the purpose of placing the trade-marks “Western Holly” 
and “Town & Country” on the large stoves then in process of being manufactured 
by Western Stove Company, Inc. The “Town & Country” stove, as manufactured 
by Western Stove Company, was designed as model D-472-GLD; and, in Janu- 
ary of 1947, models were delivered to certain department stores in Los Angeles, 
Calif., but none of the stoves had any trade-mark thereon other than the trade- 
mark “Western- Holly.” 

In addition to the advertising in newspapers, the “Town & Country” range of 
Western Stove Company was made known to the public by means of radio adver- 
tising, in spot announcements. Commencing with January 19, 1947, and continuing 
on January 21 and January 23, 1947, spot anouncements were given over the radio, 
and, commencing on December, 1946, pamphlets were prepared giving the specifica- 
tions and features of the “Town & Country” range of Western Stove Company. 

The first stoves which had the trade-mark “Town & Country” thereon by the 
use of the silk screen obtained from Process Arts Company were delivered to May 
Company, Los Angeles, California, and to Barker Bros., Los Angeles, California, 
on January 30, 1947, and, subsequent to January 30, 1947, all of the large stoves 
manufactured by Western Stove Company have had the trade-mark “Town & 
Country,” thereon when delivered to customers; and the said stoves were first sold 
in interstate commerce in March, 1947, with the trade-mark “Town & Country” 
thereon. (Italics supplied.) 

Neither Western Stove Company nor any of its officers or those in authority or 
its attorneys had any knowledge of the adoption or contemplated use of the trade- 
mark, “Town & Country” by the defendant and/or intervener, prior to the receipt 
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of a telegram from George D. Roper Corporation on January 24, 1947, advising of 
the adoption of the trade-mark by Geo. D. Roper Corporation. 


Defendant's and or the Intervener’s Factual Chronology 


On October 7 to the 11, 1946, Roper exhibited at the 25th Annual Convention 
of the American Gas Association, at Atlantic City, New Jersey, a certain gas range 
which it featured as the “ultimate in automatic gas cookery,” and this range was 
commonly referred to by the trade individuals attending this Convention as “The 
Roper $1,000 beauty.” It was not until January, 1947, however, that the first of 
these ranges made under production manufacture was ready for delivery, although 
several pilot models were produced in December, 1946, and, for the purpose of 
factory and manufacturing identification, this range was designated model 9310; 
and 

Following the Atlantic City Convention, Roper promptly proceeded with plans 
for advertising and selling model 9310 range nationally, and sought a distinctive 
trade-mark for the same. At a meeting in November, 1946, at the Roper plant 
attended by Cy. Edwards, advertising manager for Roper, residing at Rockford, 
Ill., and by E. L. Jeanmaire, of the advertising agency of Hollingsworth & Collins, 
Rockford, Ill., the name of “Town & Country” was selected as a trade-mark. 

On December 27, 1946, Cy. Edwards, advertising manager of Roper, wrote to 
John F. McCanna, patent attorney for Roper, asking whether Roper would be 
allowed to use the name “Town & Country” as a trade-mark on its new range. 
Responding to said letter, said attorney made an investigation through the records 
of a well-known trade-mark bureau in Chicago, Illinois, and on January 9, 1947, 
verbally advised said Cy. Edwards that, in said attorney’s opinion, Roper could 
register the name, “Town & Country,” as a trade-mark for gas stoves and ranges 
in Class 34 in the United States Patent Office, under the Trade-Mark Act of 1905; 
and 

On or about December 16, 1946, one of Roper’s sales representatives made an 
interstate sale of a Roper model 9310 gas range, and photographs of the “Town 
& Country” label on said model were taken for the purpose of providing prints to 
be used as facsimiles in an application by Roper to register its said trade-mark in 
the United States Patent Office. The prints (Roper Exhibit N) were used as 
facsimiles in an application for registration of the trade-mark in the United States 
Patent Office, Washingtou, D. C., under the Trade-Mark Act of February 20, 
1905. (U.S.C. A. Title 15, Chapter 3.) The application was signed January 
27, 1947 on behalf of Roper by its vice-president, E. Carl Sorby; and the appli- 
cation and facsimiles were filed in the Patent Office on January 31, 1947, Serial 
No. 516,729, on advice of counsel, John F. McCanna. In due course, after exami- 
nation by officials of the Patent Office it was passed for publication and was pub- 
lished in the Official Gazette of November 11, 1947 at page 247 thereof. 

No notice of opposition having been filed against the registration of said trade- 
mark by Roper, the same was duly registered under the law to Geo. D. Roper 
Corporation, of Rockford, Illinois, a corporation of Illinois, and granted on March 
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9, 1948, No. 437,191, a certified copy of which registration is on file in this cause as 
Roper Exhibit A, attached to intervener’s counterclaim, by amendment. 

On January 23, 1947 and again on March 2, 1947, Roper, after receiving no- 
tice on January 20, 1947 of plaintiff's advertisements, exemplified by plaintiff's 
Exhibit 17, gave notice by telegram to Western Stove Company of Roper’s claimed 
trade-mark rights in the words “Town & Country” for gas ranges, and requested 
said Western Stove Company to discontinue the use of these words in the sale of 
gas ranges. 

Subsequent to receiving notice of plaintiff's designation of the trade-mark, 
“Town & Country,” in its advertising, defendant and/or the intervener caused 
labels to be made with the trade-mark thereon and attached same to a stove which 
was delivered to the Illinois Central Railway at Rockford, Ill., on January 24, 1947, 
for shipment to Tampa, Florida. This label was made January 23, 1947. It is 
shown by the Stipulated Statement of Facts that subsequent to January 24, 1947, 
defendant and the intervener sold numerous stoves and ranges with the trade- 
mark, “Town & Country,” thereon throughout the United States including Cali- 
fornia. 

It has been further stipulated between the respective parties hereto that the 
stoves of plaintiff and Roper bearing the trade-mark, “Town & Country,” thereon 
are directly competitive: the trade-mark is used upon the same class of goods, 1.¢., 
stoves and ranges; and the result of the use of said trade-mark by plaintiff and 


Roper would create confusion in the trade and amongst the purchasing public. 
From the foregoing summary of the Stipulated Statement of Facts, it is clear 
that plaintiff and intervener herein both conceived the phrase, “Town & Country,” 
for their larger gas ranges at approximately the same time, namely in November of 
1946, and apparently coincidentally and independently of the other; and, from the 


summary, the court adopts the following postulates as a predicate for the applica- 
tion of the germane principles of law, hereinafter to be discussed, as follows: 


(1) That the plaintiff herein was using, in its written advertisements, circulars to its 
salesmen, and announcements over the radio, the phrase, “Town & Country” with refer- 
ence to its larger stoves and ranges prior to the time when Roper used this phrase in 
advertising its similar product to the public; 

(2) That Roper knew that the plaintiff was contemplating the use of, or was using, 
this trade-mark name in its advertising prior to the time when it (Roper) filed its applica- 
tion for a federal trade-mark under the Act of 1905; and 

(3) That Roper was the first one to actually attach this trade-mark “Town & Coun- 
try” to its product, or a container thereof, either in intrastate, or in interstate, commerce ; 
and that such affixation was subsequent to the advertising of the same phrase, “Town & 
Country” by the plaintiff herein. 


It is the plaintiff’s contention that the intervener’s trade-mark registration un- 
der the Trade-Mark Act of 1905 conferred no new rights to the trade-mark claimed, 
or any greater rights than already existed at common law without registration, 
citing Macaulay v. Malt-Diastase Co., 4 F. 2d 944; General Baking Co. v. Gorman, 
3 F. 2d 891; Mcllhenny Co. v. Gaidry, 253 F. 613, 616; Pulitzer Pub. Co. v. Hous- 
ton Printing Co., 4 F. 2d 924, 926, affirmed 11 F. 2d 834; and, for that reason, the 
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plaintiff states it did not choose to file an application for federal registration of the 
trade-mark ““Town & Country,” under the 1905 Act. 

While the defendant and the intervener do not concede that they are in anywise 
prejudiced by their knowledge that the plaintiff was using the phrase, “Town & 
Country” in its circulars, advertising, letters to salesmen and radio broadcasting, 
prior to intervener’s application for a trade-mark registration, intervener concedes 
that its registered trade-mark under the Act of 1905 conferred no greater rights 
to the trade-mark than it would otherwise have had at common law, except for the 
presumption of ownership thereto. This is a correct statement of the law, and it 
will be so understood by the court ; and the plaintiff herein will not be prejudiced by 
reason of the fact that it did not obtain a trade-mark under the Act of 1905. 

Plaintiff contends that, because, commencing with the latter part of Novem- 
ber, 1946, and substantially continuously thereafter, it was active in bringing to 
the notice of its salesmen, dealers, and the public, the fact that its larger stoves 
and particularly model D-472-GLC were designated as “Town & Country,” all of 
which activities were done by plaintiff without any knowledge of defendant’s and/ 
or intervener’s selection or designation of the trade-mark, “Town & Country,” for 
use on Roper stoves and ranges (it was not until January 23, 1947 that plaintiff 
became aware of selection of this trade-mark by defendant and/or intervener) 
it, plaintiff, acquired the prior right to use this trade-mark. 

While there is an allegation in the pleadings of the plaintiff that the use of 
this trade-mark by defendant and/or intervener would constitute a fraud and de- 
ception upon the public, it would seem to the court that both sides originally had 
adopted the phrase “Town & Country” without the knowledge of the action of the 
other, and the court is satisfied that all parties hereto, while insisting upon their 
legal rights, were acting in good faith toward each other ; and, because of the time 
element, the doctrine of laches is not involved. 

The pivotal and paramount question for the court to decide, is: just what was 
essential for a person desiring to obtain a common law trade-mark, or a statutory 
trade-mark under the Act of 1905, to do—.e., was newspaper advertising, and 
radio broadcasting, and/or the dissemination of information by way of circulars 
of the trade-mark, sufficient to obtain a prior right to the use of the mark, or, on the 
other hand, was it necessary to go a step further and affix this trade-mark to the 
product itself, or at least to the containers in which it came.* 

Intervener’s registration, No. 437,191, is prima facie evidence of ownership 
(U.S. C. Title 15, Sec. 96) ; and where one claims ownership of a mark as against 
one who has registered the mark, the burden of proof is upon such claimant, in 
this case the plaintiff (Walter Baker & Co. v. Delapenha, 160 F. 747). In this 
case the authorities cited by the defendant and/or the intervener to sustain its or 


1. “The term ‘trade-mark’ includes any mark which is entitled to registration under the 
terms of this act, and whether registered or not, and a trade-mark shall be deemed to be ‘affixed’ 
to an article when it is placed in any manner in or upon either the article itself or the receptacle 
or package or upon the envelope or other thing in, by, or with which the goods are packed or 
enclosed or otherwise prepared for sale or distribution. (Italics supplied.) Trade-Mark Act of 
1905. Feb. 20, 1905, c. 592, Sec. 29; 33 Stat. 731; June 10, 1938, c. 332, Sec. 5, 52 Stat. 639. 
(Title 15 U. S. C. Sec. 108.) 
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their position would seem to be conclusive in answering this pivotal question, irre- 
spective of the burden of proof. The law prior to the Lanham Act of July 5, 1946 
(effective July 5, 1947) c. 540, Title I, Sec. 1, 60 Stat. 427, 15 U. S. C. Sec. 1051. 
Nims in his “Unfair Competition and Trade-Marks,” fourth edition, in defin- 
ing the acquisition of a trade-mark, and its method of application, states the law 
in Vol. 1, page 523, as follows: 
It must be used on the commodity it is designed to identify or on its container. It is 
not enough to select a mark, and having selected it, to advertise it. It must be used as a 


trade-mark upon something actually sold or offered for sale in the usual course of busi- 
ness, and it must be physically affixed thereto. 


In Colombia Mills Co. v. Alcorn, 150 U. S. 460, 463, 464 (decided in 1893), the 
court said: 
. the exclusive right to the use of the mark or device claimed as a trade-mark is 


founded on priority of appropriation; that is to say, the claimant of the trade-mark must 
have been the first to use or employ the same on like articles of production. 


In Amoskeag Mfg. Co. v. Trainer, 101 U. S. 51 (decided in 1880), the court 
said : 
Everyone is at liberty to affix to a product of his own manufacture any symbol or de- 
vice, not previously appropriated, which will distinguish it from articles of the same gen- 


eral nature manufactured or sold by others, and thus secure to himself the benefits of in- 
creased sale by reason of any peculiar excellence he may have given to it. 


In United Drug Co. v. Theodore Rectanus Co., 248 U. S. 90 (decided in 1918), 
the court said: 
Undoubtedly, the general rule is that, as between conflicting claimants to the right 


to use the same mark, priority of appropriation determines the question. (Citing au- 
thorities. ) 


In Carroll & Son Co. v. McIlvaine & Baldwin, 171 F. 125, 128 (C. C. N. Y. 
(decided in 1909), the court said: 
To him who first did bring the article into the market and did first affix a distinguish- 
ing name or symbol should be granted protection. . . . (Citing authorities.) 


In Guth Chocolate Co. v. Guth, 215 F. 750, 767 (D. C. Maryland) (decided in 
1914), affirmed 224 F. 932, the court said: 
A trade-mark must in some way be affixed or attached to the goods to be designated 


by it or to the packages in which they are sold. The exclusive right to it can be secured 
in no other way. (Citing authorities.) 


In Ritz Cycle Car Co. v. Driggs-Seabury Ordnance Corp., 237 F. 125, 128 
(D.C. N. Y.) (decided in 1916), the court said: 


It is undeniable that the general rule is that there must have been a user of an adopted 
trade-mark—in connection with the goods or article to which it is applied, as its mere 
adoption, even with an expenditure of money, in preparation for its use, confers no prop- 
erty right. 


In Waldes v. International Manufacturers Agency, 237 F. 502, 505 (D.°C. 
N. Y.) (decided in 1916), Judge Learned Hand said: 
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. it is the priority of user alone that controls, even though, when the defendant 
comes into the field, it may not be fully established, or may not even be enough established 
to have become associated largely in the public mind with the plaintiff's make. . 
Were it not so, it would be of extreme difficulty to show at just what point in time the 
mark became associated with the maker in enough of his customers’ minds to justify 
the inference that the defendant’s use might have become confusing. Therefore, once 
his use begins, the rest of the public must avoid his fanciful mark. 


and in Pecheur Lozenge Co. v. National Candy Co., 36 F. Supp. 730, 734 [31 
T. M. R. 56] (D.C. N. J.) (decided in 1940), a common law case, the court said, 
in holding that the plaintiff did not show a trade-mark use: 

. it is clear that the manner in which it used the word in its catalog and price 


lists from 1908 to 1936 was not a trade-mark use. . . . Jt was not physically applied or 
affixed to either the wafers or the containers in which they were sold. (Italics supplied.) 


Furthermore, the right to a trade-mark does not depend upon any particular 
period of use, but once it is adopted in good faith and used, the right thereto inures, 
and will prevail against any subsequent user. Walter Baker & Co. v. Delapenha, 
160 F. 746, 748 (C. C. N. J.); Wallace & Co. v. Repetti, Inc., 266 F. 307, 308 
(C. C. A. 2nd). 

Use in Advertising and the Like is Not Trade-Mark Use 

Nims, in discussing acquisition of a trade-mark states, Vol. 1, at page 636, the 
rule as follows: 

Use on a sign attached to a building or in a shop is not a trade-mark use (18). It is 
not enough to place a card bearing the name or words claimed as a trade-mark loosely 


on goods exhibited for sale (19). Nor is use on an invoice (20) or on price lists or ad- 

vertising (1) sufficient. 

(18) Covert v. Bernat, 156 Mo. App. 687, 138 SW 103 (1911) ; Diederich v. Schnider 
Wholesale, 195 F. 35 (CCA 8, 1912); (19) Oakes v. St. Louis Candy Co., 146 Mo. 
391, 48 SW 467 (1898); (20) Parsons Trading Co. v. Hoffman, 107 Misc. 536 (1919), 
177 NYS 713; aff'd 200 App. Div. 900 (1922). 192 NYS 942; (1) DeLong Hook & Eye 
v. Hump Hairpin Co., 297 Ill. 359, 130 NE 765 (1921); Bayuk Cigars v. Schwartz, 1 
F. Supp. 283, 286 [22 T. M. R. 400] (D. NJ 1932). 

In the case of Bayuk Cigars, Inc. v. Schwartz, 1 F. Supp., 283 [22 T. M. R. 
400] (D.C. N. J.), the plaintiff conducted a campaign of advertising using the word 
“Phillies,” and its jobbers and purchasers were accustomed to use the word, “ Phil- 
lies,” as designating its cigar, but the plaintiff did not use the word, “Phillies,” on 
its product until November 8, 1929, after which time the mark was stamped on 
the box with a rubber stamp, until January 1, 1930, and after that date the cigar 
boxes were labeled with the word, “Phillies.” This was subsequent to defendant’s 
use of October 18, 1929, at which time he commenced to market cigars labeled 
“Philadelphia Phillies.” The court, in holding that defendant established the right 
to the mark, “Phillies,” said at page 286 [22 T. M. R. 405]: 


The cases seem to be uniform in holding that the right arises out of the actual applica- 
tion of the mark to vendible goods. 


In the “Phillies” case, defendant’s use preceded plaintiff’s use by about twenty- 
one days, from October 18, 1929 to November 8, 1929. See also Gemex Co. v. 
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J.& K. Sales Co., Inc., 76 F. Supp. 150, affirmed 166 F. 2d 569 (C. C. A. Ist Cir.) 
rand DeLong Hook & Eye Co. v. Hump Hairpin Mfg. Co., 130 N. E. 765 (Sup. Ct. 
Ill. 1921). See also Consumers Co. v. Hydrox Chemical Co., 192 O. G. 744 (App. 
D. C. 1913). 

Furthermore, a single instance of use, coupled with continued use, is sufficient 
proof of ownership (Worden v. Canneliato, 285 F. 988, 990 (App. D. C. 1923) ; 
Ritz Cycle Car Co. v. Driggs-Seabury Ordnance Corp., 237 F. 125, 128 (D. C. 
N. Y.) ; California Spray-Chemical Corp. v. Ansbacher Siegle Corp., 55 U.S. P. Q. 
298, 300; J. C. Penney Co. v. B. Lowenstein & Bros., Inc., 67 U.S. P. Q. 231, 232. 

While it is true that the use of this phrase, “Town & Country,” by the de- 
fendant and/or the intervener occurred after intervener’s knowledge of the Barker 
Bros. newspaper advertisement of the plaintiff’s product, this, in the court’s opin- 
ion, is not material. The record shows that the defendant and/or the intervener 
were or was the first to affix this trade-mark, “Town & Country,” to certain of its 
ranges, and this is the controlling factor; and, after learning that the plaintiff had 
commenced using this trade-mark to its product, the intervener promptly notified 
the plaintiff, by telegram dated January 23, 1947, of its (the intervener’s) rights.” 

As the court understands the facts in this case, the plaintiff herein at the time 
in question was also manufacturing smaller and lower priced gas ranges or stoves 
to which the trade-mark, “Town & Country,” was not intended to apply, but how 
was the buying public to become aware of the stoves to which this trade-mark was 
intended to apply unless and until the trade-mark was attached to the stoves them- 
selves or to their containers? 

While the opinion of this court would remain the same even though all of the 
stoves and ranges manufactured by the plaintiff, advertised in the newspapers and 
broadcast over the radio, were intended to be known as “Town & Country,” instead 
of only the larger and more expensive models, bearing in mind that the purpose of 
a trade-mark is not only to protect the reputation of the manufacturer, but also to 
reasonably assure the public that it is buying the particular product of the manufac- 
turer it has in mind; although the name of the manufacturer may not be in doubt, 
it is not quite clear to the court how the public was to be given reasonable assurance 
that it was actually purchasing a “Town & Country” gas range from the plaintiff 
instead of another and less expensive model. In other words, would it not be 
taxing a little too severely the credulity of the buying public to expect it to believe 
that the stove or range it was buying was a “Town & Country” gas range solely 
because it had read a description thereof in the advertisements in the newspapers 
and had heard the announcements thereof over the radio, until this “Town & Coun- 
try” label actually was affixed to the stove itself, or at least to its container ? 

The intervener, on the other hand, while it likewise manufactured a smaller 
stove to which the trade-mark was not intended to apply, is only contending that 
it applied to those stoves or the containers thereof so actually marked. This line 
of reasoning makes common sense, and would appear to be part of the basic philos- 


2 Nims. Vol. 1, at page 627, states: “Even though the second adopter of the trade-mark 
did not invent it or discover it himself but learned of it from the original discoverer, if he first 
used it as a trade-mark he is its owner. 
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ophy upon which the preceding decisions are predicated. In the court’s opinion 
it is more in consonance with the decisions which hold that mere advertising of a 
product under a particular name is insufficient for trade-mark protection without 
actually affixing the trade-mark to the product itself, or at least to its container. 
The foregoing cases, of course, were decided prior to, or at the time the Trade 
Mark Act of 1905 was the law, and were not, and are not, controlled by the Lan- 
ham amendment of July 5, 1946 (effective July 5, 1947) about to be discussed. 


The Lanham Trade-Mark Act of July 5, 1946 (Effective July 5, 1947) 


The plaintiff takes the further position that the Act of July 5, 1946, c. 540, 
Title I, Sec. 1, 60 Stat. 427 (Sec. 1051 of Title 15, U. S. C.) is controlling in this 
case, but the defendant and the intervener contend that, because the application of 
Roper for a trade-mark, “Town & Country,” was pending on July 5, 1947, the Act 
of July 5, 1946 is not applicable. 

The plaintiff states its position, in haec verba, as follows: 


A trade-mark has been frequently defined. One of the most quoted definitions is that 
of Mr. Francis H. Upton in opening his treatise on the Law of Trade-Marks published in 
1860, and which is as follows: 

A trade-mark is a name, symbol, figure, letter, form or device adopted and used 
by a manufacturer or merchant in order to designate the goods that he manufactures 

or sells and distinguish them from those manufactured or sold by another to the end 


that they may be known in the market as his, and thus enable him to secure such 
profits as result from a reputation for superior skill, industry or enterprise. 


Mr. Harry D. Nims, currently recognized as the foremost authority on Unfair Com- 
petition and Trade-Marks, in his Treatise entitled “Unfair Competition and Trade- 
Marks,” page 514, Volume 1, states: 

In the mass of writing on this subject that has appeared since Mr. Upton wrote 


this paragraph, it would be difficult to find a clearer or more comprehensive state- 
ment of the concept of a trade-mark. 


This definition of Mr. Upton’s apparently is the definition used in the new Lanham 
Trade-Mark Act of July 5, 1946, and which went into effect on July 5, 1947. The term 
“trade-mark” is defined in said Act in Sec. 45 as follows: 

The term “trade-mark” includes any word, name, symbol, or device or any com- 


bination thereof adopted and used by a manufacturer or merchant to identify his 
goods and distinguish them from those manufactured or sold by others. 


The Lanham Act, i.e., the Trade-Mark Act of 1946, was adopted because the prior 
Trade-Mark Act of 1905 did not meet the requirements of modern commerce. It was 
recognized that the Trade-Mark Act of 1905 did not give sufficient protection to own- 
ers of trade-marks or allow the registration of marks which had become valuable because 
of their association with the goods, products and services of their owners. The Lanham 
Act, therefore, is a modern concept of trade-mark rights and endeavors by its terms 
to provide a uniform trade-mark law for the United States. 

By its terms the Lanham Act Provides, Sec. 45, that a trade-mark shall be deemed 
to be used in commerce and on goods when it is placed in any manner on the goods or 
their containers or the displays associated therewith and on services when it is used or dis- 
played in the sale or advertising of services. In addition the goods, of course, must be 
sold or transported in commerce and the services rendered in commerce, as defined by said 
Act. (Italics supplied.) (From plaintiff's opening brief, pp. 6-8.) 
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Intervener Roper Not Controlled By the Lanham Act in This Case 


The application of Intervener Roper for a trade-mark “Town & Country” for 
certain of its gas ranges, under the Act of 1905, was signed January 27, 1947, by 
its vice-president E. Carl Sorby, and said application, including said facsimiles, 
was filed in the United States Patent Office on January 31, 1947, Serial No. 516,729, 
and was issued on March 9, 1948. The plaintiff herein takes the position that, al- 
though the trade-mark registration secured by Intervener was issued under the 
Act of February 20, 1905, it was issued on March 9, 1948, subsequent to the effec- 
tive date of the new trade-mark Act commonly known as the Lanham Act, which 
went into effect on July 5, 1947 (Public Law 489, Seventy-ninth Congress, Chap- 
ter 540, Second section) (15 U.S. C., Sec. 1051), et seq., and, therefore, that under 
Sec. 46(a) of the Lanham Act, all previous trade-mark Acts, including the Act 
of 1905, were repealed and registrations thereunder, by the provisions of Sec. 46(b) 
are subject to the provisions of said Lanham Act. Plaintiff cites the California 
Fruit Growers Exchange v. Sunkist Baking Co., 166 F. 2d 971, 973 [38 T. M. R. 
188], as authority for its contention that the Lanham Act applies to this case. The 
court does not consider the case cited is applicable to the facts in the case before 
the court ; and is clearly of the opinion that the Lanham amendment does not apply 
in the case before the court.* 

The plaintiff herein did not file for a trade-mark registration under the Act of 
1905, and neither did it file for a trade-mark registration under the Lanham amend- 
ment, and is, therefore, subject to the law governing common law trade-marks here- 
tofore discussed ; but the intervener, on the other hand, did obtain registration for 
“Town & Country” under the Act of 1905, and elected not to come within the Lan- 
ham amendment of July 5, 1946 (effective July 5, 1947). The court concludes that 
the Lanham amendment does not control this case; and, under the foregoing au- 
thorities, elucidating the law pertaining to a common law trade-mark, and trade- 
marks under the Act of 1905, the court finds that the intervener has conclusively 
demonstrated, beyond any reasonable doubt and regardless of the presumption of 
the right to the use of the trade-mark by reason of registration under the Act of 
1905, its right to the use of the trade-mark, “Town & Country.” However, no 
damages for the alleged interim unfair competition will be allowed either side. 


Under the foregoing authorities, it is clear that a person does not acquire a 
prior right to a common law trade-mark, or a trade-mark under the Act of 1905, 


solely because he was the first one to advertise or circularize the trade-name: and 


3. Pending proceedings and existing registrations and rights under prior act. Section 46(a) 
of Act July 5, 1946, cited to text, provided in part that this chapter, except as otherwise specific- 
ally provided therein, shall not affect any suit, proceeding or appeal pending on the effective 
date of this chapter and that the repeal of all inconsistent Acts “shall not affect the validity of 
registrations granted or applied for under any of said Acts prior to the effective date of this 
Act (July 5, 1947), or rights or remedies thereunder except as provided in Sections 8, 12, 14, 
15, and 47 of this Act (Sections 1058, 1062, 1064, 1065) and note to this section of this title.” 

Sections 46(b) and 47 of Act July 5, 1946, cited to text, provided: “(b) Registrations now 
existing under the Act of March 3, 1881, or the Act of February 20, 1905 (Sections 81-109 of 
this title), shall continue in full force and effect for the unexpired terms thereof and may be 
renewed under the provisions of Section 9 of this Act (Section 1059 of this title). . . . (Italics 
supplied.) (See note to Title 15, Sec. 1051 U. S.C. A.) 
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neither was the intervener prejudiced in this case by reason of the fact that it 
knew of the plaintiff's use of this mark in its advertising or its contemplated use 
of the phrase, “Town & Country” at the time it (intervener) filed application for a 
federal trade-mark registration, but it was the actual affixation of the trade-mark 
to the product of the intervener, or of its containers, that was and is the governing 
factor. 

The Lanham Amendment Generally 


As stated by counsel for the plaintiff, the “Lanham Act . . . . was adopted 
because the prior Trade-Mark Act of 1905 did not meet the requirements of mod- 
ern commerce. It was recognized that the Trade-Mark Act of 1905 did not give 
sufficient protection to owners of trade-marks or allow the registration of marks 
which had become valuable because of their association with the goods, products 
and services of their owners.” (Italics supplied) .* 

Under the foregoing decisions construing the requirements for obtaining a 
common law trade-mark, as well as a trade-mark under the Act of 1905, it is clear 
that the trade-mark had to be affixed substantially either to the product, or the 
container thereof ;> whereas the Lanham amendment concededly gives broader pro- 
tection to a trade-mark applicant in that displays associated with the product would 
seem to be sufficient to give a prior right to a trade-mark, 1.e., the date of the trade- 
mark would relate back to the date of the displays. Under the common law and 
the Trade-Mark Act of 1905 this would not have been sufficient. The court is not 
deciding the definition of “displays” and whether they are broad enough to cover 
advertising and circulars, nor of “marks.” 

Under the Lanham Act of July 5, 1946 (c. 540, Title 1, Sec. 1, 60 Stat. 427) 
(Sec. 1051, et seg., of Title 15 U. S. C.) while the owner of a trade-mark used 
in commerce may register his trade-mark under this chapter by showing, among 
other things, the “date of applicant’s first use of the mark, the date of applicant’s 
first use of the mark in commerce, the goods in connection with which the mark is 
used, and the mode or manner in which the mark is used in connection with such 
goods” (italics supplied), under the Act of 1905, an applicant obtained no greater 
right than he already had under a common-law trade-mark, except for the pre- 
sumption of ownership thereto. (Walter Baker & Co. v. Delapenha, 160 F. 747.) 

The California state courts and statute follow the common law. It is stated in 
24 Cal. Jr., at page 623: 

At common law one’s right to a trade-mark accrues to him from its prior adoption and 
use for the purpose of designating the particular goods he manufactures and sells. 





4. The Lanham Act provides in Sec. 45 (Title 15, Sec. 1127 U. S. C.) regarding the meaning 
of “Use in commerce”: “For the purposes of this chapter a mark shall be deemed to be used 
in commerce (a) on goods when it is placed in any manner on the goods or their containers 
or the displays associated therewith or on the tags or labels affixed thereto and the goods are 
sold or transported in commerce.” (Italics supplied.) 

5. Sec. 108 of Title 15 U. S. C. (Feb. 20, 1905, c. 592, Sec. 29, 33 Stat. 731; June 10, 1938, 
c. 332, Sec. 5. 52 Stat. 639, provides: “. . . . The term ‘trade-mark’ includes any mark which 
is entitled to registration under the terms of this Act and whether registered or not, and a 
trade-mark shall be deemed to be ‘affixed’ to an article when it is placed in any manner in or 
upon either the article itself or the receptacle or package or upon the envelope or other thing in, 
by, or with which the goods are packed or enclosed or otherwise prepared for sale or distribu- 
tion.” (Italics supplied.) 
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In Sec. 3199 of the California Political Code, we read: 


Sec. 3199. Any person who has first adopted and used a trade-mark or name, whether 
within or beyond the limits of this state, is its original owner. 


(See also Derringer v. Plate, 29 Cal. 293; Evans v. Shockley, 58 Cal. App. 427; 
Cole of California, Inc. v. Grayson Shops, Inc., 72 C. A. 2d, 772.) 
and 


The Business and Professions Code of the State of California affirms the com- 
mon law by providing : 


Sec. 14270. Persons regarded as owners. Any person who has first adopted and 
used a trade-mark, whether within or beyond the limits of this State, is its original 
owner. 


Obviously the plaintiff herein would like to bring itself, as well as the defend- 
ant and/or the intervener, within the scope of the Lanham amendment, and have 
its use of the trade-mark “Town & Country” relate back to the time the phrase was 
utilized in its circulars and other methods of communication in December of 1946, 
and thus antedate its use by the defendant and/or the intervener on its product in 
interstate commerce on January 23, 1947. 

The court, however, is not dealing with a case where the plaintiff had registered 
its trade-mark, “Town & Country,” under the Lanham amendment without inter- 


ference, and was either prosecuting or defending infringement thereof and con- 
tending that the displays associated with its product antedate the affixation of the 


mark to the goods or their containers of the defendant and/or the intervener, and, 
therefore, carried the use of the mark back to that time; but we are dealing with a 
case where the plaintiff is bound by the authorities interpreting a common law trade- 
mark, or a trade-mark registered under the 1905 Act, and where the plaintiff did 
not even deem it advisable to obtain registration under the Act of 1905, and obtain 
the presumption of ownership, and was satisfied to depend upon its common law 
rights. The court is unable to see how the plaintiff herein can claim any benefit 
under the Lanham amendment in this case. 

The intervener herein is, in the court’s opinion, entitled to the exclusive right 
to use the trade-mark, “Town & Country,” or “Town and Country” on its stoves 
and gas ranges, both under the common law and the Act of 1905. 

The prayer of the defendant for a dismissal of the complaint will be granted, 
and the intervener will be given a perpetual and final injunction restraining the 
plaintiff from using the trade-mark, “Town & Country” or “Town and Country” 
on any of its stoves and gas ranges. 

Counsel for the intervener and the defendant will prepare Findings of Fact 
and Conclusions of Law and a form of judgment in accordance with the views 
expressed in this opinion, for the signature of the court, within ten days after notice 
of this ruling, and after submitting same to counsel for the plaintiff for approval 
as to form. 
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UNIQUE ART MANUFACTURING COMPANY, INC. v. T. COHN, INC. 
No. 9241—U. S. D. C. E. D. N. Y.—January 14, 1949 


UNFAIR COMPETITION—BASIS FOR RELIEF—GENERAL 
Test of unfair competition is likelihood of substitution or passing off. 
In cases involving copying of non-functional features, showing of secondary meaning is 
required. 
UNFAIR COMPETITION—EVIDENCE—LOoss OF SALES 
Plaintiff held to have failed to prove loss of sales was attributable to defendant’s acts. 
UNFAIR COMPETITION—SCOPE OF PROTECTION—PARTICULAR INSTANCES 
Where plaintiff alleged but failed to prove secondary meaning, fact that defendant de- 
liberately imitated decorative combination color scheme for toy, differing in size, shape, con- 
struction and price, held insufficient to justify injunctive relief because the law does not 
afford a remedy. 


Unfair competition suit by Unique Art Manufacturing Company, Inc. against 
T. Cohn, Inc. Complaint dismissed. 


Dean, Fairbank & Hirsch (Morris Hirsch and A. B. Colvin of counsel) of New 
York, N. Y., for plaintiff. 
Mock & Blum (Asher Blum of counsel) of New York, N. Y., for defendant. 


Byers, D. J.: 


The plaintiff seeks an injunction and accounting for profits, because of alleged 


unfair competition practiced by the defendant. 

They both manufacture and sell a toy imitation of a machine gun, but it is not 
asserted that the defendant’s product simulates that of the plaintiff as to size, 
shape or conformation. The conduct complained of is the substantial adoption 
of the plaintiff’s color scheme, which is an important characteristic of the article, 
since it serves to attract the eyes of children, and therefore of their parents who 
do the buying—apparently on the assumption that they think (if such is the proc- 
ess) that it is a good thing for young children to play with such toys. 

The testimony is that the bright hues of the primary colors red, blue and yel- 
low, with black for contrast, are the only ones available. Plaintiff urges that the 
over-all aspect of its choice of color combination is so distinctive, that protection 
thereof should be granted by way of injunction, although the defendant’s toy 
sells for roughly one-quarter of the retail price of the plaintiff's product. The 
figures are: $2.98 plaintiff’s toy ; $.69 defendant’s toy. 

The plaintiff’s device came upon the market about June 1, 1947, and the de- 
fendant is quite indefinite as to the first public sale of its own product ; however, 
since its president testified that he purchased one of the former, prior to adopt- 
ing a scheme of color and decoration of the latter, and compared the two and 
observed the resemblance between them, it is a fair inference that the defendant’s 
toy gun made its appearance shortly prior to the time tliat it came to plaintiff’s 
notice, which was early in June of 1948, or nearly a year later than the first sales 
made by the plaintiff. 

There can be no doubt that the defendant’s conduct was deliberate and inten- 
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tional and was indulged in because the imitation would promote the defendant’s 
business. Whether an actionable wrong was thereby perpetrated is the question 
which requires decision. 

The evidence is persuasive that the manufacture and distribution of toy ma- 
chine guns date back at least to 1942, when the plaintiff manufactured such a 
device for the Marx Company. It was sold under the name of and by the latter 
company, which means that the plaintiff was not identified with that particular 
article at that time, nor apparently until it turned out in June of 1947 the one 
which has been referred to and is in evidence as Exhibit 5. Without reciting 


in detail the scheme of color decoration thereof, it will suffice to say that it was 
new and original; that the predominant color characteristic is a light blue (tur- 
quoise?) with yellow, red and black elements so arranged as to present a color- 
ful object of its kind, looking like a child’s model of a machine gun, and possess 
ing a sparking device which, when operated, causes sparks to fly from the muzzle 


in simulation of the result of firing a genuine weapon. 

In that respect there is no effort to imitate in the defendant’s toy, which 
possesses merely a clicking element to indicate operation of a firearm. 

It is a fair inference that plaintiff put its device upon the market, for the rea- 
son that in 1947 the Marx Company toy was first manufactured and sold by that 
company itself. 

This means that the opportunity to establish a secondary meaning for the 
plaintiff’s color scheme was restricted to the period of about one year prior to the 
filing of this complaint on July 23, 1948. 

Perhaps that is one reason why there has been no attempt made to prove the 
existence of a secondary meaning attaching to the plaintiff's scheme of decora- 
tion, and although the complaint alleges that there was such, this decision will 
proceed upon the understanding that there has been no attempt made to dem- 
onstrate that averment. 

In considering whether the absence of such proof must influence the decision 
to be made, it is to be remembered that the plaintiff’s device, as such, has not 
been copied or simulated. Not only is the defendant’s toy smaller by at least 
one-third, but the mode of construction, physical conformation and mechanism 
are different, as the plaintiff's brief frankly concedes. This state of the proof 
cannot be ignored in considering the cases upon which plaintiff relies to dem- 
onstrate the proposition that the absence of secondary meaning tending to identify 
in the minds of the purchasing public this color scheme as indication of the origin 
of the plaintiff’s toy, is of no legal significance. 

Reliance is had upon: G. H. Mumm Champagne v. Eastern Wine Corp., 142 
F. 2d 499 [34 T. M. R. 196, 362]. 

Trade-mark infringement and unfair competition by the defendant having been 
found, the decision was affirmed, granting an injunction and damages. 

The question of unfair competition is thus defined [34 T. M. R. 198]: 


whether the use of the defendant’s label is unfair competition because it is 
likely to result in the substitution of the defendant’s champagne for “Mumm’s” cham- 
pagne, bearing the red stripe; . 
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The circumstances under which substitution might be practiced by an un- 
scrupulous purveyor are delineated in a passage in the opinion, of characteristic 
literary deftness ; even one untutored in the circumstances pictured would gather 
that it is the possible substitution of one complete product of the vineyard, for the 
other, which is deemed to constitute the appropriate occasions of unfair competi- 
tion. The Court cited My-T Fine Corp. v. Samuels, 69 F. 2d 76 [24 T. M. R. 141], 
and E. Kahn’s Sons Co. v. Columbus Packing Co., 82 F. 2d 897 [26 T. M. R. 303}, 
in support of the statement that, “as soon as it appears that the defendant has 
imitated a make-up, the court will ask no further proof that his purpose to trade 
upon the plaintiff’s reputation is likely to be successful.” 

The first of these cases dealt with a chocolate and sugar confection sold in 
small cardboard boxes of distinctive coloration and appearance; the second with 
containers of lard, the pails being decorated with colored stripings and designs 
and paper wrappings. 

In both cases the close resemblance to the trade dress of the originator, em- 
ployed by the offender, was such as to justify the court in ascribing to the latter 
a purpose of inducing possible purchasers to believe that in buying the offending 
products they were actually acquiring those of the complaining companies ; that be- 
ing found, proof of actual deception, 7.e., confusion, would not be required in 
order to justify the issuance of an injunction. 

If these cases are to be taken as establishing that, in causes of unfair competi- 
tion as distinguished from trade-mark infringement, only a likelihood of confu- 


sion as distinguished from actual confusion need be shown (see, however, dic- 
tum in Barbasol Co. v. Jacobs, 160 F. 2d 336, at 340 [37 T. M. R. 135]), it is 
still true that, in each, a substitution for the respective plaintiffs’ products by that 
of the appropriate defendant could be anticipated if an injunction were to be 


refused. 

That is not the showing here; it is not argued that a prospective purchaser of 
the plaintiff’s muzzle spark toy gun, selling for about $3.00, could be expected to 
purchase the smaller and structurally different product of the defendant, which 
sells for about 70 cents, merely because the latter bears a coloration which is 
deceptively similar to that of the former. It is argued, however, that such a pur- 
chaser would be induced to believe that the defendant’s toy is a “little brother” 
to that of the plaintiff, which is that kind of invasion of the plaintiff’s rights 
which gives it a claim for relief, since the plaintiff thus becomes a kind of putative 
parent of spurious offspring. 

It is thought that this contention will lack persuasiveness until the plaintiff's 
so-called lithography can be said to present more than its own grouping of colors 
on such a toy, and has come to fairly embody both a definite product, and its 
origin. For the present, the plaintiff's toy reveals a mere concept of design in 
color, the adoption and publication of which evokes no claim upon the law for 
protection. 

What was written in reversing a judgment for plaintiff in Durable Toy & Nov- 
elty Corporation v. J. Chein & Co., 133 F. 2d 853, at 855 [33 T. M. R. 186], is 
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thought to point the path to decision here, although the Court was dealing with 
trade-mark infringement. 

There it was said that the trade-mark “Uncle Sam” was to be distinguished 
from a coined expression, or a personal name; and which, because of its being a 
part of the national mythology, was something less than a truly proprietary sign ; 
therefore an injunction would not be appropriate to protect the plaintiff against 
buyers for retailers who might think plaintiff was “putting out so paltry a prod- 
uct.” 

The defendant’s toy is scarcely to be classified as paltry when compared with 
the plaintiff's, but its color scheme is fairly to be likened to so nebulous a trade- 
mark as “Uncle Sam.” 

The plaintiff has not offered any of its own advertising, nor does it seem to 
argue that its distribution has been built up in response thereto; Exhibit 9 is a 
sample of newspaper holiday advertising by a department store, in which the 
plaintiff's product is mentioned under its trade-name or mark of “Superfire” which 
appears on the box in which the toy is sold. The color scheme is not mentioned, 
but the phrase: “In six bright colors” appears. 

The description printed is: “Wind the motor, press the trigger and it rat-tats 
away with plenty of noise and spark.” 

In other words, there is no showing that the plaintiff's color scheme and de- 
sign have been publicized as characteristic of its product. 

The question of whether the plaintiff’s scheme of coloration is functional as the 
defendant urges—which seems to be pretty far fetched—or non-functional as the 
plaintiff asserts, seems not to require discussion or decision. 

The required showing in the copying of non-functional features (see Enter- 
prise Mfg. Co. v. Landers, Frary & Clark, 131 F. 240; Yale & Towne Mfg. Co. v. 
Alder, 154 F. 37; Rushmore v. Manhattan Screw & Stamping Works, 163 F. 939; 
Rushmore v. Badger Brass Mfg. Co., 198 F. 379; Margarete Steiff v. Bing, 206 
F. 900) as expounded in Crescent Tool Co. v. Kilborn & Bishop Co., 247 F. 299, 
is generally to the effect that what is now known as a secondary meaning is requisite. 
This is sound, for otherwise a plaintiff is not hurt. 

The plaintiff's color scheme is thought to be comparable to the design of silk 
goods in the piece, as to which the dismissal of plaintiff's bill was affirmed in 
Cheney Bros. v. Doris Silk Corporation, 35 F. 2d 279 [19 T. M. R. 225, 491], in 
an opinion which clearly recognizes the restrictions which forbid the courts to cor- 
rect by judicial process the kind of commercial filching that the defendant in that 
case practiced, and which strongly resembles what is shown on the part of this de- 
fendant. 

Lucien Lelong, Inc. v. Lander Co., 164 F. 2d 395 [38 T. M. R. 57], contains a 
helpful discussion of what must be demonstrated by a plaintiff in a cause for 
unfair competition based upon the imitation of a container, if he expects to succeed. 

On the subject of this plaintiff’s showing in respect of loss of business, it is 
true that the figures in evidence (S. M. P. 84) show a decline in its chain store 
orders in the first eight months of 1948 as compared with a similar period in 1947, 
but whether that fact is to be attributed to the appearance of the defendant’s toy 
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about June 1, 1948 (assuming that to be the approximate date, as I must under the 
testimony) has not been established. No chain store buyers were called, and their 
absence was explained as being due to their unwillingness to testify against any 
source of their supply. 

Be the reason what it may, the result is that there is no competent evidence 
that the plaintiff’s business has been adversely affected by the defendant’s con- 
duct in painting its toy guns in substantial imitation of the plaintiff’s product. 

The case has been considered in its strongest aspect against the defendant, 
i.e., with reference to Exhibit 1. That is the toy gun which most strongly resem- 
bles Exhibit 5, made by the plaintiff. 

The testimony is that, upon receiving the plaintiff’s notice of infringement, and 
before the complaint was filed, the defendant ceased using the exact pattern of 
coloration shown on that Exhibit, by eliminating entirely the yellow element 
thereof. The altered appearance, shown by Exhibit B, is less like that of plaintiff's 
product, but not sufficiently different to suggest more than an induce-acquiescence 
in the wisdom of following an expedient course. The subsequent changes in colora- 
tion are shown in Exhibits D and E, which were adopted after this litigation was 
under way, and during the hearing the plaintiff explicity refused to declare upon 
those Exhibits. 

For the reasons stated, it is concluded that the plaintiff’s showing is insufficient 
to justify issuing any injunction against the defendant; not because its copying 
of the plaintiff's scheme of coloration is commendable in any sense, but because, 
under all the circumstances shown, the law seems not to afford the plaintiff a 
remedy against it. This is true whether reliance is had upon the decisions of the 
New York State Courts, which have been consulted, or upon those of the Federal 
Courts. 

Complaint dismissed, without costs. Settle decree. 

Findings are filed herewith. 


MANISCHEWITZ FOOD PRODUCTS, INC. v. ROSENBERG 
No. 8730—U. S. D. C. E. D. Pa.—January 14, 1949 


TRADE-M ARKS—LICENSES—GENERAL 

Public policy of Pennsylvania held not opposed to licensing of trade-marks and trade- 
names, provided integrity of mark is maintained by insuring the continuity of its relation- 
ship with the business and good will with which it has been used. 

Where license agreement gave plaintiff sufficient power to maintain integrity of its 
mark, held that on motion to dismiss court will not assume that plaintiff failed to take 
reasonable precautions to exercise such powers. 

CourTS—PLEADING AND PracticE—Mortion To Dismiss 

Fact that complaint does not set forth all facts which would entitle plaintiff to relief 
held not grounds for sustaining motion to dismiss, except in a few classes of cases not relevant 
here. 


Suit for injunction by Manischewitz Food Products, Inc. against Louis Rosen- 
berg. Defendant’s motion to dismiss complaint denied. 
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Goff & Rubin, of Philadelphia, Pa., for plaintiff. 
Maurice Pollon, of Philadelphia, Pa., for defendant. 


GANEY, D. J.: 


This case arises upon a motion to dismiss the complaint in an action for in- 
junctive relief. Such relief is sought to prevent irreparable injury to plaintiff's 
good-will and name in connection with its business. Jurisdiction of this court is 
based on the existence of diversity of citizenship between the parties and the in- 
volvement of the statutory sum of Three Thousand Dollars ($3,000). 

The complaint, in substance, states as follows: Plaintiff, a New York corpora- 
tion, is engaged in the distribution and sale of various food products prepared in 
strict accordance with the Jewish dietary laws which are commonly referred to as 
kosher. It has acquired, among those people who believe in the Jewish Religion 
in this country, an excellent reputation, not only for its rigid observance of the 
Jewish dietary laws in the preparation of food products, but also for the high 
quality of those products sold and distributed under its label. On November 12, 
1946, it licensed Food Canners Corporation, under a royalty agreement, to can and 
sell kosher food products under its label, provided certain conditions? were met. 
At the time, Food Canners had its business establishment in Philadelphia, Pennsyl- 
vania. On or about May 19, 1948, an involuntary petition in bankruptcy was filed 
against Food Canners. Shortly prior to the filing of that petition, a warehouse 
company was in possession of and held a lien upon eleven hundred fifty (1150) 
cases of canned soups belonging to Food Canners. All the cans of soups were 
marked kosher and bore the plaintiff’s label. The eleven hundred fifty (1150) in- 
cluded five hundred twenty-five (525) cases of tomato soups which plaintiff had 
rejected when canned by Food Canners as not being kosher and not measuring up 
to the standard provided for under the royalty contract. The warehouse company 
sold the eleven hundred fifty (1150) cases to a third person who in turn sold them 
to defendant. At present the defendant intends to sell them at prices far less than 
those currently obtaining in the open market for similar products. 

Plaintiff, therefore, seeks to restrain him from selling the five hundred twenty- 
five (525) cases of tomato soup under its name and label, and the remaining cases 


1. Hunt v. New York Cotton Exchange, 205 U. S. 322, 27 S. Ct. 529, 51 L. Ed. 821; Better- 
man v. Louisville & Nashville Railroad, 207 U. S. 205, 225, 28 S. Ct. 91, 52 L. Ed. 171; Reed, 
Fears & Miller v. Miller, E.D. Pa., 2 F. 2 280, aff'd 3 Cir., 5 F. 2 1018; Great Atlantic & 
Pacific Tea Co. v. A. & P. Radio Stores, E. D. Pa. 20 F. Supp. 703 [27 T. M. R. 783]; Caron 
Corporation v. Wolf Drug Co., N. J., 40 F. Supp. 103. 

2. Among others, some of these conditions were: The license was restricted to the continent 
of North America for a limited period of time; plaintiff was to designate a Rabbi or Rabbis to 
supervise all the processes at Food Canners’ expense; the selling price was to be in accordance 
with all regulations in effect and in line with competitive prices; all food products were to be of 
the first quality and substantially like samples submitted to the plaintiff; at Food Canners’ ex- 
pense, plaintiff could designate inspectors to make reports on the preparation and ingredients 
used in preparing the food products; advertisement and labels for such products were to be 
approved by plaintiff; rights under the agreement were not assignable without plaintiff's con- 
sent; agreement to terminate immediately upon Food Canners’ bankruptcy or assignment of 
its assets for benefit of creditors; under certain terms, the agreement could be extended for a 
period of four years; and terms of this agreement were to be construed under the laws of the 
State of New York. On March 21, 1947, the agreement was extended for the four-year term. 
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at distress prices. The reason for defendant’s motion is that no violation of any 
right owed by him to the plaintiff has been pleaded in the complaint. 

The public policy of Pennsylvania is not opposed to the license of trade-marks 
and names. See Miller v. Billington, Com. Pl., 6 Dist. 335, modified 184 Pa. 583, 
39 A. 494, aff'd 194 Pa. 452, 45 A. 372; Winsor v. Clyde, Com. Pl. 9 Phila. 513, 
29 Leg. Int. 172. But we feel that such policy extends only to a license which 
“maintains the integrity of the name or mark by insuring the continuity of its rela- 
tionship with the business and good-will with which it has been used.”* The royalty 
agreement in the instant case gave the plaintiff sufficient power to maintain the in- 
tegrity of its label. Whether Food Canners use ot the label did in fact work a 
deception upon the consuming public, and plaintiff failed to take reasonable pre- 
cautions to exercise its powers under the license agreement is another question. 
Under a motion to dismiss the complaint we must assume the contrary. 

As for the use of the word kosher on the five hundred twenty-five (525) cases 
of tomato soup which weie not prepared in accordance with Jewish dietary laws, 
an Act* makes it an offense for misusing the word kosher in connection with the 
selling, or exposing for sale, of food products. If, which we must presume to be 
the case, the cans of tomato soup were not kosher, the above Act should be a suffi- 
cient deterrent to the defendant’s use of that designation on these cans of soup. 

From the meager facts appearing in the complaint, it seems that plaintiff might 
have a cause of action under the Act® relating to the sale or resale of products bear- 
ing the label or trade-mark of the producer and/or under the Unfair Sales Act.° 
Plaintiff may not, at the trial, be able to prove a case under either of the mentioned 
Acts, or the defendant might have a complete defense thereunder which does not 
appear in the complaint. But these are matters of proof which must await the trial. 

That the complaint does not set forth all the facts which would entitle the 
plaintiff to relief is not, except in a few classes of cases not revelant here, reason 
for sustaining a motion to dismiss. Hess, et al. v. Factors Corporation, E. D. Pa.. 
80 F. Supp. 727 ; 2 Moore, Federal Practice (2nd Ed.) Sec. 12.08. 

Motion denied. 


3. 1 Nims, Unfair Competition and Trade-Marks (4th Ed. 1947) Sec. 22, p. 124. Also 
see 1 Callman, Unfair Competition & Trade-Marks (1945) Sec. 78.2. 

4. Act of June 24, 1939, P. L. 872, Sec. 864, 18 P. S. Sec. 4864. 

5. Act of June 5, 1935, P. L. 266, Secs. 1-5, as amended, 73 P. S. Secs. 7-11. Also see 2 
Nims, supra note 2, Sec. 300. 

6. Act of August 11, 1941, P. L. 900, Secs. 1-7. 73 P. S. Secs. 211-21/. Also see 2 Call- 
man, supra, note 3, Sec. 78.2, and the same auther’s monograph on Unfair Competition, pp. 56-61 
(Pub. by General Practice Series 1946, Practicing Law Institute). 
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SWARTHMORE CLASSICS, INC. v. SWARTHMORE JUNIOR 
No. 39-598—U. S. D. C. S. D. N. Y —January 13, 1949 


TRADE-MARKS—SECONDARY MEANING—GEOGRAPHIC TERMS 

“Swarthmore” held a geographic term but used fancifully and arbitrarily and therefore 
its geographic connotation does not render it unprotectable. 

Having established trade-mark rights in “Swarthmore” by secondary meaning, de- 
fendants held entitled to prevent plaintiff from using confusingly similar mark in connection 
with related goods in the same markets. 

TRADE-MARKS—SECONDARY MEANING—LACK oF ExcLuUsSIVE USE 

Defendants’ lack of priority, as against third party, and lack of exclusive use held not 
to deprive defendants of right to protection of their interest in the mark “Swarthmore” 
as against plaintiff. 

TRADE-MARKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 

The word “Junior” held a trade term descriptive of women’s garments in specified size 
range. 

TrApE-Marks—Errect or 1920 Acr REGISTRATION—GENERAL 

Defendants’ 1920 Act registration covering “Swarthmore Junior” conferred no  sub- 
stantive rights and, apart from its utility as a source of federal jurisdiction and as deter- 
minative of applicable law, it is irrelevant. 

TRADE-M ARKS—CONFUSING SIMILARITY—GENERAL 

Evidence of specific instances of confusion held unnecessary since likelihood of confu- 
sion is the test of infringement. 

TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 

“Swarthmore Classics” held confusingly similar to “Swarthmore Junior,” used on similar 
goods. 

TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—SCOPE OF RELIEF—PARTICULAR IN- 
STANCES 

Defendants’ counterclaim sustained and plaintiff enjoined from using “Swarthmore 
Classics” or other colorable imitation of “Swarthmore Junior” in connection with the sale 
of blouses. 

Defendants’ request for accounting denied in absence of evidence that thus far plaintiff 
had benefited or defendants had been injured. 


Declaratory judgment suit by Swarthmore Classics, Inc., against Swarthmore 
Junior. Defendant counterclaims for injunction. Judgment for defendant dis- 
missing complaint and granting injunction against plaintiff. 


Garey & Garey and Joseph F. O’Neill, of New York, N. Y., and Richard B. Malis, 
of Philadelphia, Pa., for plaintiff. 
Charles Sonnenreich, of New York, N. Y., for defendant. 


RIFKIND, D. J.: 


Plaintiff seeks a declaratory judgment that its use of its trade-mark, “Swarth- 
more Classics,” as applied to women’s blouses, does not infringe defendants’ 
United States trade-mark registration No. 403,345, “Swarthmore Junior” and 
that the latter trade-mark registration is invalid and void, and an injunction re- 
straining defendants from claiming that their trade-mark is infringed by plain- 
tiff’s use of its trade-mark as applied to women’s blouses. Jurisdiction is founded 
on diversity of citizenship. 
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Defendants seek dismissal of the complaint, and counterclaim for an injunc- 
tion restraining plaintiff from using “Swarthmore” in connection with ladies 
apparel, particularly blouses, and for an accounting of all profits plaintiff has 
made from the manufacture and sale of blouses whereon the mark “Swarthmore 
Classics” was applied, or in connection wherewith the mark was used. 

The issues were tried to the court. The facts I find as follows: 

1. Plaintiff is a Pennsylvania corporation, selling, in interstate commerce, 
women’s blouses it manufactures in Philadelphia. It does not sell women’s 
dresses or suits. Plaintiff sells to middlemen and retailers, not to ultimate consum- 
ers. 

2. Defendants, citizens of New York, having their place of business in New 
York City, are co-partners selling, in interstate commerce, women’s suits and 
dresses they manufacture in New York. They do not sell blouses except as they 
might form integral parts of suits or dresses. Defendants sell to middlemen 
and retailers, not to ultimate consumers. 

3. The amount in controversy exceeds $3,000. 

4. Defendants are registrants of a trade-mark registered on September 14, 
1943, under the Act of March 19, 1920, in class 39, clothing, which trade-mark 
consists of the words “Swarthmore Junior” in script. Registration under the Act 
of 1905 was denied them. They employ the same phrase as a trade-name. 

5. Defendants and their predecessor have employed the phrase “Swarthmore 
Junior” since 1941 to designate their business and their products, which have been 
so labelled and advertised extensively. 

6. Plaintiff in good faith and without knowledge of defendants’ trade-mark or 
trade-name incorporated as “Swarthmore Classics, Inc.” in April, 1946. 

7. Promptly upon learning of plaintiff's existence in May, 1946, defendant 
notified plaintiff of their trade-mark and intention to institute proceedings to pre- 
vent plaintiff's use of “Swarthmore Classics” as a trade-mark or name in con- 
nection with women’s blouses. 

8. Plaintiff with equal promptness denied infringement, unfair competition, 
and defendants’ right to exclusive use. 

9. Thereafter, plaintiff obtained and used labels, letterheads, and box insignia 
consisting of a parallelogram with the word “Classics” in a contrasting color, 
followed by the word “Inc.,” the whole surmounted by the word “Swarthmore” 
and enclosed by a curling thread piercing the eye of a needle, which needle ran 
through the word “Swarthmore” and the parallelogram with the word “Classics” 
thereunder. 

10. In November, 1947, plaintiff opened an office in 1410 Broadway, New 
York City, a building adjoining defendants’ office at 1400 Broadway, New York 
City. 

11. At least once in July, 1946, once in May, 1947, and twice in January, 1948, 
mail intended for plaintiff was received by defendants because addressed to de- 
fendants or plaintiffs at defendants’ address. This misgiving did not reflect con- 
fusion of identity of plaintiff and defendants, but clerical error. 

12. It was not proved that anyone bought, at wholesale or retail, plaintiff's 
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wares under the misapprehension that they were made by the defendants, or 
defendants’ wares under the misapprehension that they were made by plaintiff. 

13. It was not proved that any one attributed both plaintiff’s wares and de 
fendants’ wares to a common source, identified or unidentified. 

14. The word “Swarthmore” is a geographic name of a community near 
Philadelphia, and also the name of a well-known coeducational college ther: 
situated. Neither plaintiff nor defendants use it in its geographic denotation 
Both use it for its “young college girl’? connotation. 

15. The word “Junior” is a trade term descriptive of a woman’s garment 
designed for short figures in a specified size range—9 to 15. It also means a 
third year college student. 

16. The word “Classics” has no special trade meaning. 

17. Plaintiff’s and defendants’ common use of the word “Swarthmore” in thei: 
trade-names, advertising, and labeling is unlikely to confuse professional buyers. 

18. There is no proof that plaintiff's product is in any way inferior or sub- 
standard, or priced to sell to a poorer or richer class of consumers than defend 
ants’ product. 

19. Both plaintiff and defendants sell in the same geographic areas. 

20. There is no proof that defendants are likely to sell blouses in the future. 

21. Plaintiff’s and defendants’ wares are bought by common retail purchasers 
and to some extent by common wholesale purchasers. 

22. Their wares are marketed through the same kind of retail channels and 
sometimes in the same stores. 

23. The functions of plaintiff's and defendants’ goods are closely related. 

24. The trade-marks are distinctive and not hackneyed. 

25. Plaintiff has used its trade-mark less than one year prior to the commence 
ment of this action, while defendants had used theirs over five years. 

26. | infer from the findings above that it is probable that a substantial number 
of consumers would attribute both plaintiff’s and defendants’ wares to a common 
source. 

27. Lit Brothers’ department store in Philadelphia has from time to time, from 
1935 to 1940, advertised and employed the word “Swarthmore” in connection 
with men’s, women’s and children’s apparel. It obtained Pennsylvania and New 
Jersey state registration of the mark “Swarthmore” in 1935. In December, 1945, 
and January, February and March, 1946 it advertised women’s dresses “by Swarth- 
more” in the Philadelphia press. 


The court has jurisdiction of the parties and the subject matter. Since the 


only federal trade-mark registration here involved is that of “Swarthmore Junior” 
under the Trade-Mark Act of 1920, which conferred no substantive rights upon 
the registrant, see Armstrong Co. v. Nu-Enamel Corp., 1938, 305 U. S. 315, 322, 
it is far from clear whether the Erie v. Tompkins doctrine requires that state and 
not federal law be applied to the complaint or counterclaim. See passim, National 
Fruit Product Co. v. Dwinnell-Wright Co., D. Mass., 1942, 47 F. Supp. 499 [32 
T. M. R. 114, 516], affirmed, C. C. A. 1, 1944, 140 F. 2d 618. However, counsel 
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have neither briefed nor argued the point. Both have relied almost exclusively 
upon federal precedents. Nor does cursory examination suggest any substantial 
divergence between applicable state and federal case law. Cf. Hanover Milling Co. 
v. Metcalf, 1916, 240 U. S. 403, 411, 425. 

Apart from its utility as a source of federal jurisdiction and as determinative 
of the applicable body of law, the defendants’ registration of its mark under the 
Act of 1920 is irrelevant ; Armstrong Co. v. Nu-Enamel Corp., supra. What re- 
mains is a case of common law trade-mark infringement, in which the issue is 
whether defendants can stop plaintiff’s use of the word “Swarthmore” as a trade- 
mark or trade-name in connection with blouses. 

Defendants’ trade-mark as registered and as actually affixed to their goods 
is “Swarthmore Junior,” written in script. While “Swarthmore” is a geographic 
name, “Swarthmore Junior” is neither used by defendants, nor understood by 
anyone, to mean that the goods are made in Swarthmore, but is used fancifully 
and arbitrarily. Its geographic denotation does not render it unprotectable, Hamil- 
ton Shoe Co. v. Wolf Brothers, 1916, 240 U. S. 251, even where it is denied regis- 
tration under the Act of 1905; Cf. Triangle Publications, Inc. v. Rohrlich, C. C. A. 
2, 1948, 167 F. 2d 969, 982 [38 T. M. R. 516] (dissenting opinion on petition for 
rehearing ). 

While defendants have not been the first, sole and exclusive users of a trade- 
mark or trade-name for dresses or women’s wear, of which mark the predominant 
feature is “Swarthmore,” the only prior user, Lit Bros., did not use its trade-mark 
“Swarthmore” in substantially the same market in which defendants use it. Lit 
sros.’ use was confined to retail department store trade in the Philadelphia area. 
Lit Bros. prior use, therefore, does not deprive defendants of the right to pro- 
tection of their interest in their mark as against the plaintiff. Cf. Hanover Milling 
Co. v. Metcalf, supra. 

Having a trade-mark established by consistent use and advertising, defendants 
are entitled to prevent plaintiff from using a confusingly similar mark or name 
in connection with the same or related goods in the same markets. I have found 
that while there is no proof that any member of the public has been misled into the 
belief that plaintiff's blouses originate at the same source as defendants’ dresses, 
it is probable that such a false belief will be generated. Evidence of specific in- 
stances of confusion is unnecessary ; LaTouraine Coffee Co. v. Lorraine Coffee Co., 
C. C. A. 2, 1946, 157 F. 2d 115 [36 T. M. R. 271]. The degree of probability of 
confusion prerequisite to trade-mark protection has not been precisely established, 
and it may well be in the nature of the case that this cannot be done. That where 
confusion of source is more probable than not, relief should be granted, is surely 
within the rule. The converse would deny relief in all but a few cases. The fre- 
quency with which judicial protection of trade-marks is given suggests that the 
standard is somewhat lower, and that it is not a condition precedent to the granting 
of relief that the trier of facts predict that over 50% of the consuming public will 
be confused. He need merely predict that a substantial number will be confused. 


I have so predicted. 
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There is no proof that the trade-mark was not entitled to registration under 
the Act of 1920. 


Plaintiff's complaint is dismissed. 


Plaintiff will be enjoined from using “Swarthmore Classics’’ or other colorable 
imitation of “Swarthmore Junior” in connection with the sale of blouses. It is 
true that this in effect gives defendants a monopoly of the word “Swarthmore,” 
limited, however, to particular goods. I find this no more shocking than if the 
word had been “Moreswarth.” What great public interest in the name of a place 
is adversely affected by this result has not been shown me. As for private interests, 
the plaintiff can surely find another name, and of course I express herein no opin- 
ion that a dress or blouse maker whose factory is in Swarthmore would not be 
privileged so to identify his wares. 

Defendants’ request for an accounting is denied, for there is no evidence that 
plaintiff’s use has thus far injured defendants or that plaintiff has benefited from 
the similarity of marks; Triangle Publications v. Rohrlich, C. C. A. 2, 1948, 167 
F. 2d 969 [38 T. M. R. 516]. 


Submit decree in accordance with opinion. 


THE ALBERT DICKINSON CO. v. MELLOS PEANUT CO. 
OF ILLINOIS, INC. 


No. 47C1618—U. S. D. C. N. D. Ill—January 7, 1949 


CourTS—PLEADING AND PRAcTICE—MOTIONS FOR SUMMARY JUDGMENT 
Motion for summary judgment under Rule 56 presents question whether evidence sub- 
mitted would justify submitting case to jury or whether moving party would be entitled to 
judgment as a matter of law because no genuine issue of material fact is raised. 
Court recognizes (a) reluctance to dispose of matter without trial on the merits and 
(b) purpose of Rule 56 to expedite disposition where no substantial controversy exists as 
to the facts. 
TrADE-MARK INFRINGEMENT—BASIS OF RELIEF—GENERAL 
Adjudication of trade-mark infringement should be made only when mark charged to 
infringe is so strikingly similar that on its face it is calculated to cause confusion. 
Test is whether the labels are likely to deceive purchasers, exercising ordinary care, as 
to source; and not whether they would deceive careless buyers who make no examination. 
TrADE-MARKS—MaArKsS Not CONFUSINGLY SIMILAR—PARTICUIAR INSTANCES 
“Block Buster” held not confusingly similar to “Bib Buster,” used on identical goods. 
TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—FRAUDULENT INTENT—GENERAL 
Fraudulent intent is presumed from infringement in actions for trade-mark infringement ; 
in cases of unfair competition plaintiff must prove such intent or show facts from which 
it may reasonably be inferred. 
Where unfair competition charge arises from sole fact supporting charge of trade-mark 
infringement held that the question of intention is resolved when the only fact upon which 
it is based has been found not to exist. 


Trade-mark infringement and unfair competition suit by The Albert Dickinson 
g I \ 


Company again Mellos Peanut Company of Illinois, Inc. Complaint dismissed. 
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Rogers, Woodson & Rogers, of Chicago, Ill., for plaintiff. 
Bernard M. Kaplan, Wilkinson, Huxley, Byron & Hume, and Conners, Eckert & 
Limperis, of Chicago, Ill., for defendant. 


LaBuy, D. J.: 


The complaint herein alleges plaintiff prepares and sells popcorn for human 
consumption, that on May 26, 1931, it registered in the United States Patent Office 
its trade-mark “Big Buster,” No. 283,322; that said trade-mark when adopted 
was new, fanciful and arbitrary and never before used by any other concern on 
any goods of substantially the same properties; that plaintiff’s sales have been 
extensive and large sums were spent in advertising the trade-marked product ; that 
the trade-mark “‘Big Buster” is distinctive of the plaintiff's goods and has become 
identified by the trade and public as plaintiff's product and plaintiff's product only. 
The complaint further alleges that defendant is engaged in the distribution and 
sale of popcorn which during the last few months have been distributed and sold 
under the name “Block Buster”; that such use was begun long after plaintiff’s 
mark “Big Buster” became well and favorably known to the public; that the name 
“Block Buster” is a colorable imitation and infringement of the plaintiff’s mark 
“Big Buster” and is likely to be passed off for plaintiff's “Big Buster” popcorn ; 
that plaintiff is informed that defendant adopted its name with full knowledge of 
the extensive use of plaintiff's mark and its acceptance by the public as being dis- 
tinctive of plaintiff’s product; that the adoption of the name “Block Buster’ was 
for the purpose of trading upon plaintiff's good will and reputation and defendant 
has refused to discontinue its use of the name; that the acts of defendant are likely 
to result in fraud and deception upon the public and defendant should be enjoined 
from using the name “Block Buster” or any other colorable imitation. 

Defendant’s answer denies that plaintiff's mark when adopted was new, fanci- 
ful and arbitrary, denies that it has become distinctive of plaintiff’s product, denies 
defendant’s mark is a colorable imitation of plaintiff's, denies defendant’s product 
is likely to be passed off as plaintiff’s product, denies it adopted its mark with full 
knowledge of plaintiff’s established good will and extensive use; denies it was 
adopted for the purpose of trading on plaintiff's reputation and good will, and 
denies that defendant's use is likely to result in fraud and deception to the public. 
The answer admits the other allegations of the complaint or declares defendant is 
without knowledge as to the truth thereof. As an affirmative defense it is alleged 
the trade-mark “Block Buster” was registered in the United States Patent Office 
on January 18, 1944. 

Defendant has filed a motion for summary judgment based upon Exhibit A, 
being an example of defendant’s product as sold in burlap bags bearing the mark 
“Block Buster” and its trade-mark registration; Exhibit B, being an example of 
the plaintiff's product as sold in burlap bags bearing the mark “Big Buster’; Ex- 
hibit C, being the deposition of Lloyd M. Brown, president of plaintiff, Albert 
Dickinson Company ; Exhibit D, being a report of a search in the United States 
Patent Office records of the trade-mark “Buster”; Exhibit E, being an example 
of plaintiff’s product bearing the mark “Little Buster.” Two other examples were 
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submitted, one by plaintiff as its Exhibit A, attached to its reply brief, showing a 
paper carton distributed by defendant bearing the mark “Block Buster,” and, at 
the court’s request, an example of a paper carton distributed by plaintiff bearing 


the mark “Big Buster.” 

Under Rule 56 of the Rules of Civil Procedure motion for summary judgment 
is confined to a consideration of facts which are not disputed or the dispute of 
which raises no genuine issue of material fact. Sartor v. Arkansas Natural Gas 
Corp., 321 U. S. 620. The question here presented is, therefore, whether from the 
evidence submitted on the issues if produced at trial would justify submitting the 
case to a jury or whether the moving party would be entitled to a judgment as a 
matter of law. 

Adjudication of trade-mark infringement should be made only when the mark 
charged to infringe is so strikingly similar that on its face it is calculated to result 
in confusion. Ryter Co. v. Ryan (C. C. A. 7, 1942), 126 F. 2d 952 [32 T. M. R. 
117], as modified in Barbasol Co. v. Jacobs (C. C. A. 7, 1947) 160 F. 2d 336 [37 
T. M. R. 135]. It is the generally accepted rule that a symbol is confusingly simi- 
lar to another trade-mark if an ordinary prospective purchaser, exercising due 
care in the circumstances is likely to regard it as coming from the same source as 
the trade-marked article. The test to be applied, therefore, is whether the labels 
are likely to deceive a purchaser exercising ordinary prudence and not whether it 
would deceive a careless buyer who makes no examination. Victor-American Fuel 
Co. v. Huerfano Agency Co. (D. C. Colo., 1926), 15 F. 2d 578 aff’d (C. C. A. 8, 
1927) 23 F. 2d 74. 

The alleged infringement complained of its the defendant’s use of the phrase 
“Block Buster” in the sale of raw popcorn in burlap bags and the sale of popped 
corn in paper cartons. There is no question but that the product of both parties are 
in competition with each other with the possible exception of defendant’s sale of 
popped corn in paper cartons. However, the fact of competition has been consider- 
ably broadened in trade-mark cases and the issue hinges principally on the possi- 
bility of confusion as to source. 

Defendant’s Exhibit A is a photostat of defendant’s product as sold in 100 Ibs. 
net weight burlap bags. It bears the name “Mellos’” in broad heavy type across 
the top, then follows a picture of a popping ear of corn, and ends in the same heavy 
type as “Mellos’” with the word Popcorn. The infringing words appear around 
the picture of the popping ear of corn, the word “Block” to the left in broken print 
and ragged alignment and the word “Buster” to the right in the same print and 
alignment. 

Defendant’s Exhibit B is a photostat of plaintiff's product as sold in 100 lbs. 
net weight burlap bags. It bears the mark “Big Buster” in large even print across 
the top, then follows smaller print with the word Brand, the words Large Yellow, 
the word Popcorn, and then follows a picture of a bandsman beating a drum, with 
plaintiff’s name appearing at the bottom of the sack. 

Plaintiff’s Exhibit A is the product of defendant as sold in paper cartons. This 
exhibit, and plaintiff emphasizes this feature, presents the mark “Block Buster” in 
semi-circle fashion at the top, the word popcorn in larger print beneath followed 
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by a popping ear of red corn on a blue field. This carton is dressed in narrow red 
and white stripes and the printed words are in blue. 

Plaintiff's paper carton of equal size presents the words “Big Buster” in semi- 
circle fashion at the top with the words Brand, South American following, then a 
picture of a bandsman beating a drum, and at the bottom of the carton the words 
Yellow Popcorn. The dress of the carton is upper one-half white and lower one- 
half blue with the words “Big Buster” in red, the words Brand, South American 
in blue, and the words Yellow Popcorn in white against the lower one-half blue 
field. The bandsman is attired in red and the drum is grey. 

The Patent Office search discloses that the trade-mark “Buster” is used by many 
concerns, but only the plaintiff and defendant use it to identify popcorn. 

The deposition of Lloyd M. Brown, president of plaintiff corporation, dis- 
closes the trade-mark “Big Buster’ applies to popcorn in its raw natural state; 
that its gross sales are in excess of four and one-half million dollars; that over 
$50,000 was used to advertise the “Big Buster” brand; that the name is also used 
on paper cartons that contain raw popcorn, and also paper cartons are sold bearing 
the “Little Buster” mark ; that by virtue of thirty-five years experience in contact- 
ing the trade he believed there was a likelihood of confusion or mistake in the minds 
of purchasers between the plaintiff’s trade-mark and defendant’s mark. This lat- 
ter statement was not based upon any actual knowledge of the existence of any 
confusion. 

Placing the products of each side by side and by visual comparison, having in 
mind the effect which would be produced in the mind of the ordinary purchaser 
exercising due care and caution, the court is of the opinion there is little, if any, 
likelihood such a purchaser would be misled or deceived into accepting the “Block 
Buster” product of defendant as and for the “Big Buster” product of the plaintiff. 

This court is cognizant of the inherent reluctance of judges to dispose of matters 
without a trial on the merits. As was so aptly stated by the Circuit Court of Ap- 
peals in Avrick v. Rockmont Envelope Co. (C. C. A. 10, 1946) 155 F. 2d 568 [36 
T. M. R. 199], in reversing (64 F. Supp. 765 [35 T. M. R. 350] ), the granting of 
summary judgment motion in a trade-mark and unfair competition case: 


An expeditious disposition of cases is a cardinal virtue of the administration of jus- 
tice, but it is not more important than one’s fundamental right to his full day in court. 
In cases of this kind where no single factor controls the equation, and the court is neces- 
sarily required to resolve the question of alleged intent in arriving at its judgment, we 
are of the opinion that justice can best be served by a trial of the question on its merits. 


This court is also conscious of the purpose of Rule 56 to expedite disposition 
where no substantial controversy exists as to the facts or where such controversy 
is based on facts which raise no material issue to warrant a submission of them 
for determination by a jury. 

In actions involving infringement of trade-marks, fraudulent intent to de- 


ceive is presumed from infringement, but in cases of unfair competition complain- 
ant must prove such intent or show facts from which it may reasonably be in- 
ferred, Mishawaka Rubber & Woolen Mfg. Co. v. S. S. Kresge Co. (1942), 316 
U.S. 203 [32 T. M. R. 42]. So, where the trade-mark alleged to be infringed is 
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held not infringed, as in the instant case, relief can be granted against unfair com- 
petition only where circumstances are made out as will show wrongful intent in 
fact or justify that inference from the inevitable consequence of the act com- 
plained of. Elgin National Watch Co. v. Illinois Watch Case Co. (1901) 179 
U. S. 665. 

The present complaint alleges unfair competition, including trade-mark in- 
fringement. The allegations of the complaint as to unfair competition is based 
only upon the test of likelihood of “confusion of goods” and no actual confusion 
or other acts of defendant are stated to support the charge. The unfair competition 
charge arises from the identical and sole fact supporting the charge of infringe- 
ment, that is, the adoption of an alleged colorable imitation of plaintiff’s trade- 
mark. Necessarily the question of intention in the charge of unfair competition is 
resolved when the only fact upon which it is based has been found not to exist. 

For the above and foregoing reasons the court grants defendant’s motion for 
summary judgment. Counsel should present an appropriate order within five (5) 
days from date hereof. 


TROPIC AIRE, INC. v. ADVANCE MANUFACTURING, INC. 
Commissioner of Patents—January 24, 1949 


TRADE-MArKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Air conditioning units for motor vehicles, used in trailers for keeping produce at even 
temperature, held identical, for purposes of trade-mark registration, with heaters and air 
conditioning units for passenger automobiles and buses, under 1905 Act. 
TRADE-M ARKS—CONFUSING SIMILARITY—GENERAL 
Marks must be considered in their entireties in determining question of confusing simi- 
larity ; and substantial portion of respective marks may not be ignored, whether descriptive 
or suggestive. 
TRADE- MARKS—MaArks Not CONFUSINGLY SIMILAR—PARTICULAR INSTANCES 
“Trail Aire,” the word “aire” being disclaimed, held not confusingly similar to “Tropic- 
Aire” or to “Tropic-Aire Conditioned,” the words “aire conditioned” being disclaimed, used 
on identical goods, under 1905 Act. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by Tropic-Aire, Inc. against Advance Manufacturing, 
Inc. Applicant appeals from decision sustaining notice of opposition. Reversed. 


Harold Olsen, of Chicago, Lll., for opposer. 
Whittemore, Hulbert & Belknap, of Detroit, Mich., for applicant. 


DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Interferences sustain- 


ing a notice of opposition to an application to register the notation “Trail Aire” 


as a trade-mark for “air conditioning units for motor vehicles,” under the Trade- 
Mark Act of 1905. The word “Aire” is disclaimed. 

The notice of opposition relies upon opposer’s ownership and prior use of the 
mark ‘“Tropic-Aire” as a trade-mark for heaters and air conditioning units for 
motor vehicles. In support of its claim of ownership of these marks, opposer has 
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proven ownership of two registrations under the Trade-Mark Act of 1905, cover- 
ing respectively, “Tropic-Aire,” registration No. 237,236, registered January 3, 
1928, and renewed, for “heaters for automotive vehicles heated by the vehicle 
engine-cooling fluid ;” and ‘Tropic-Aire. Conditioned,’ the words “Aire Condi- 
tioned” being disclaimed, registration No. 363,646, registered January 3, 1939, for 
“air heating, air cooling and ventilating units for motor vehicles.” 

Opposer has also established its extensive use of its trade-mark “Tropic-Aire” 
on heaters, and substantial use of its mark on air conditioning equipment for buses. 
[t is established by testimony that the marks are widely known and have attained 
substantial public recognition. There is no question as to opposer’s priority or 
ownership of the marks referred to as applied to the goods specified, the only ques- 
tions raised on this appeal being similarity of the marks and the goods. 

The testimony establishes that applicant’s air conditioning units are used in 
trailers, primarily for keeping produce at an even temperature, normally cooler 
than that of outside air, but on occasion requiring that a higher temperature be 
maintained. No outside air is circulated, the apparatus being utilized only for 
maintaining the temperature of the air within the trailer for the preservation of its 
load. Opposer’s heaters sold under the trade-mark “Tropic-Aire” are of the type 
used for heating passenger automobiles and buses, and other vehicles. Its air con- 
ditioning equipment sold under the mark “Tropic-Aire Conditioned” has been used 
only for passenger buses, and involves maintenance of temperatures suitable for 
the comfort of passengers, and necessarily requires circulation and treatment of 
fresh air, and not merely re-treatment of the air within the vehicle. While ap- 
plicant emphasizes these differences in construction and operation of the goods 
of the parties, the products of each are intended to effect the temperature of ve- 
hicles, and must, in my opinion, be considered not only goods of the same descrip- 
tive properties, but identical for purposes of trade-mark registration. Carrier Cor- 
poration v. Hudson Motor Car Company, 580 O. G. 513, 67 U.S. P. Q. 122; Fair- 
child Engine and Airplane Corporation v. Outboard, Marine & Manufacturing Co., 
601 O. G. 540, 74 U. S. P. Q. 216 (petition for reconsideration, 604 O. G. 603, 75 
U.S. P. Q. 146). 


With reference to the similarity of the marks applicant contends that 


se 


Aire” 
must be considered as descriptive as applied to the products of each of the parties, 
particularly in view of the disclaimer of “Aire Conditioned” in opposer’s second 
registration, and suggests that the comparison between them must be limited to 
consideration of “Trail” and to “Tropic.” While it is true that “Aire” is at least 
highly suggestive as used and applied to these products, it constitutes a substantial 
portion of the respective marks and may not be ignored. Considering the marks 
in their entireties, it appears to me that the dissimilarities are more evident than 
any possible similarity. Neither in sound nor appearance do they appear sufficiently 
close to give rise to any likelihood of confusion, and the significance of the terms, 
to the extent that the words have any meaning as applied to these products, appears 
entirely different. Franco-Italian Packing Corp. v. Van Camp Sea Food Co., Inc., 
31 C. C. P. A. 1029, 142 F. 2d 274; Younghusband v. The Kurlash Co., 25 C. C. 
P. A. 886, 94 F. 2d 230 [36 U. S. P. Q. 323] ; West Disinfecting Company v. Lan- 
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O-Sheen Company, 35 C. C. P. A. 706, 163 F. 2d 566 [37 T. M. R. 657]; Miles 
Laboratories, Inc. v. Foley & Company, 32 C. C. P. A. 714, 144 F. 2d 888 [34 
T. M. R. 335]. 

Certain other questions considered by the Examiner of Interferences do not 
appear to be pressed on this appeal, and to the extent that they may be open for 
consideration, it seems sufficient to state that I agree with the conclusions of the 
Examiner of Interferences with respect thereto. 

In view of the foregoing, I am unable to agree with the conclusion of the Ex- 
aminer of Interferences that the marks are so similar as to make it appear reason- 
ably likely that confusion in trade will arise from the concurrent use thereof upon 
products of the character here involved. 

The decision of the Examiner of Interferences is reversed. 


MIDDLEBROOKE LANCASTER, INC. v. LANCOME S. A. 
Commissioner of Patents—January 25, 1949 


OpposiTIONS—Proor oF Use—EFFrect oF REGISTRATIONS 
Opposer’s registrations under 1905 Act held to constitute prima facie proof of owner- 
ship and use of mark shown therein. 
TRADE- MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Nutrix” held confusingly similar to ‘“Nutrine,” used on similar goods, under 1905 Act 
TRADE-M ARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES , 
Perfumes and rouges held goods of the same descriptive properties as scalp and hair 
ointment, permanent wave oil, creams, hair bleach oil, transparent hair lacquer, neutral 
lathering shampoo, hydrogen peroxide, etc. 
TRADE-MARKS—CONFUSING SIMILARITY—CUMULATIVE DISSIMILARITIES 
So-called cumulative dissimilarities may be considered only where there are substantial 
differences between the marks and the goods. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by Middlebrooke Lancaster, Inc. against Lancome S. A. 
Applicant appeals from decision sustaining notice of opposition. Affirmed. 


Albert H. Kirchner, of Washington, D. C., for opposer. 
Mock & Blum, of New York, N. Y., for applicant. 


DanIELs, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences sustaining the opposition to the application of Lancome S. A. for the reg- 
istration of the word “Nutrix” as a trade-mark for “perfumes and rouges” un- 
der the Trade-Mark Act of 1905. The opposition is based upon opposer’s owner- 
ship and prior use of the trade-mark “Nutrine’” No. 317,275, registered Septem- 
ber 18, 1934, under the Trade-Mark Act of 1905 for “scalp and hair ointment”’ 
and registration No. 407,708, for the same word, registered June 20, 1944, under 
the Trade-Mark Act of 1905, for “permanent wave oil, cream, cleansing cream, 
hair bleach oil, and softener, wave oil, permanent wave liquid oil cream 
solution, preparation for scalp and hair treatment, transparent hair lacquer, 
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neutral lathering shampoo, hair cream, finger wave jelly, texture cream, cream 
lotion, gloso tint hair rinse, and hydrogen peroxide.” Opposer having proven own- 
ership of said registrations has established prima facie proof of its ownership 
of the trade-mark “Nutrine” and of use thereof prior to any date which is or 
can be claimed by applicant of this record. The only questions for consideration 
are those of similarity of the marks and of the goods. 

As to similarity of the marks, applicant contends that : 


“Nutrix” is a distorted contracted combination of the words “new” or “nu” and 
“tricks.” “Nutrine,” on the other hand, suggests “nutrition or nutritive.” 


Upon this record there is no apparent basis for ascribing any such meaning 
to these marks nor to assume that a purchaser would consider either as having 
such meaning. The two words appear very similar in sound and appearance, and 
to have no substantial difference in meaning, if either can be considered as hav- 
ing any meaning as applied to the goods of the parties. Applicant further contends 
that as applied to these goods, “the prefix ‘Nutri’”’ is descriptive, or that it is at 
least highly suggestive. While the courts have, on occasion, attributed little sig- 
nificance to prefixes, (see for example, Miles Laboratories, Inc. v. Foley & Com- 
pany, 32 C. C. P. A. 714, 144 F. 2d 888 [34 T. M. R. 335]), in such instances the 
descriptive or highly suggestive nature of such prefixes was very clear, and no case 
has been called to my attention in which the “prefix” consisted of the entire mark 
with the exception of one letter. 

Applicant concedes that the goods possess the same descriptive properties, 
but suggests that they possess specific differences. Under well-settled authority, 
they must be considered to possess the same decriptive properties and to be so 
similar that confusion in trade is likely from the use of the marks of the parties 
thereon. McKesson & Robbins, Incorporated v. First Texas Chemical Manufac- 
turing Co., 34 C. C. P. A. 877, 159 F. 2d 770 [37 T. M. R. 160]. Applicant is 
understood to rely upon the specific differences in goods only in connection with 
differences in the marks as indicating the existence of so-called “cumulative dis- 
similarities” in accordance with cases such as Puerto Rico Distilling Co. v. The 
Coca-Cola Co., 28 C. C. P. A. 1143, 120 F. 2d 370 [31 T. M. R. 330]. Such cumu- 
lative dissimilarities can be considered only where there are substantial differences 
between the marks and the goods. As already stated, the marks and the goods here 
involved are considered to be very similar. 

The decision of the Examiner of Trade-Mark Interferences is affirmed. 
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PLATE v. LENASON COMPANY 
Commissioner of Patents—January 28, 1949 


TRADE-M ARKS—GoOopS OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Cold wave permanent kit for home use comprising lotion, shampoo, curlers, curl tissues 
and cotton moistening pads held goods of the same descriptive properties as non-electrical 
hair curlers, hair bows and hair snaps, under 1905 Act. 
TrADE-MArkKs—Goops OF THE SAME DESCRIPTIVE PROPERTIES—GENERAL 
Difference in marketing outlets for goods of the same descriptive properties held imma 
terial. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Curlox” held confusingly similar to “Curly Lox,” used on similar goods, under 1905 
Act. 
OpposiITIONS—PLEADING AND PRACTICE—ESTOPPEL 
Fact that opposer’s counsel in securing registration of “Curly Lox” argued that opposer’s 
mark was not similar to a then existing registration covering “Curlox” held not to estop 
opposer from now contending that the marks are confusingly similar, where applicant de 
rived no rights from the prior registrant. 


Appeal from [Examiner of Interferences. 
Trade-mark opposition by Robert T. Plate against Lenason Company. Appli- 


cant appeals from decision sustaining notice of opposition. Affirmed. 


Whittemore, Hulbert & Belknap, of Detroit, Mich., for opposer. 
Woodling & Krost, of Cleveland, Ohio, for applicant. 


DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences sustaining the notice of opposition to an application to register the word 
“Curlox” as a trade-mark for “‘a cold wave permanent kit for home use comprising 
cold wave lotion, shampoo, curlers, curl tissues and cotton moistening pads,” under 
the Act of February 20, 1905. 

The notice of opposition alleges opposer’s ownership and prior use of the trade- 
mark ‘‘Curly Lox” and Curl Master” as trade-marks for products used in dressing 
women’s hair. In support of this claim, opposer has proven ownership of regis- 
tration No. 303,696, registered June 6, 1935, under the Act of 1905, which dis- 
closes the trade-mark “Curly Lox” for “‘nonelectrical hair curlers” ; and registration 
No. 412,177, for the same mark, registered February 20, 1945, for “hair bows 
and hair snaps.’’ Opposer also introduced evidence of ownership of a registration 
of the trade-mark “Curl Master” which the Examiner of Interferences did not 
find it necessary to consider. The Examiner of Interferences has found that the 
goods have identical descriptive properties and that the marks are confusingly 
similar within the meaning of confusion in trade clause of Section 5 of the Trade- 
Mark Act of 1905. 

The testimony and exhibits show clearly the nature of the products to which 
the parties apply their marks. Opposer’s nonelectrical hair curlers are small cylin- 
drical objects with cords running through the center thereof, on which the hair may 
be rolled and held to form ringlets, but do not impart any so-called permanent 
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wave to the hair. The hair snaps are small wire pins which may also be used to 
hold the hair in place, but not to impart a wave thereto. Applicant’s cold perma- 
nent wave kits comprise various lotions, tissues, cord curlers, and pads for the 


purpose of application of a permanent wave to the hair. That these products differ 


in form and appearance is obvious, but each of the products of the parties is in- 
tended for use in arranging the hair and is used by women in dressing their hair. 
The evidence indicates that they may be used successively in treating the hair. 
While applicant contends that they are sold through different retail outlets, the 
cold wave kits in drug and similar stores, and opposer’s curlers and snaps in notion 
or variety stores, the evidence does not indicate that this is always the case, and in 
some instances they are sold in the same store and by the same clerk. Such dif- 
ference in outlets would not, in any event, be material. Celanese Corporation of 
America Vv. E. I. du Pont de Nemours & Company, 33 C. C. P. A. 857, 154 F. 2d 
143 [36 T. M. R. 130, 133]; General Foods Corporation v. Casein Company of 
Imerica, Inc., 27 C. C. P. A. 797, 108 F. 2d 261 [30 T. M. R. 48] ; Andrew Nor- 
nan V. Mira Products, Inc., 595 O. G. 476, 72 U.S. P. Q. 142; Republic Steel Cor- 
poration v. Utility Trailer Manufacturing Co., 601 O. G. 531 74 U. S. P. Q. 72. 
The goods are sold to the same purchasers, for similar use, and may be sold through 
the same retail channels. They must be considered to possess the same descriptive 
properties. 

It is not considered necessary to elaborate upon the similarity of “Curly Lox” 
and “Curlox.” The examiner’s finding that they are confusingly similar within 
the meaning of the Act is considered obviously well founded. Applicant contends 
that there is a distinct difference in connotation between these words. While such 
differences is not apparent, it could not, in any event, overcome the similarity in 
sound and appearance. 

It is true as contended by applicant that in securing its registration No. 
303,696, opposer’s counsel persuaded the Examiner of Trade-Marks that there 
was no similarity between “Curly Lox” and “Curlox” as disclosed by a registra- 
tion for similar goods which was then of record in the Patent Office. Applicant 
contends that this is binding upon the opposer, and opposer cannot now contend 
that the marks are confusingly similar. Applicant does not claim ownership of 
the prior registration which was then of record, nor any rights from the concern 
that had then registered it and the action of the Examiner of Trade-Marks and 
of opposer’s counsel at that time cannot be considered to be binding. Muller Becker 
Company v. King of Clubs, Inc., 19 C. C. P. A. 1024, 56 F. 2d 883 [22 T. M. R. 
208], Crime Confessions, Inc. v. Fawcett Publications, Inc., 31 C. C. P. A. 760, 
139 F. 2d 499 [34 T. M. R. 42]. 


The decision of the Examiner of Trade-Mark Interferences is affirmed. 
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McKESSON & ROBBINS, INC. v. MORSE, pDoING BUSINESs As 
MORSE LABORATORIES 


Commissioner of Patents—February 8, 1949 


TrADE-MarKs—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Bone meal powder including vitamin B for treatment and prevention of dental caries 
held goods of the same descriptive properties as medical preparation derived from milk for 
treatment of calcium and phosphorus deficiency. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Ostocal” held confusingly similar to “Phos-Cal,” used on similar goods, under 1905 Act 
TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
Marks must be considered in their entireties in determining question of confusing simi 
larity; and similarity in last syllable could not be ignored even if this syllable were descrip 
tive. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by McKesson & Robbins, Inc. against Aaron Morse, 
doing business as Morse Laboratories. Applicant appeals from decision sustaining 
notice of opposition. Affirmed. 


Samuel Herrick, of Washington, D. C., for opposer. 
Robert G. Pierce, of Washington, D. C., for applicant. 


DANIELS, A. C.: 


Applicant appeals from the decision of the Examiner of Trade-Mark Interfer- 
ences sustaining the notice of opposition to an application to register the word 
‘‘Ostocal” as a trade-mark for “a bone meal powder including vitamin B for treat- 
ment and prevention of dental caries,” under the Trade-Mark Act of 1905. 

The notice of opposition is based upon opposer’s alleged prior use of the mark 
‘Phos-cal” as applied to a medical preparation, and opposer has properly proven 
ownership of registration thereof No. 326,577, as a trade-mark for “a medical 
preparation derived from milk for the treatment of calcium and phosphorous de- 
ficiency,” registered under the Trade-Mark Act of 1905, prior to any date upon 
which applicant relies. 

No question is raised as to priority of opposer’s use of its mark as applied to 
the goods set out in that registration, nor of opposer’s ownership thereof, the only 
questions for decision therefore being whether or not the goods possess the same 
descriptive properties, and whether or not the marks are confusingly similar within 
the meaning of the confusion in trade clause of Section 5 of the Trade-Mark Act 
of 1905. 

As to the descriptive properties of the goods, both are medicinal products ; both 
are intended for use in the treatment of vitamin deficiencies, even though they may 
be used for treating different types of such deficiency. Applicant relies upon cer- 
tain comments by the United States Court of Customs and Patent Appeals in 
Standard Laboratories, Inc. v. The Procter & Gamble Company, 35 C. C. P. A. 
1146, 167 F. 2d 1022 [38 T. M. R. 768], but that decision was based primarily on 
differences of the marks involved. Under the cases cited by the examiner (West 
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Disinfecting Co. v. Owen, 35 C. C. P. A. 843, 165 F. 2d 450 [38 T. M. R. 318] ; 
McKesson & Robbins, Inc. v. First Texas Chemical Manufacturing Co., 34 C. C. 
P. A. 877, 159 F. 2d 770 [37 T. M. R. 160] ; Vick Chemical Co. v. Central City 
Chemical Co., 22 C. C. P. A. 996, 75 F. 2d 517 [25 T. M. R. 179] ; Samuel Silber v. 
lV’yeth, Inc., 610 O. G. 779, 77 U. S. P. Q. 171), it must be considered that the 
products of the parties possess the same descriptive properties. As to the marks 
of the parties, the decision of the examiner that the points of resemblance, par- 
ticularly in sound, outweigh any differences between them is considered to be 
correct. 

Applicant contends that the common suffix “Cal” is an abbreviation for calcium 
and is frequently used in medicinal preparations and as such possess little distinctive 
significance. The publications referred to by applicant to support this contention 
were not properly made of record, but even if it were established that this syllable 
is used in a descriptive sense, the marks must be considered in their entireties and 
similarity in the last syllable could not be ignored. Considered in their entireties 
they appear sufficiently similar to give rise to reasonable likelihood of confusion 
from their concurrent use by the parties upon the goods here involved. 

The decision of the Examiner of Interferences is affirmed. 





WILLIAM R. WARNER & CO., INC. v. THE WM. S. MERRELL CO. 


Commissioner of Patents—February 8, 1949 


TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
In determining question of confusing similarity, the marks must be viewed in their 
entireties. 
Side by side comparison is not the test. 
TRADE- MARKS—MaArkKs CAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
The term “thera,” forming the common portion of the marks involved, held not to have 
any descriptive significance which would be generally recognized by the purchasing public. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Thera-Concemin” held confusingly similar to ‘“Theravita,” used on similar goods, under 
1905 Act. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by William R. Warner & Co., Inc. against The Wm. S. 
Merrell Company. Applicant appeals from decision sustaining notice of opposition. 
Affirmed. 


John M. Leach, of New York, N. Y., for opposer. 
Wood, Arey, Herron & Evans, of Cincinnati, Ohio, for applicant. 


DANIELS, A. C.: 


This is an opposition proceeding in which the only question presented is that 
of whether or not the marks of the respective parties are confusingly similar within 
the meaning of the confusion in trade clause of Section 5 of the Act of 1905. Ap- 
plicant seeks registration of the notation “Thera-Concemin” as a trade-mark for 
a “vitamin capsule for use in vitamin deficiencies,” under the Trade-Mark Act of 
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1905. The notice of opposition alleges opposer’s ownership and prior use of the 
trade-mark “Thera-Vita” and proof of ownership of a registration thereof, No. 
406,197, registered May 14, 1944, for a “vitamin composition,” as well as proof 
of actual use has been presented. No question as to the similarity of goods or 
opposer’s prior use of its mark thereon was presented, and the Examiner of Inter- 
ferences has sustained the opposition. Applicant appeals from this decision. 

The examiner has found that considered in their entireties, the marks of the 
parties are so similar that their concurrent use upon the identical goods would give 
rise to reasonable likelihood of confusion in trade. In reaching this conclusion he 
found that “thera,” the only common feature of the marks is an essential and visu- 
ally the most prominent feature of the applicant’s mark, and the feature upon which 
purchasers would be most apt to rely in identifying the goods of opposer as to 
source. While on side by side comparison any purchaser would clearly differentiate 
between these marks, the overall similarity in sound and appearance seems suffi- 
cient to support the conclusion of the examiner. Celanese Corporation of America 
v. E. I. du Pont de Nemours & Company, 33 C. C. P. A. 857, 154 F. 2d 143 [36 
T. M. R. 130, 133]; Lactona, Incorporated v. Lever Brothers Company, 32 C. C. 
P. A. 704, 144 F. 2d 891 [34 T. M. R. 331] ; Ex parte The Bay Petroleum Corpora- 
tion, 72 U.S. P. Q. 348; Lambert Pharmacal Co. v. Bolton Chemical Corporation, 
219 F. 325. 

Applicant contends, however, that the common portion of the marks, “thera,” 
is “of a generally common or descriptive character” stating that the goods of both 
parties are of the character widely known and recognized as “therapeutic vitamin 
preparations” and that the term “thera” is merely a contraction of “therapy” or 
“therapeutics.” That opposer’s products are therapeutic vitamins is indicated by 
opposer’s labels, but, whether considered alone or in connection with such statements 
on the labels, there is nothing in this record to indicate that any such meaning of 
“thera” would be generally recognized by the public. As found by the examiner, 
it is not a common word of speech, nor one which would appear to have any sig- 
nificance to purchasers other than to indicate the origin of the goods with which it 
is used. It is also pointed out by the examiner that “vita,” forming the balance of 
opposer’s mark has been held to have little distinctive significance (Miles Labora- 
tories, Inc. v. Foley & Company, 32 C. C. P. A. 714, 144 F. 2d 888 [34 T. M. R. 
335] ), and that if “thera” were to be considered descriptive as argued by applicant, 
this would constitute an attack upon the validity of opposer’s mark. When a mark 
or portion of a mark has been held to have little distinctive significance in view 
of its descriptiv enature, as for example “vita” in Miles Laboratories, Inc. v. Foley 
é Company, supra, or “sheen” in West Disinfecting Company v. Lan-O-Sheen 
Company, 35 C. C. P. A. 706, 163 F. 2d 566 [37 T. M. R. 657], the descriptive 
significance has been so apparent that it would appear obvious to ordinary pur- 
chasers. For the reasons given above, this is not considered to apply to the com- 
mon portion of the marks here involved. 

Nor does the fact that “thera” forms the initial portion of certain other drug 
products, as shown by the publications offered by applicant, affect this conclusion. 
The few listings of medicinal products beginning with these letters in the lists of 
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drug products submitted, which are considered in the same light that a dictionary 
definition might be, do not indicate that any descriptive connotation would be ap- 
parent or obvious and, of the other products, only one appears from the testimony 
to refer to vitamin products similar to those of the parties. 

While applicant has established that it has used the word “‘concemin” in con- 
nection with prefixes other than “thera” and suggests that this would tend to elimi- 
nate any likelihood of confusion, there is nothing to indicate that the public would 
be so familiar with this portion of applicant’s mark that they would necessarily 
remember it and thereby distinguish from opposer’s product. Manchester (Home 
é& Export) Limited v. The Printz Biederman Co., 35 C. C. P. A. 1245, 168 F. 2d 
758. As to this the same considerations apply as are above referred to with respect 
to side by side comparison. Applicant also suggests that the marks here involved are 
analogous to those involved in The Borden Company v. Vitamins & Pharmaceuti- 
cals, Inc., 616 O. G. 1137, 79 U. S. P. Q. 86. That case, however, involved not 
only the question of similarity of the marks, but of the goods, a situation which does 
not exist in the instant case. 

Considered in their entireties, the marks appear, as found by the examiner, so 
similar that there is reasonable likelihood that confusion will result from their con- 
current use upon identical products. 

The decision of the Examiner of Interferences is affirmed. 





PAINTER v. WILLIAM B. COGGIN, INC., etc. 


Commissioner of Patents—February 9, 1949 


ASSIGNMENTS—CONSTRUCTION—PARTICULAR INSTANCES 
Assignment by partnership, of which opposer was a member, held to have passed any 
rights that opposer may have had to applicant 
TRADE-MARKS—T ITLE—ASSIGNMENT 
Conveyance of business and good will of partnership held sufficient to carry with it any 
rights in trade-mark of the partnership and the good will appertaining thereto, whether or 
not trade-mark was expressly mentioned in the instrument. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Maurice E. Painter against William B. Coggin, Inc. 
(Coggin’s Jack’s Pony Co., assignee, substituted). Applicant appeals from de- 
cision sustaining notice of opposition. Reversed. 


Maurice E. Painter, of Whittier, Cal., opposer pro se. 
Tesch & Darbo, of Chicago, IIl., and Vernon D. Beehler, of Los Angeles, Cal., for 
applicant. 


Danie Ls, A. C.. 


This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences sustaining a notice of opposition to an application for registration of the 
notation “Jack’s Pony” as a trade-mark for “spring hobbyhorses” under the Trade- 
Mark Act of 1905. Opposer contends that he rather than applicant is the owner 
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of this mark as applied to the goods, which contention has been sustained by the 
Examiner of Interferences. 

Upon the record presented there can be no question but that opposer first 
originated this name as applied to the hobbyhorses, and that in 1936 he made 
certain hobbyhorses stated to embody an invention for which he was then prose- 
cuting an application for letters patent, and sold them with the mark affixed thereto. 
There is voluminous testimony as to the production and sale of such hobbyhorses 
from 1936 until 1940 when production was suspended due to the inability to obtain 
steel springs. It is not considered necessary to review this testimony in detail. 
During that period opposer’s patent application was refused in view of a prior 
patent which he then purchased. Following his initial production in 1936 he at- 
tempted to interest others in the production of the article and granted licenses undér 
that patent (or under his application) to a series of firms or corporations, each of 
which, in succession, manufactured and marketed the article under the mark in 
question. Opposer participated in each of these ventures, either receiving a royalty 
on the horses or having an interest in the business, and personally made a number 
of sales of the toys manufactured in such business. It is unnecessary to deter- 
mine whether such sales were for his own account or for the then current licensee. 
During the period of suspension of any production between 1940 and 1943, the 
opposer succeeded in developing a laminated wooden spring which it was believed 
might be used in place of the steel spring, and produced a very limited number 
of the toys, utilizing such wooden springs, a few of which were sold, but which 
were apparently intended and most of which were used for experimental purposes. 

In 1943 he succeeded in interesting a Mr. William B. Coggin in the production 
of these hobbyhorses, and on August 2, 1943, entered into a license agreement 
under his patent, by the terms of which William B. Coggin, Inc., a corporation 
in which Mr. Coggin was the principal party in interest and a predecessor of the 
present applicant, was authorized to manufacture and market the invention em- 
bodied in said patent. In the recital to such license agreement, it is stated that 
William B. Coggin, Inc., had become interested in the manufacture of the “article” 
covered by said patent, said article being known as “Jack’s Pony.” William B. 
Coggin, Inc., manufactured the hobbyhorses under the name “Jack’s Pony” until 
August 4, 1944, when the business of the corporation relating to the manufacture 
and sales of the hobbyhorses under the trade-mark “Jack’s Pony” was transferred 
to a copartnership, consisting of the opposer, William B. Coggin and one William 
C. Handley. (Steel springs were substituted for the laminated springs when they 
became available.) By the terms of the partnership agreement (Exhibit 29), the 


partnership was to have the exclusive right to the manufacture and sale of said de- 
vices under the patent which the opposer had purchased (and another which need 


not be considered), the article to be manufactured being referred to specifically as 
“Jack’s Pony.” That partnership continued the business until December 1, 1944, 
when it was dissolved by mutual agreement. A series of agreements entered into 
between the partnership, opposer and William B. Coggin, Inc., on December 1, 
1944 (Exhibits 30 to 36, inclusive), assigned all of the assets and good-will of the 
partnership to William B. Coggin, Inc. One of these documents (Exhibit 31) 
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was a license agreement between William B. Coggin, Inc., and opposer, which re- 
cited the assignment of partnership assets and rights under the patent and provided 
that William B. Coggin, Inc., was to manufacture, assemble, and sell the hobby- 
horses, and that opposer was to receive a sum equal to 334% percent of the net 
profits of the business of manufacturing and selling of said articles. The method 
of determining profits was defined. This agreement also provided: 


. 1f said party of the First Part (William B. Coggin, Inc.) fails to manufacture, 
assemble, or sell said article, then it convenants and agrees to assign all interests in the 
Fageol Patent No. 1,727,759, for Spring Vehicle to the Party of the Second Part within 
thirty (30) days of the time it ceases manufacturing, assembling and selling. 


This agreement by its terms was to terminate on September 10, 1946, the date 
of expiration of the patent involved. By the other agreements of December 1, 
1944, various matters relating to the partnership business, the activities of the 
parties, and opposer’s rights in the other patent above mentioned, which appar- 
ently has no direct relationship to this subject matter, were disposed of and it was 
provided that opposer was to be free to manufacture certain other articles, appar- 
ently certain exercisers not in the nature of toys, without interference from the cor- 
poration. 

On February 15, 1946, William B. Coggin, Inc., reassigned all rights in and to 
the patent under which it had previously been granted rights to manufacture the 
hobbyhorses involved to opposer, apparently in the belief that the article as manu- 
factured was not covered by such patent. That corporation continued thereafter 
to manufacture and sell the hobbyhorses under the trade-mark “Jack’s Pony.” 

Following that time opposer contends that he also manufactured and sold at 
least a limited number of such articles under the same name, marking them with 
decalcomanias which had originally been prepared for one of the licensees who had 
manufactured them prior to 1940. 

Opposer apparently regards the sale by the licensees prior to 1940 as having 
been made for his account or benefit insofar as trade-mark rights are concerned. 
From this it is argued that at the time of entering into the original license agree- 
ment with Coggin on August 2, 1943, he was the owner of the trade-mark. Whether 
or not the sales of the prior licensees inured to his benefit, and he was at that time 
the successor to any trade-mark rights resulting from the sales of the prior licensees, 
and any good-will which may have appertained thereto, or whether such rights were 
abandoned by the prior licensees, and he may or may not have acquired rights 
thereto by again adopting it and applying it to his laminated wooden spring hobby- 
horses need not be determined. Whether or not he may have been the owner of 
the mark at the time of entering into the various agreements with Mr. Coggin, Mr. 
Handley and the Coggin corporation, he not only consented to but participated 
in the operation by the Coggin corporation and the partnership in the use of the 
trade-mark as applied to the goods. During the existence of the partnership with 
Mr. Coggin and Mr. Handley, he was active in the firm and participated in and 
made at least a portion of the sales of hobbyhorses bearing the trade-mark, for that 
firm. Upon the dissolution of the partnership he signed the agreement reciting 
that all the business and good will had been transferred to the corporation, and 
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thereafter received a share of the profits of the corporation. This financial re- 
turn was specifically stated to be a compensation for the patent rights assigned. In 
none of the agreements beginning with the original license agreement to William 
B. Coggin, Inc., is there any mention of rights in the mark (Exhibits 27, 29, 30, 
31, 32, 33, 34, 35 and 36), although adequate provision for reassignment of the 
patent was made and was carried out in 1946 (Exhibit 39). The notice of opposi- 
tion alleges that : 


It was implicit in the agreement that upon reassigning the patent and terminating 
our relationship and the royalty paid to me, the corporation should discontinue using the 
trade-mark “Jack’s Pony” which I was permitting them to use so long as the agreement 
remained in force. 


There is no suggestion of this in the writings referred to which included much 
detail as to the rights and relationship of the parties with respect to the patent 
and other business relationships. Thus assuming that opposer may have had any 
rights in the trade-mark in 1943, he permitted the use of the mark by William B 
Coggin, Inc., until 1944, and thereafter by the partnership during 1944. Whatever 
rights the opposer or William B. Coggin, Inc., may have had in the business or the 
trade-mark or any good will appertaining thereto, clearly became the property of 
the partnership of which he was a member, and the partnership continued the use 
of the trade-mark and to sell goods to which it was affixed. That partnership and 
opposer then assigned all rights, specifically including good-will, to William B. 
Coggin, Inc., and consented to the continuation of its use. Any rights that opposer 


may have had clearly became the property of the partnership and passed to the cor- 
poration under these circumstances. As was stated in Macwilliam v. President 
Suspender Company, 46 App. D. C. 45, 1917 C. D. 179: 


Nothing seems to be better established in the law of trade-marks than that where the 
owner of a trade-mark grants the right to another, either by sale or license, to use the 
mark on the goods with which its use is connected and abandons its use himself, he cannot 
afterward either deprive his assignee of the right to its use or set up an adverse use. By 
use in connection with the business, the assignee acquires the title abandoned by the as- 
signor, and the title is of that exclusive character which is entitled to protection even 
against such assignor. 


The action of transferring the business and good-will of the partnership alone 
would have been sufficient to carry with it any rights in the trade-mark, and the 
good-will appertaining thereto had any such rights remained in opposer: 


It is likewise well settled that the conveyance of a business with its good will, either 
by sale or license, carries with it a trade-mark used in connection therewith, whether 
expressly mentioned in the instrument or not. Macwilliam v. President Suspender Com- 
pany, supra. 


The comments in that case as to the possibility of reversion of trade-mark 
rights in case of default cannot apply since so far as appears from this record no 
default occurred, nor do I understand opposer to claim any such default. E. F. 
Prichard Company, et al. v. Consumers Brewing Company, 136 F. 2d 512, 58 U. S. 
P. Q. 362. 

The cases cited by opposer have been considered but the facts set out therein 
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do not appear to parallel the facts in this case as closely as the facts appearing in 
Macwilliam v. President Suspender Company, supra. 

Therefore, the findings of the Examiner of Interferences that the opposer did 
not intend to abandon his rights in the mark and that the use of the trade-mark by 
the licensees was merely incidental to the license under the patent, and that William 
B. Coggin, Inc., cannot question opposer’s rights to the mark are considered to be 
negatived by the action of opposer in participating in the manufacture and sale of 
the articles bearing the mark by William B. Coggin, Inc., and by the partnership of 
which he was a member and in his participation in the reassignment of all the good 
will thereof to William B. Coggin, Inc. 

The decision of the Examiner of Trade-Mark Interferences is reversed. 





BURLINGTON MILLS CORP. v. AMALGAMATED TEXTILES 
LIMITED 


Commissioner of Patents—February 9, 1949 


CANCELLATIONS—PROOF OF OWNERSHIP—EFFECT OF REGISTRATION 
1905 Act registration, made of record herein by petitioner for cancelation, held prima 
facie evidence of its ownership of mark shown therein. 
CANCELLATIONS—PLEADING AND PRACTICE—MOTION FOR JUDGMENT 
Under Rule 24.4 of Rules of Practice in Trade-Mark Cases, question is whether or not 


any evidence has been presented. 
Sufficiency or insufficiency of prima facie evidence, to sustain burden of proof on part 
of petitioner for cancelation, must be determined at final hearing rather than on motion. 


Petition from Examiner of Interferences. 

Trade-mark cancelation proceeding by Burlington Mills Corp. against Amal- 
gamated Textiles Limited. Registrants petition for order to show cause why judg- 
ment should not be rendered against petitioner for cancelation denied. 


William Thomas Jones, of New York, N. Y., for petitioner for cancelation. 
Henry L. Shenier, of New York, N. Y., for registrant. 


DanlieLs, A. C.: 


This is a petition by registrant requesting that the Examiner of Trade-Mark 
Interferences be directed to consider on the merits a motion for judgment on the 
record and issue an order to show cause why judgment should not be rendered 
against the petitioner for cancelation, and judgment by default rendered. The 
motion for judgment on the record was filed on November 16, 1948, and set out at 
that the time of taking testimony by petitioner for cancelation expired September 
29, 1948, and that no testimony had been taken. 

It was contended that since petitioner for cancelation had taken no testimony, 
it had failed to show that it was damaged by the registration and judgment on the 
record was requested. This motion was denied by the Examiner of Interferences 
on January 4, 1948. A petition for reconsideration was then filed which specifically 
stated that the petition should be granted under Rule 24.4 of the Rules of Practice 
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in Trade-Mark Cases. Reconsideration was denied January 17, 1949, and this 
petition for supervisory action followed. In its petition and brief, registrant relies 
upon Rule 24.4 which it is stated should be followed in view of the fact that no 
testimony has been taken by the petitioner. Rule 24.4, however, provides for filing 
an affidavit and the issuance of an order to show cause when it is made to appear 

. that the time for taking testimony on behalf of any party in the position of 
plaintiff has expired and that no testimony has been taken by him and no other 
In this case, petitioner for cancelation has properly made 


”” 


evidence offered. . 
its prior registration of record which constitutes prima facie evidence of its owner- 
ship thereof. Ely & Walker Dry Goods Co. v. Sears, Roebuck & Co., 24 C. C. 
P. A. 1244, 90 F. 2d 257 [27 T. M. R. 462]; Rosengart v. Ostrex Co., 30 C. C. 
P. A. 1046, 136 F. 2d 249 [33 T. M. R. 284]. There is therefore evidence offered 
by the party in the position of plaintiff. 

While petitioner contends that such prima facie showing is insufficient, and that 
the differences between the marks will preclude any showing of damage on the part 
of the petitioner for cancelation, the question under Rule 24.4 is not whether the 
evidence is sufficient, but whether or not any evidence has been presented. The 
sufficiency or insufficiency of the prima facie showing is the matter which must be 
decided in this case, and to decide upon this petition whether or not the prima facie 
evidence is sufficient to sustain the burden of proof on the part of petitioner for 
cancelation would mean a decision of the matter which is to be presented at the final 
hearing. Orderly procedure dictates that it should be presented on brief in the 
usual manner, and it is believed that petitioner for cancelation is entitled to have it 


so presented. It may also be noted that no substantial delay will be involved in 


presentation in that manner. 
The petition is denied. 


LEHN & FINK PRODUCTS CORPORATION v. THE PYNOL COMPANY 
Commissioner of Patents—February 9, 1949 


OpposITIONS—PROOF OF OWNERSHIP AND USE—EFFECT OF REGISTRATION 
Opposer’s 1905 Act registration held prima facie proof of ownership and use of the mark 
shown therein. 
OPpposITIONS—DEFENSES—ABANDONMENT 
Testimony offered by applicant held not to prove abandonment. 
In absence of counterclaim for cancellation of opposer’s registration, evidence offered to 
show abandonment held not pertinent. 
TrADE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Soap held goods of the same descriptive properties as cleaning compound. 
TRADE-MARKS—CONFUSING SIMILARITY—GENFRAL 
Side by side comparison is not the test; in determining question of confusing similarity, 
marks must be viewed in their entireties. 
Similarity in sound alone is likely to cause confusion in trade. 
Combination of sound and appearance is also considered. 
Conclusion as to confusing similarity is not affected by differences in labels. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Pynol” held confusingly similar to “Lysol,” used on similar goods, under 1905 Act. 
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Appeal from Examiner of Interferences. 

Trade-mark opposition by Lehn & Fink Products Corporation against The 
Pynol Company. Applicant appeals from decision sustaining notice of opposition. 
Affirmed. 


Klein, Alexander & Pohl, of New York, N. Y., for opposer. 
A. Yates Dowell, of Washington, D. C., for applicant. 


DANIELS, A. C.: 


Applicant appeals from the decision of the Examiner of Interferences sustain- 
ing the notice of opposition to its application for registration of the word “Pynol,” 
accompanied by certain pictorial matter, as a trade-mark for “‘soap” under the 
Trade-Mark Act of 1905. In support of its claim of damage, opposer relies upon 
its ownership of registration of the trade-mark “Lysol,” as applied to soap, shav- 
ing cream, cleaning preparations, and similar products, registration No. 225,545, 
registered under the Act of 1905, March 22, 1927, and renewed. That registration, 
properly made of record, is prima facie proof of opposer’s ownership of the mark 
and presumes use thereof. Ely & Walker Dry Goods Co. v. Sears, Roebuck & Co., 
24 C. C. P. A. 1244, 90 F. 2d 257 [27 T. M. R. 462]; Rosengart v. Ostrex Co., 
30 C. C. P. A. 1046, 136 F. 2d 249 [33 T. M. R. 284]. 

Applicant attacks this presumptive evidence on the ground that the testimony 
of certain of its witnesses indicated that the mark was no longer used for soap 
and shaving cream, and on the further ground that certain statements in the appli- 
cation indicate that opposer claims the mark for “every substance on earth,” and 
that the registration is therefore improper and should not be considered. 

The first of these contentions is based upon statements of certain druggists 
who testified for applicant that they no longer sell, and have not been offered 
“Lysol” soap or shaving cream. Each of these witnesses were druggists in a single 
city. This falls short of proving that the products may not be on sale elsewhere, 
and in any event such proof would not be pertinent in the absence of proper action 
for cancelation of opposer’s registration. Lactona, Inc. v. Lever Brothers Co., 32 
C.C. P. A. 704, 144 F. 2d 891 [34 T. M. R. 331]. The second ground for ques- 
tioning the effect of prima facie showing of opposer’s registration refers to a state- 
ment in the description of goods appearing therein which, following the list of soap 
and cleaning preparations includes the statement “useful in . . . . cleaning of 
fabrics, metal, woodwork, floors, furniture, kitchen ware, chinaware, and all other 
substances, . . . .” This clearly refers to uses of the products listed rather than 
being, as suggested by applicant, a claim of registration of the mark “for all sub- 
stances on earth.” Certain of the goods stated in the opposer’s registration and 
in the application are identical, and opposer’s cleaning compound and applicant’s 
soap clearly possess the same descriptive properties. West Disinfecting Co. v. 

wen, 35 C. C. P. A. 843, 165 F. 2d 450 [38 T. M. R. 318] ; McKesson & Robbins, 
Inc. v. First Texas Chemical Manufacturing Co., 34 C. C. P. A. 877, 159 F. 2d 770 
[37 T. M. R. 160] ; Lehn & Fink Products Corp. v. Barrett Products Co., Inc., 519 
O. G. 1055, 47 U. S. P. Q. 82. 
Applicant’s principal contention appears to be that the marks are not confusingly 
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similar within the meaning of Section 5 of the Trade-Mark Act of 1905. That 
there are certain differences between the marks is obvious, if they were to be com- 
pared side by side, which is, however, not the test. Lactona, Inc. v. Lever Brothers 
Co., supra; Celanese Corporations of American v. E. 1. du Pont de Nemours & Co., 
33 C.C. P. A. 857, 154 F. 2d 143 [36 T. M. R. 130, 133]. While it is suggested that 
applicant’s mark may have some reference to a pine oil content, and that this is 
emphasized by the pictorial matter accompanying the word, this does not appear to 
be obvious. Both marks being regarded as arbitrary, I agree with the conclusion 
of the Examiner of Interferences that when viewed in their entireties, they are 
not wholly different in appearance and are quite similar in sound and that “similar- 
ity in this latter respect alone is such that their concurrent use would be likely to 
result in confusion in trade.” The differences in appearance of the labels cannot 
affect this conclusion. 
The decision of the Examiner of Interferences is affirmed. 


PUROLATOR PRODUCTS, INC. v. FILCOOLATOR MANUFACTURING 
COMPANY 


Commissioner of Patents—February 17, 1949 


TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
Side by side comparison or careful analysis held not the test in determining confusing 
similarity of marks. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Filcoolator” held confusingly similar to “Purolator,” used on similar goods, under 1905 
Act. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Purolator Products, Inc. against Filcoolator Manu- 
facturing Company. Applicant appeals from decision sustaining notice of opposi- 
tion. Affirmed. 


Kenyon & Kenyon, of New York, N. Y., for opposer. 
Robert W. Fulwider, of Los Angeles, Cal., for applicant. 


DANIELS, A. C.: 


The only question presented in this opposition proceeding is that of whether 
or not respective marks of the parties are confusingly similar, this question be- 
ing presented under both the confusion in trade and corporate name clauses of Sec- 
tion 5 of the Trade-Mark Act of 1905. 

Applicant seeks registration of the notation “Filcoolator” as a trade-mark for 
“combination oil filter and heat exchanger for internal combustion engines,” under 
the Trade-Mark Act of 1905. 

The opposition is based upon opposer’s ownership and prior use of the trade- 
mark “Purolator” as a trade-mark for oil filters for automobiles, and registrations 
of that mark under the Trade-Mark Act of 1905 for oil filters owned by opposer 
and registered prior to any date claimed by applicant have been made of record by 
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opposer. The answer to the notice of opposition admits opposer’s ownership and 
use, and that opposer’s trade-mark has been widely used and advertised and be- 
come known as the trade-mark, and trade-name of opposer. The Examiner of 
Interferences has sustained the notice of opposition, and applicant appeals. 

Both parties in their briefs impute certain meaning or connotations to their 
respective marks in support of their respective contentions that the marks are, 
or are not, confusingly similar. Applicant further contends that the suffix ‘‘olator” 
would have no great distinctive significance. It does not seem apparent from the 
record here presented that any such analysis of the meaning of the respective marks 
would be natural on the part of the purchasers, unless they were thoroughly famil- 
iar with, and had carefully considered the marks of the parties. While such differ- 
ences in meaning, as well as the difference in sound and appearance, of the first 
portion of each mark ‘would preclude likelihood of confusion in the event of side 
by side comparison, or careful analysis on the part of purchasers, this is not the 
test, and any claimed difference in meaning does not appear sufficient to preclude 
likelihood of confusion if there is similarity in sound or appearance. Celanese 
Corporation of America v. E. I. du Pont de Nemours & Company, 33 C. C. P. A. 
857, 154 F. 2d 143 [36 T. M. R. 130, 133]; Lactona, Incorporated v. Lever Broth- 
ers Company, 32 C. C. P. A. 704, 144 F. 2d 891 [34 T. M. R. 331]; Ex parte The 
Bay Petroleum Corporation, 72 U.S. P. Q. 348. 

Both parties have also cited numerous cases which have been considered, but 
need not be analyzed. In comparing the marks in their entireties, I agree with the 
Examiner of Interferences that the differences between the marks are not suffi- 
cient to distinguish them, or to enable their concurrent use in trade upon the goods 
stated without likelihood of confusion. McKesson & Robbins, Inc. v. American 
Foundation for Dental Science, 32 C. C. P. A. 1235, 150 F. 2d 420 [35 T. M. R. 
262]; Van Pelt & Brown, Inc. v. John Wyeth & Brother, Inc., 34 C. C. P. A. 
1033, 161 F. 2d 244; West Disinfecting Company v. Owen, 35 C. C. P. A. 843, 
165 F. 2d 450 [38 T. M. R. 318]; Parfum L’Orle, Inc. v. McKesson & Robbins, 
Inc., 33 C. C. P. A. 806, 152 F. 2d 1022. 


The decision of the Examiner of Trade-Mark Interferences is affirmed. 





MUNSINGWEAR, INC. v. LEVENSON 


Commissioner of Patents—February 18, 1949 


TRADE-MArRKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Various sleeping garments, including pajamas, night shirts and night gowns, held goods 
of the same descriptive properties, under 1905 Act. 
TRADE-M ARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Slumberteens” held confusingly similar to “Slumber-Alls,” used on similar goods, under 
1905 Act. 
TRADE-MARKS—CONFUSING SIMILARITY-—GENERAL 
Similarity in sound or appearance may be enough to indicate likelihood of confusion; 
while difference in meaning may be considered, it is not the only test of confusing similarity. 
OPpPosITIONS—PLEADING AND PRACTICE—EFFECT OF REGISTRATION 
Opposer’s 1905 Act registration, held prima facie evidence of opposer’s use of mark. 








260 THE TRADE-MARK REPORTER 39 T. M.R. 


Applicant’s contention, that the most conspicuous portion of opposer’s mark is a term 
widely and commonly used in connection with sleeping garments, held immaterial since 
opposer’s mark is not subject to attack in this type of proceeding. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by Munsingwear, Inc. against Herbert Levenson. Ap- 
plicant appeals from decision sustaining notice of opposition. Affirmed. 


Paul, Paul & Moore, of Minneapolis, Minn., and Beale & Jones, of Washington, 


D. C., for opposer. 

Richards & Geier and Irving Seidman, of New York, N. Y., for applicant. 
DANIELS, A. C.: 

This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences sustaining the opposition to an application to register the notation “Slumber- 
teens” as a trade-mark for “men’s, women’s and children’s one piece pajamas, two 
piece pajama suits, night shirts and night gowns,” under the Trade-Mark Act of 
1905. 

In support of the notice of opposition alleging likelihood of confusion in trade, 
the opposer relies upon its ownership of registration No. 419,353 of the trade-mark 
“Slumber-Alls,” registered February 12, 1946, under the Act of February 20, 1905, 
for “men’s and boys’ pajamas.” 

No question of priority is presented. The goods being identical in part, and 
all being sleeping garments, they must be considered to be goods of the same de- 
scriptive properties. 

‘“‘Slumberteens” and “Slumber-Alls’’ considered in their entireties must be 
deemed, as found by the Examiner of Trade-Mark Interferences, to be confusingly 
similar within the meaning of the confusion in trade clause of Section 5 of the 
Trade-Mark Act of 1905. While there may be some difference in connotation be- 
tween these terms, as suggested by the applicant, the most conspicuous portion of 
the marks is identical, and it is not clear that either has any definite meaning apart 
from a certain common suggestive connotation resulting from the identity of that 
portion of the mark. While difference in meaning is one of the elements to be 
considered, it is not the only test, and similarity in sound or appearance may be 
sufficient to indicate likelihood of confusion. Ely & Walker Dry Goods Co. v. 
Sears, Roebuck & Co., 24 C. C. P. A. 1244, 90 F. 2d 257 [27 T. M. R. 462] ; Sears, 
Roebuck & Co. v. Allied Stores Corporation, 547 O. G. 614, 56 U. S. P. Q. 274; 
Celanese Corporation of America v. E. I. du Pont de Nemours & Co., 33 C. C. 
P. A. 857, 154 F. 2d 143 [36 T. M. R. 130, 133]. 

Applicant further suggests, however, that “Slumber” is a term widely and com- 
monly used in connection with products of this nature. While there is no evidence « 
of this properly of record, it would not be material in any event, since applicant 
may not attack the validity of opposer’s mark in a proceeding of this type. Even 
though opposer had shown no prima facie exclusive rights to the trade-mark, which 
is not the case here, proof of use and similarity would be sufficient, and the regis- 
tration is prima facie evidence thereof. Ely & Walker Dry Goods Co. v. Sears, 
Roebuck & Co., supra. 

The decision of the Examiner of Interferences is affirmed. 


TTT me 
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THE BORDEN CO. v. FROSTAR FROZEN FOOD CENTERS, INC. 
Commissioner of Patents—February 25, 1949 


OpposITIONS—PRooF OF OWNERSHIP AND USE—EFFECT OF REGISTRATION 
Registration under 1905 Act held prima facie evidence of opposer’s ownership and use of 
mark upon each of products named therein. 
OPpPOSITIONS—PLEADING AND PRACTICE—ABANDONMENT 
In absence of counterclaim for cancellation, proof of abandonment of registered mark 
by opposer would not be pertinent in opposition proceeding. 
TRADE-MarKs—Goops OF THE SAME DESCRIPTIVE PROPERTIFS—PARTICULAR INSTANCES 
Quick frozen foods, including vegetables and berries, held goods of the same descriptive 
properties as frozen confections, including ice cream, sherbets and water ices, under 1905 
Act. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
The word “Frostar,” in conjunction with representation of a “frost star,” held confusingly 
similar to “Frostick,” used on similar goods, under 1905 Act. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by The Borden Company against Frostar Frozen Food 
Centers, Inc. Applicant appeals from decision sustaining notice of opposition. 
Affirmed. 


Arthur C. MacMahon, Mansfield C. Fuldner, and John A. Wortmann, of New 
York, N. Y., for opposer. 
M.S. Meem, of Washington, D. C., for applicant. 


DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences sustaining the notice of opposition to an application for registration of a 
trade-mark for “quick frozen foods namely, vegetables and berries,” under the 
Trade-Mark Act of 1905. The mark sought to be registered is the word “Frostar,” 
displayed in a black panel, above which appears a representation of a “frost star.” 

The notice of opposition is based upon opposer’s ownership and prior use of 
the trade-mark “Frostick,” as a trade-mark for “frozen confections, including ice 
cream, sherbets and water ices,” and in support of such allegations opposer has 
properly proven ownership of a registration of that mark for such goods under the 
Trade-Mark Act of 1905, No. 311,368, registered March 20, 1934. 

In support of its contention that the goods do not possess the same descriptive 
properties, applicant states that opposer, by introducing its prior registration with- 
out further proof, has not established use of its mark upon all of the products 
named in that registration, and that the proof must be considered to be limited to 
the exact product shown by the specimen accompanying the notice of opposition, 
which shows use of the mark upon a chocolate-covered ice cream confection. It is 
contended that applicant’s goods cannot be considered to be confusingly similar to 
this chocolate-covered confection within the meaning of the Trade-Mark Act of 
1905. The registration, however, is prima facie evidence of opposer’s ownership 
of the mark upon each of the products named therein and in the absence of proof 
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of abandonment implies use upon such products. Ely & Walker Dry Goods Co. v. 
Sears, Roebuck & Co., 24 C. C. P. A. 1244, 90 F. 2d 257 [27 T. M. R. 462]. Nor 
would proof of abandonment, had any been offered, be pertinent in the absence of 
action for cancelation. Lactona, Incorporated v. Lever Brothers Company, 32 
C. C. P. A. 704, 144 F. 2d 891 [34 T. M. R. 331]. The goods of the parties clearly 
possess the same descriptive properties. IV’. B. Roddenbery Co. v. Rose Kalich, 34 
C.C. P. A. 745, 158 F. 2d 289 [37 T. M. R. 73]. 

While “Frostar” and ‘“Frostick,”’ may have some difference in meaning, when 
considered in their entireties they appear so similar that their use upon the products 
of the parties would be, as found by the Examiner of Interferences, quite likely to 
result in confusion in trade. Nor does the addition of the representation of a 
“frost star” appear to be sufficient to distinguish between them. Roddenbery Co. v. 
Rose Kalich, supra; Celanese Corporation of America v. E. 1. du Pont de Nemours 
& Company, 33 C. C. P. A. 857, 154 F. 2d 143 [36 T. M. R. 130, 133]. 

The decision of the Examiner of Trade-Mark Interferences is affirmed. 


EX PARTE DAN RIVER MILLS, INCORPORATED 


Commissioner of Patents—December 14, 1948 


TrRADE-MarKs—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
“Colorbond” held merely descriptive or misdescriptive of dyed piece goods, under 1905 
Act. 
While purchasing public may not be familiar with meaning of the term, held this is not 
true of those in the fabric or dyeing trade. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Colorbond” held confusingly similar to “Bond,” used on similar goods, under 1905 
Act. 


Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark by Riverside & Dan River Cotton 
Mills, Inc. (name changed to Dan River Mills, Incorporated). Applicant appeals 
from refusal of registration. Affirmed. 


Tuomson & Tuomson, of Boston, Mass., for applicant. 
DANIELS, A. C.: 


This is an appeal from the final refusal of the Examiner of Trade-Marks to reg- 
ister the notation “Colorbond” as a trade-mark for “dyed piece goods of cotton, 
rayon, or mixtures thereof,” under the Trade-Mark Act of 1905. Refusal to register 
is based upon the ground that the notation “Colorbond” is descriptive (or mis- 
descriptive) of dyed piece goods, and because of a prior registration of the word 
“Bond” for “woolen, cotton, linen, silk, and combinations of these fabrics in the 
piece for men’s and boys’ clothing. 

The record shows clearly by reference to text authorities that “Bond” or 
“Bonded” is used in the textile industry as indicating that fabrics are treated with 
a bonding agent or material, and accordingly have their color “bonded” in or to the 
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fibres, yarn, or fabrics. Certain text authorities cited by the examiner refer to the 
use of certain material which is applied and . . . . then bonds the pigment to the 
cloth .... and contain other similar statements as to the use of synthetic resins to 
“bond the pigment firmly to the fibre.” Applicant apparently does not question the 
significance of the word in the textile and dyeing trades, conceding in its brief 
that certain of the resin methods described are covered by existing patents owned 
by applicant. It is contended, however, that the ordinary purchaser would not 
recognize this meaning and that the term would have no definite meaning but 
would merely arouse curiosity to the significance of the mark as a whole, it being 
contended that it is a purely fanciful name for fabrics of applicant. 

The comments contained in the decision on a previous appeal by applicant from 
the refusal to register the notation “Fiber-Bonded” for “yarns, threads, roving and 
the like” (78 U. S. P. Q. 264, 614 O. G. 817), appear to apply to this case. It is 
contended by applicant, while making clear that it disagrees with the previous deci- 
sion, that the problem here presented differs from the one involved in the previous 
decision because of the possible difference in significance as applied to yarns and 
threads as against fabrics, and because there is no such direct significance in the 
use of the word “bond” as might result in the word “bonded.” It is suggested that 
this case is controlled rather by the decision in Ex parte Bianchini Ferier, Inc., 
566 O. G. 517, 62 U.S. P. Q. 359. I am unable to distinguish between the meaning 
of this term as applied to fabrics and as applied to yarns or threads. Nor do I 
consider the addition or omission of the final syllable “ed” as controlling. In Ex 
parte Bianchini Ferier, Inc., supra, the question also concerned a dyeing process, 
but it was made clear that the mark there involved conveyed no direct information in 
that regard. From the record here presented the direct descriptive nature seems 
obvious. It is also contended that the purchasing public may not be familiar with 
this meaning of the term. This may be true of the ultimate consumer, but certainly 
not of those in the fabric or dyeing trade and apparently not to consumers who 
purchase the fabric for the manufacture of garments and who would obviously be 
interested in purchasing fabric with firmly bonded color. As such the term is one 
which may not be exclusively appropriated for the use of one maker of such fabrics. 
In view of the record presented the combination of the word “bond” with the word 
“color” preserves the descriptive significance of each. 

Applicant also suggests that there is nothing in the record to show that its 
fabrics sold under this mark are treated with a bonding process. If merely descrip- 
tive of such goods the fact that such a binder is not applied to these particular goods 
would merely indicate that it was misdescriptive and lead to the same result. | 
accordingly agree with the Examiner of Trade-Marks that the mark as applied to 
these products is merely descriptive. Since the mark is to be refused registration 
for the foregoing reasons it is not considered necessary to consider the refusal on 
the ground of the prior registration in detail. The addition of the descriptive word 
“color” to the mark of the previous registration is not considered sufficient to dis- 
tinguish therefrom. 

The decision of the Examiner of Trade-Marks is affirmed. 








THE TRADE-MARK REPORTER 39 T. M.R. 


EX PARTE GOODALL-SANFORD, INC. 
Commissioner of Patents—December 22, 1948 


TRADE- MARKS—DESCRIPTIVENESS—GENERAL 
In determining question as to descriptiveness of mark for piece goods, its descriptive 
nature as applied to clothing held properly considered. 
Descriptiveness of mark embraces its descriptiveness of purpose or function of product 
to which mark is applied. 
TrRADE-MARKs—Goops OF THE SAME CLASS—GENERAL 
In enforcing trade-mark rights, normally no distinction has been made between fabrics 
and clothing. 
Fact that clothing and textile fabrics fall in different Patent Office classes held im- 
material. 
‘TRADE-MArKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
“Resortweave” held descriptive of piece goods of mohair, wool, silk, cotton, linen, rayon, 
nylon and protein fibers and various mixtures thereof. 
“Resort” held descriptive of sport clothes; and “weave” held descriptive of fabrics; and 
combination of the two words in no way eliminates the descriptive nature of either. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by Goodall-Sanford, Inc. Applicant 
appeals from refusal of registration. Affirmed. 


Borowsky & Burrows, of New York, N. Y., for applicant. 


DANIELS, A. C.: 


This is an appeal from the final refusal of the examiner of trade-marks to reg- 
ister the term ‘“‘Resortweave” as a trade-mark for “‘piece goods of mohair, wool, 
silk, cotton, linen, rayon, nylon and protein fibres, and of various mixtures thereof” 
under the Trade-Mark Act of 1905. The basis of such refusal is that the mark as 
applied to fabrics is merely descriptive of the goods. The record discloses that 
“Resort” has been commonly used in the clothing trade as designating sport clothes 
and clothes particularly designed for wear at various resorts. “Weave” has like- 
wise been used in the fabric industry and its descriptive significance is obvious. 
Applicant apparently does not question this usage but maintains that it would apply 
only to clothing and not to the fabrics from which clothing is made. 

In determining whether or not this mark is merely descriptive of applicant's 
fabric, its descriptive nature as applied to clothing is properly considered, and there 
appears to be no difference in its. meaning as applied to one product as against the 
other. If it is descriptive of such clothing, it is equally descriptive of fabric which 
may be used to make such clothing. Both men’s and women’s clothing are fre- 
quently identified by terms which are descriptive of the cloth from which it is made 
or of other characteristics thereof, rather than of the garments—for example, a 
tropical worsted suit, or a gabardine jacket. That a mark which is descriptive of 
the intended purpose or function of the product to which it is applied is established 
by numerous decisions. In re Dobeckum Company, 32 C. C. P. A. 879, 148 F. 2d 
106 ; In re W. A. Sheaffer Pen Co., 34 C. C. P. A. 771, 158 F. 2d 390; In re George 
La Monte & Son, 32 C. C. P. A. 806, 146 F. 2d 302. 
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In enforcing trade-mark rights or in contested matters relating to registration 
no distinction has normally been made and applicant and others have frequently 
relied upon trade-marks for fabrics to prevent registration of other marks for 
clothing and other related products. Sexton Mfg. Co. v. Goodall Worsted Co., 17 
C.C. P. A. 1196, 40 F. 2d 1017; Goodall-Sanford, Inc. v. Miller Bros. Hat Co., 
Inc., 606 O. G. 538, 76 U. S. P. Q. 64; Goodall-Sanford, Inc. v. Kauders-Steuber 
Co., 592 O. G. 428, 71 U.S. P. Q. 148; Rogers Peet Company v. Boot Mills, 506 
O. G. 544, 60 U.S. P. Q. 383; Vanity Fair Mills, Inc. v. Pedigree Fabrics, Inc., 34 
C.C. P. A. 1033, 161 F. 2d 226. 


Nor can the fact that clothing and textile fabrics fall into different classifications 


for purposes of registration affect this. 
The combination of the two words in no way eliminates the descriptive nature of 
either word. In re Midy Laboratomes, Inc., 26 C. C. P. A. 1294, 104 F. 2d 617. 
The decision of the examiner offtrade-marks is affirmed. 


EX PARTE SMART SET FROCKS 
Commissioner of Patents—January 24, 1949 


TRADE-MARKS—GoopDs OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Various articles of women’s clothing including dresses, frocks, housecoats, jumpers, 
skirts, pinafores, corsets, corset-waists, corset-steels, petticoats, gloves, hosiery and under- 
wear held goods of same descriptive properties. 
TRADE-M ARKS—REGISTRABILITY—EFFECT OF PRIOR REGISTRATIONS 
Fact that same mark was previously registered for similar goods by various registrants 
held immaterial because applicant’s right to registration now cannot be determined by action 
taken at time of such prior registrations. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Smart Set Frocks,” the word “frocks” being disclaimed, held confusingly similar to 
“Smart Set” and to “SmartseT,” used on similar goods, under 1905 Act. 
APPEALS—PLEADING AND PRACTICE—REMAND 
Where applicant attempted to submit evidence of abandonment of two prior registra- 
tions, on appeal rather than before Examiner of Trade-Marks, held that remand would be 
useless in view of existence of third registration necessitating refusal of registration to 
applicant. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by Smart Set Frocks. Applicant 
appeals from refusal of registration. Affirmed. 


Max D. Ordmann, of New York, N. Y., for applicant. 
DaniELs, A. C.: 


This is an appeal from the final refusal of the Examiner of Trade-Marks to 
register the words “Smart Set Frocks” as a trade-mark for “dresses, frocks, house- 
coats, brunch coats, and jumpers; and wraparound coats, wraparound dresses, 
wraparound skirts, and pinafores,” under the Trade-Mark Act of 1905. The 
word “Frocks” has been disclaimed. Registration was refused in view of three 
pr or registrations registered under the Trade-Mark Act of 1905; 
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No. 48,107, Kops Brothers, registered December 12, 1905 (twice renewed), disclosing 
the trade-mark “Smart Set” for corsets, corset-waists, and corset-steels. 

No. 93,292, Max Reiss, registered September 12, 1913 (renewed) comprising the trade 
mark “Smart Set” for skirts and petticoats. 

No. 105,737, Merrill Silk Co., registered August 17, 1915 (renewed), comprising 
the trade-mark “SmartseT” for ladies’ and misses’ silk gloves, silk hosiery, silk under- 
wear—namely, silk bloomers and silk vests. 


Applicant contends that its goods differ from those disclosed in the prior reg 
istration and particularly from the corsets referred to in Kops Brothers’ registra 
tion No. 48,107. While there may be specific differences, and it may be true that 
corsets are normally sold in specialized shops or departments, all of the products 
referred to in each of the registrations and the application are women’s clothing 
and as such, possess the same descriptive properties. /n re Keller, Heumann & 
Thompson Co., 23 C. C. P. A. 837, 81 F. 2d 399 [26 T. M. R. 83]; Vanity Fa 
Mills, Inc. v. Pedigree Fabrics, Inc., 34 C. C. P. A. 1043, 161 F. 2d 226 [37 T. M. | 
461]; Goldring Merchandising Corp. v. Matthew M. Adler, 614 O. G. 819, 78 
U.S. P. Q. 290; Ex parte Graymoor Fashions, 79 U.S. P. Q. 423. 

Applicant contends that its products differ from certain of the products re 
ferred to as much as the prior registrations differ between themselves. The right 
of applicant to the registration now sought cannot be determined by the action 
taken at the time of such earlier registrations (/n re Sears, Roebuck and Co., 30 
C.C. P. A. 710, 132 F. 2d 341 [33 T. M. R. 80] ; Crime Confessions, Inc. v. Faw- 
cett Publications, Inc., 31 C. C. P. A. 760, 139 F. 2d 499 [34 T. M. R. 42]), and 
applicant is not entitled to register the same mark appearing in the registrations 
referred to for goods as similar thereto as those here involved. 

Applicant further contends that its mark differs from those of the prior regis 
trations both in view of the difference in the script in which it is displayed and 
because of the inclusion of the word “Frocks.” “Frocks” is completely lacking in 
distinctiveness as applied to goods such as those here involved, and the difference in 
script is immaterial. Jn re Keller, Heumann & Thompson Co., supra; Ex parte 
Raymond Wells, 573 O. G. 558,65 U. S. P. QO. 51; Jn re Nisley Shoe Co., 19 C. C 
P. A. 1211, 58 F. 2d 426. 

On this appeal applicant has submitted commercial reports and affidavits as in 


dicating that two of the registrations referred to have been abandoned. A prima 
facie showing of abandonment should have been made before the Examiner of 


Trade-Marks rather than on this appeal, since action, in addition to mere considera- 
tion of the commercial reports and affidavits is required. In this instance it is 
probably immaterial, since registration must im any event be refused in view 
of the Kops Brothers registration No. 48,107, as to which no claim of abandonment 
is made. In the event, however, that further proceedings should eliminate the 
Kops Brothers registration as a reference, the matter would be remanded to the 
Examiner of Trade-Marks for further consideration of applicant’s prima facie 
showing of abandonment. In view of the existence of the Kops Brothers registra- 
tion, and the necessity of refusal of registration in view thereof, such action would 
be useless at this time. 
The decision of the Examiner of Trade-Marks is affirmed. 
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DAVID KAHN, INC. v. ACADEMY AWARD PRODUCTS, INC. 


Commissioner of Patents—January 24, 1949 


TRADE-Marks—Goops oF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Fountain pens and ink for fountain pens, though for very specialized types, held goods 
of the same descriptive properties, under 1905 Act. 
Fact that goods of the parties fall into different Patent Office classes held not to affect 
conclusion that they are goods of the same descriptive properties. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by David Kahn, Inc. against Academy Award Prod- 
ucts, Inc. Applicant appeals from ex parte refusal of registration after with- 
drawal of notice of opposition. Affirmed. 


Ivan P. Tashof, of Washington, D. €., for opposer. 
David Pelton Moore, of New York, N. Y., for applicant. 


DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences dismissing the notice of opposition upon the consent of the opposer but hold- 
ing without reference to the issues of the opposition that applicant is not entitled 
to the registration for which it has made application. The only question raised by 
the appeal is the ex parte issue. 

The mark for which applicant seeks registration comprises the words “Acad- 
emy Award,” registration being requested under the Trade-Mark Act of 1905, 
for “pasty inks for ball-point pens, ink powders soluble in water or workable in an 
oily base.’”’ The ex parte refusal of registration by the Examiner of Interferences 
is based upon a registration under the Trade-Mark Act of 1905, of the same words 
for fountain pens and mechanical pencils, which has been made of record in the 
opposition proceedings. On this appeal applicant raises no question as to the prior- 
ity of such registration but contends that the case is on all fours with the decision 
of the United States Court of Customs and Patent Appeals in Elgin American 
Manufacturing Co. v. Elizabeth Arden, Inc., 23 C. C. P. A. 1168, 83 F. 2d 687 
{26 T. M. R. 416]. Examination of that decision and the decision in another ap- 
peal between the same parties in 83 F. 2d 681 [26 T. M. R. 422], indicates that it 
is authority for refusal of the registration applicant seeks, rather than as supporting 
the right to registration. Fountain pens and ink for fountain pens, even though for 
specialized types, appear to me clearly to possess the same descriptive properties so 
that registration of the identical mark therefor would not be authorized under 
the Trade-Mark Act of 1905. Elgin American Manufacturing Co. v. Elizabeth 
Arden, Inc., two cases, supra. 

Nor does the fact that these fall into different Patent Office classifications af- 
fect this conclusion. Pioneer Suspender Co. v. Lewis Oppenheimer’s Sons, 128 
O. G. 1293, 1907 C. D. 144; Minneapolis Brewing Company v. Ekhardt & Becker 
Brewing Company, 495 O. G. 957, 38 U. S. P. Q. 344. 


The decision of the Examiner of Interferences is affirmed. 
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EX PARTE FLEET-WING CORPORATION (two casgs) 


Commissioner of Patents—January 25, 1949 


TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
(Case 1) The general rule is established that no one may incorporate the entire mark 
of another as an essential feature of his own mark. 
Side-by-side comparison is not the test for likelihood of confusion. 
Differences in marketing methods of identical goods, sold under confusingly similar 
marks, held immaterial. 
Fact that applicant’s mark is its “house trade-mark” and that the words constitute its 
corporate name held immaterial. 
TRADE- MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
(Case 1) “Fleet-Wing” held confusingly similar to “Wing,” used on identical goods, 
under 1905 Act. 
(Case 2) “Fleet-Wing” held confusingly similar to “F-l-e-e-t-,”’ used on identical goods, 
under 1905 Act. 
TRADE-MARKS—REGISTRABILITY—EFFECT OF CONSENTS 
(Case 2) Fact that prior registrant consents to use of applicant’s mark held immate- 
rial because of statutory bar to registration where confusingly similar marks are used on 
identical goods. 


Appeal from Examiner of Trade-Marks. 
Applications for registration of trade-mark by Fleet-Wing Corporation. Ap- 
plicant appeals from refusals of registrations. Affirmed in each case. 


Campbell, Brumbaugh, Free & Graves, of New York, N. Y., for applicant. 
DaNIELs, A. C.: 


(Case 1) Applicant appeals from the action of the Examiner of Trade-Marks 
refusing to register the word “Fleet-Wing” as a trade-mark for “automobile rub- 
ber tires and tubes,” under the Act of 1905, in view of the prior registration of the 
word “Wing,” under that Act, for “rubber vehicle-tires,” registration No. 46,533, 
registered September 26, 1905, and twice renewed. Since there is no question as 
to identity of the goods or priority of the registration cited, the only question for 
determination on this appeal is whether or not the marks are confusingly similar 
within the meaning of Section 5 of the Act of 1905. 

It is applicant’s contention that the marks are so different in sound and ap- 
pearance as to avoid any likelihood of confusion and that there is no identity as 
to meaning. Both marks are considered to be arbitrary as applied to the product 


of the parties. There is, of course, some differentiation as a result of adding the 
word “Fleet” to the word “Wing.” The mark of applicant, however, includes the 
mark of the prior registration in its entirety and seems very similar in sound and 


appearance, and not dissimilar as to any meaning which may be attributed to either 
as applied to these goods. As was stated by the Court of Appeals of the District 
of Columbia in Carmel Wine v. California Winery, 38 App. D. C. 1, 1912 C. D. 
428: 


. . . . It goes without saying that one has no right to incorporate the mark of another 
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as an essential feature of his mark. Such a practice would lead to no end of confusion 
and deprive the owner of a mark of the just protection which the law accords him. 


If applicant may adopt the registered mark and by adding to it the word “Fleet”’ 
differentiate therefrom, it would be possible for others to use other words in con- 
nection therewith and the distinctiveness of a mark so used quite obviously might 
be diluted to the point that it would have no significance in the trade. D. J. Bielz- 
soff Products Company v. White Horse Distillers, Ltd., 27 C. C. P. A. 722, 107 
F. 2d 583 [29 T. M. R. 646]. 

Applicant questions the correctness of the holding in the Carmel Wine case, 
supra, and its applicability to the facts here envolved. It points out that the con- 
tents on the adoption of a prior mark in its entirety as set out therein is in effect 
a “rule of thumb,” and that it cannot apply to marks here in question, which are 
said to be incapable of confusion. 

It is of course true that where a word comprises a mark, or a conspicuous 


part of a mark, and is combined! with other words or features in a new mark in 


such a manner that it is completely differentiated therefrom or so that it, in effect, 
loses its identity and that similarity in sound, appearance or meaning is lacking 
in the resulting combination, it may be registered, and in such cases what appli- 
cant designates as a “rule of thumb” has not been followed. As instances of cases 
in which this exception has been followed see the Vendo Company v. V endorlator 
Manufacturing Co., 613 O. G. 1101, 78 U. S. P. Q. 207; The Borden Company v. 
Swiss-American Importing Co., 614 O. G. 821, 78 U.S. P. Q. 335. This does not, 
however, detract from the soundness of the general rule expressed in the Carmel 
Wine v. California Winery case, supra. In Montgomery Ward & Co., Incorporated 
v. Spiegel, Incorporated, 30 C. C. P. A. 721, 132 F. 2d 144, the court said [33 
T. M. R. 74 at 77]: 


. we do not mean to imply that any newcomer would be privileged to register 
a trade-mark using the word “air,” unless the mark as a whole were of such character 
as to eliminate the probability of confusion in trade. 


As applied to the marks under consideration, it does not appear to me that the 
addition of the word “Fleet” to the word “Wing” in any way causes the latter 
word to lose its identity. It still remains a very conspicuous portion of the com- 
bined mark, and with the addition of the other word maintains its identity and 
significance. It is true that no one could be confused by side by side comparison of 
these marks, and if it could be assumed that all purchasers, or prospective pur- 
chasers, would remember the precise mark of the prior registration and associate 
it with the company which owns it, they would not be confused. Such an assump- 
tion is, however, not one which may be accepted, it being considered possible that 
purchasers or prospective purchasers, and particularly those who may rely upon 
memory or upon recommendation, will not recall an earlier mark in detail. Belding 
Heminway Company v. E. P. Reed & Co., 487 O. G. 676, 36 U. S. P. Q. 298; 
Magitex Company, Incorporated v. John Hudson Moore, Inc., 33 C. C. P. A. 956, 
154 F. 2d 177 [36 T. M. R. 153] ; Lambert Pharmacal Co. v. Bolton Chemical Cor- 
poration, 219 F. 325. Considered on the basis of the foregoing, as well as in the 
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light of other cases in which a word forming all or a major portion of an earlier 
registration, has been combined with another word, it is my opinion that there is 
reasonable likelihood of confusion from the concurrent use of the marks here in- 
volved upon identical goods. W. B. Roddenbery Co. v. Kalich, 34 C. C. P. A 
745, 158 F. 2d 289 [37 T. M. R. 73] ; Lever Brothers Co. v. The Sitroux Company, 
Inc., 27 C. C. P. A. 858, 109 F. 2d 445 [30 T. M. R. 84]. 

In arguing that there is no likelihood of confusion, applicant further contends 
that any possibility of confusion is eliminated in view of its marketing methods, it 
having been shown that applicant’s products are sold only through franchised serv 
ice stations which sell not only tires but a full line of gas, oil, automotive acces 
sories, and equipment. It has been shown that these are identified as “Fleet-Wing” 
stations, and that the notation “Fleet-Wing” is prominently displayed as the name 
of the stations on gas pumps and upon other products on display. It is therefore 
contended that any prospective purchasers must know that as displayed the prod- 
ucts are those of applicant and not those of the owners of the prior registrations. 
The application is, however, one for a registration which would not be limited 
to sales in any particular manner, and as has frequently been pointed out, sales 
methods are subject to change at any time. Primose House, Inc. v. The Randolph 
Drug Co., 595 O. G. 478, 72 U. S. P. Q. 173; Celanese Corporation of America v. 
E. I. DuPont de Nemours & Company, 33 C. C. P. A. 857, 154 F. 2d 143 [36 
T. M. R. 130, 133]; General Foods Corporation v. Casein Company of America, 
Inc., 27 C. C. P. A. 797, 108 F. 2d 261 [30 T. M. R. 48]. Also, as indicated above, 
a purchaser or prospective purchaser who may have purchased the goods of the 
prior registrant may not recall with accuracy the name of a former registrant or 
remember the precise trade-mark. Again side by side comparisons would remove 
any possibility of confusion, but again this is not the test. Ex parte The Bay 
Petroleum Corporation, 72 U. S. P. Q. 348. 

In further support of its contention that there is neither likelihood nor pos- 
sibility of confusion, applicant contends that ‘Fleet-Wing” is its “house trade- 
mark” in widespread use on other products and as such identified with applicant. 
The comments contained in the preceding paragraph also apply to this contention. 
The fact that the words also constitute applicant’s corporate name might also tend 
to identify the products of applicant but would not differentiate from the prior 
trade-mark unless the purchaser might be familiar with the corporate name and 
products of both concerns. 

In presenting the foregoing arguments as indicating that there is no likelihood 
of confusion, the applicant concedes that no one of these “distinguishing features”’ 
is of itself controlling, but submits that the “cumulative effect of the factors 
enumerated above is sufficient to make it impossible that the statutory disability, 
that the mark ‘be likely to cause confusion or mistake in the mind of the public,’ 
is present.” While each of these points is entitled to consideration, the primary 


question presented is whether or not the marks, considered in their entireties, are 


so similar that there is likelihood of confusion. Upon comparison of the marks 
upon the basis above outlined, the added factors of sales methods, use on other 
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products and use of the corporate name, do not appear to me sufficient to differ- 
entiate between the marks, and it appears that, as found by the Examiner of Trade- 
Marks, there is likelihood of confusion, from the concurrent use of applicant’s 
mark upon the identical goods for which prior mark is used. 

The decision of the Examiner of Trade-Marks is affirmed. 


(Case 2) Applicant appeals from the action of the Examiner of Trade-Marks 
refusing to register the notation “Fleet-Wing” as a trade-mark for “storage bat- 
teries” under the Trade-Mark Act of February 20, 1905, in view of a prior regis- 
tration of the word “F-l-e-e-t-” under that Act for “storage batteries,” registration 
No. 386,987, registered April 29, 1941. 

Applicant has submitted this appeal upon the same brief as that submitted in 
a copending application, Serial No. 501,729, decided today. While the common 
portion of the marks here involved is “Fleet’’ rather than “Wing,” the applicant 
contends that the issues involved are substantially the same and the facts as to 
applicant’s use and methods of sale are identical. There is, however, one added 
factor presented by applicant in this case in that it has secured a consent to the 
use of the mark from the prior registrant. While it is not clear that this consent 
is entirely unqualified, since it refers to use rather than registration and also refers 
to a consent to the use of a similar mark by a third party, it would at most be a 
matter which could be considered and given some weight in the event there were 
doubt ‘as to the propriety of the examiner’s refusal to register. Since no such 
doubt is entertained in this connection, the so-called consent is not considered suffi- 
cient to permit registration. As pointed out by the examiner : 


. . here where the goods are identical the examiner has no doubts that the marks 
are so clearly similar that confusion is bound to prevail in the minds of the purchasing 
public. 


As also pointed out by the examiner, it is the duty of the Office to consider not 
only possible rights of the owner of a registration, but to protect the public and 
guard against confusion through registration of similar marks for the same prod- 
uct. Schering Glatz, Inc. v. Sharp & Dohme, Incorporated, 32 C. C. P. A. 827, 
146 F. 2d 1019 [35 T. M. R. 46]. 

The decision of the Examiner of Trade-Marks is affirmed. 


cr 





THE TRADE-MARK REPORTER 39 T. MLR. 


EX PARTE STAUFFER CHEMICAL COMPANY 
Commissioner of Patents—January 27, 1949 


TRADE-M ARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“D-Toxul” held confusingly similar to “Toxol,” used on similar goods, under 1946 Act 
TRADE-M ARKS—REGISTRABILITY-—GENERAL 

Prior to 1946 Act, Patent Office had no authority to register similar marks applied to 
similar goods to more than one party, though courts occasionally found more than one person 
entitled to concurrent use of similar marks on similar goods. 

Apparent purpose of Section 2(d) of 1946 Act was to give Patent Office authority to 
grant multiple registrations under such circumstances. 

TrapE-MarkK Act or 1946—CoNCURRENT REGISTRATIONS—SECTION 2(d) 

1946 Act provisions held to permit concurrent use proceedings involving both applications 
and existing registrations. 

“Prior to any of the following dates of the applications involved” held to require appli- 
cant for concurrent registration to have used mark prior to filing date of any other applica- 
tions which have matured into registrations under 1881, 1905 or 1946 Acts. 

Provisions of Section 2(d) held intended to apply to extraordinary situations and not 
to be invoked as a matter of course, but only upon a showing of unusual conditions, as the 
exception rather than the rule. 

TrADE-MARK Act OF 1946—PLEADING AND PRACTICE—CONCURRENT REGISTRATIONS 

Applicant’s proposed amendment claiming concurrent use held insufficient under Section 
l(a) of 1946 Act and under Rules 8.2 and 13.3. 


Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark by Stauffer Chemical Company. 
Applicant appeals from refusal of registration and refusal to institute concurrent 
use proceedings. Affirmed. 


Robert H. Eckhoff, of San Francisco, Cal., for applicant. 
DANIELS, A. C.: 


This is an appeal from the refusal of the Examiner of Trade-Marks to register 
to applicant the notation “D-Toxul” as a trade-mark for “insecticide” under the 
Trade-Mark Act of 1946. (Public Law 489, 79th Congress, Chapter 540, Ap- 
proved July 5, 1946; 60 Stat. 427.) Registration was refused in view of a prior 
registration of the trade-mark ‘*Toxol” registration No. 159,882, registered October 
10, 1922 (renewed), for insecticide, under the Trade-Mark Act of 1905. 

Applicant appeals from such refusal and also from the refusal of the examiner 
to institute concurrent use proceedings between the application and the prior regis- 
tration cited, pursuant to Section 2(d) of the Trade-Mark Act of 1946 (15 U.S. C. 
1052). 

While the notice of appeal sets up the refusal to register over the reference 
as one reason for appeal, no argument to overcome the examiner’s finding of simi- 
larity of the marks and identity of goods is presented in the brief submitted by 


applicant. The correctness of the examiner’s ruling on this point appears obvious 
and will not be further considered. 
The application here involved was filed in the United States Patent Office on 


August 5, 1947. It was in conventional form claiming exclusive right to use with- 
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out limitation as to territory and claiming use in commerce since April 5, 1945. 
Registration being refused in view of the reference above, referred to, applicant 
attempted to differentiate therefrom. Upon a reiteration of such refusal which it 
was stated might be regarded as final, applicant filed a proposed amendment, ap- 
parently in accordance with Rule 8.2 and Rule 13.3 of the Rules of Practice in 
Trade-Mark Cases, setting up the use by the prior registrant as an exception to 
applicant’s claim of exclusive use accompanied by a substitute declaration in con- 
ventional form referring to such exception, and requested institution of concurrent 
use proceedings. By this proposed amendment applicant claims rights to the entire 
country with the exception of the State of Ohio, apparently attempting to restrict 
the rights of the prior registrant to that state. Applicant was advised by the ex- 
aminer that the proposed amendment would not be entered 


because his date of first use is subsequent to the filing date of the cited registration, 
and he is, therefore, not entitled to have concurrent use proceedings instituted with regis- 
trant. See Section 2(d) of the Trade-Mark Act of 1946. 


Applicant summarizes the question for decision on this appeal as follows: 


The question presented for decision is whether concurrent use proceedings may be 
had with a registration under the Act of 1905, the applicant having begun use of its mark 
subsequent to the date of the application which matured into the 1905 Act registration. 


Prior to the enactment of the Trade-Mark Act of 1946, the Patent Office was 
without authority to register the same or similar marks as applied to the same or 
similar goods to more than one party, even though the courts on occasion found 
that more than one person was entitled to concurrent use of the same or similar 
marks, on identical or closely related products in different geographical areas. It 
was, as contended by applicant, apparently to give the Patent Office authority to 
grant multiple registrations under such circumstances that the provisions of Sec- 
tion 2(d) as to concurrent use were included in the Trade-Mark Act of 1946. 
This has been considered by various writers since the enactment of the new law. 
See, for example, 37 T. M. R. 251 (Concurrent Registration under the New Trade- 
Mark Act by Walter J. Halliday); Robert, Trade-Mark Manual, page 53; 38 
T. M. R. 111 (Constructive Notice and Concurrent Registration by Walter J. Hal- 
liday) ; 38 T. M. R. 955 (Territorial Scope of the Trade-Mark Act of 1946 by 
Arthur A. March. ) 

Section 2(d) of the Trade-Mark Act of 1946 (15 U. S. C. 1052), so far as 
pertinent provides : 

That the Commissioner may register as concurrent registrations the same or similar 
marks to more than one registrant when they have become entitled to use such marks 
as a result of their concurrent lawful use thereof in commerce prior to any of the filing 
dates of the applications involved and the Commissioner or a court on appeal determines 
that confusion or mistake or deceit of purchasers is not likely to result from the con- 
tinued use of said marks under conditions and limitations as to the mode or place of use 
or the goods in connection with which such registrations may be granted which conditions 
and limitations shall be prescribed in the grant of the concurrent registrations thereof; 
and concurrent registrations may be similarly granted by the Commissioner with such 


conditions and limitations when a court has finally determined that more than one person 
is entitled to use the same or similar marks in commerce. The Commissioner shall give 
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not less than thirty days written notice to all applicants, registrants, and users specified 

by any of the parties concerned of any application for concurrent registration and of the 

time and place of the hearings thereon. . . . 

That this is intended to permit concurrent use proceedings involving not only 
applications, but registrations, is apparent not only from the reference to “‘appli- 
cants, registrants, and users,’ but from the language of Section 18 of the Act 
which gives the Commissioner authority in contested proceedings, including spe- 
cifically concurrent use proceedings to “restrict the registration of a registered 
mark.” While such a proceeding can be instituted only in connection with an 
application under the Act of 1946, it appears clear from the language of the statute 
that it may involve not only a registration or pending application under that Act, 
but also applications which may still be pending under the Trade-Mark Act of 
1905 and registrations under that Act. To be entitled to the institution of such 
proceeding, the applicant must, under the language of Section 2(d) quoted above, 
have become entitled to the use of such a mark as a result of concurrent lawful use 
thereof in commerce “prior to any of the filing dates of the applications involved. 

.”’ Applicant contends that its use was lawful since the prior registration under 
the Trade-Mark Act of 1905 did not constitute constructive notice, prior to the 
effective date of the Act of 1946, and pursuant to Section 22 thereof, and that 
therefore it is entitled to the institution of a concurrent use proceeding. The 
statute, however, requires not only that the concurrent use must have been lawful, 
but that it must have been prior to the filing date of the application involved. This 


specific statutory restriction on such proceedings makes no disinction between 
pending applications whether under the Act of 1905 or 1946, nor between regis- 
trations, whether registered under the Act of 1946 or the Acts of 1905 or 1881. 

If there were any doubt as to this meaning of the specific language of Section 
2(d) itself, it would appear to be resolved by reference to Section 46(b) of the 
Trade-Mark Act of 1946, which provides: 


Registrations now existing under the Act of March 3, 1881, or the Act of February 
20, 1905, shall continue in full force and effect... . . Such registrations and the renewals 
thereof shall be subject to and shall be entitled to the benefits of the provisions of this 
Act to the same extent and with the same force and effect as though registered on the 
principal register established by this Act except as limited in Sections 8, 12, 14 and 15 
of this Act. 


Since Section 2(d) is not one of the sections specified as inapplicable, it appears 
clear that the language used in Section 2(d) must apply to registrations under 
the Trade-Mark Acts of 1905 and 1881. In fact, it must apply, since otherwise 
there would be no authority for the institution of a concurrent use proceeding 
involving a registration under the prior Acts. If it is to apply, it must apply in 
its entirety and not with the exception of the particular clause relating to applica- 
tion dates. 

Prior to the effective date of this Act, the registration which applicant now 
seeks to involve in a concurrent use proceeding, would have been an absolute bar 
to the registration now sought and applicant could have had no right to registra- 
tion, whatever might have been the facts as to its right of use within territorial 
limits. To have overcome such registration and obtain one of its own, applicant 
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would have had to involve such registration in either a cancellation or interfer- 
ence proceeding, neither of which could ordinarily have been instituted in the 
absence of a showing of use prior to the filing date of the application which re- 
sulted in granting the prior registration. In repealing the Acts of 1881 and 1905, 
but continuing registrations thereunder “in full force and effect” except as limited 
by the sections referred to (not here pertinent), it seems apparent that it was 
intended to make such registrations subject to the hazard of concurrent use pro- 
ceedings and remove their effect as a complete bar to registration by lawful con- 
current users. In making them so subject, however, it seems clear that such pro- 
ceeding must be instituted only when an applicant can comply fully with the 
conditions imposed by the terms of the section, and that his use must have begun 
prior to the filing date of any other application involved and prior to the filing 
date of the application for registration of any registration sought to be involved, 
whether registered under the Act of 1946, 1905 or 1881. 

Reference has already been made to applicant’s contention that the prior reg- 
istration under the Trade-Mark Act of 1905 did not constitute constructive no- 
tice of that registrant’s claim of right to its mark until the effective date of the 
Trade-Mark Act of 1946, pursuant to Section 22 thereof. The question here 
involved, however, is not that of applicant’s right to use the mark, but as to ap- 
plicant’s right to secure a limited registration thereof, and it is therefore not con- 
sidered necessary, in view of the conclusions reached above, to attempt to deter- 
mine the question of the effect of the registration under the Act of 1905 as con 
structive notice. 

Nor is it necessary to consider the various cases cited by applicant as authority 
for its claim that its use has been a lawful concurrent use. Of the eight cases so 
cited, Hanover Star Milling Co. v. Metcalf, 240 U. S. 403, 1916 C. D. 265, and 
United Drug Co. v. Rectanus Co., 248 U. S. 90, 1918 C. D. 369, are considered 
most pertinent. It should be noted, however, that in each of these cases there was 
a widely separated use in distinct territory over a long period of years and that 
neither party had reason to know of use by the other. It should also be emphasized 
that no question of right to federal registration was involved. It is probable that 
there have been other cases in which concurrent use has been approved by court 
decisions, but they do not appear to be numerous. (See “Concurrent Registration 
under the New Trade-Mark Law,” supra.) If, as contended by applicant, it was 
to permit the right of concurrent registration in cases such as those last cited, it 
must be evident that the provisions of Section 2(d) were intended to provide for 
extraordinary situations and not as a procedure to be invoked as a matter of course, 
but only upon a showing of unusual conditions. They must have been intended 
as the exception rather than the rule. 

Applicant further contends that the holding of the Examiner of Trade-Marks 
“directly contravenes Section 49” of the Trade-Mark Act of 1946. Section 49 
provides that nothing contained in the Act “shall adversely affect the rights or the 
enforcement of rights in marks acquired in good faith . . . .” prior to its effec- 
tive date. This again refers to right to use rather than to registration, and since 
applicant would have had no right to registration prior to the effective date of the 
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Act this section has no bearing on applicant’s present rights to registration. In 
fact, it may apply rather to the prior rights of registrant which would be adversely 
affected if applicant’s contention were accepted. 

The foregoing extended comments have been considered necessary in view of 
the questions raised by applicant’s brief and of applicant’s insistence of their im- 
portance. Additionally and without regard to the foregoing, applicant’s request for 
institution of concurrent use proceedings must in any event be denied, in view of 
the fact that the papers presented do not include facts sufficient to justify such 
action. As already noted, this application as originally filed made no exception to 
applicant’s claim of exclusive use and the proposed amendment including such 
exception was presented only after attempts had been made to distinguish from 
the prior registration. That registration had been in effect since October 10, 1922, 
without limitation. As a basis for requesting a registration concurrent therewith, 
applicant’s proposed amendment states merely : 

The following exception to applicant’s claim of exclusive use is specified: 
By the Glidden Co. located and doing business at Cleveland, Ohio, and using the mark 

“Toxol,” Registration No. 159,882, in connection with Insecticide, the mark being ap- 


plied to the containers for the goods in the territory embracing the State of Ohio from 
March 16,1922 to date. (Emphasis added.) 


This falls short of the requirements of Section 1(a), and rules 8.2 and 13.3 of 
the Rules of Practice in Trade-Mark cases, as to the statements required in an 
application claiming concurrent use. Since it refers merely to the locality in which 


the prior registrant affixes the mark to its containers, it is not inconsistent with, 


and does not purport to negative the possibility of use by registrants elsewhere or 
that the products to which the mark is so affixed may be sold throughout the coun- 
try. To request the institution of concurrent use proceedings, through which ap- 
plicant might secure a concurrent registration and, necessarily, a limitation of the 
existing prior registration, which is entitled to the presumption of ownership and 
use since 1922, by such negative and general statements is, in and of itself, enough 
to require the examiner’s refusal to institute such proceedings. Concurrent use 
proceedings should serve a useful purpose, beneficial to those entitled thereto, but 
are not intended as a routine procedure to be used as a substitute for cancelation 
or interference proceedings (when authorized), nor to permit the placing of the 
burden of a contested proceeding on a prior registrant in each instance where an 
applicant has been unable to succeed in distinguishing its mark from that of a 
prior registration. If they are to be instituted, the provisions of Section 1(a) and 
2(d) of the Trade-Mark Act of 1946 and Rules 8.2 and 13.3 of the Rules of Prac- 
tice in Trade-Mark Cases must be fully complied with. 
The decision of the Examiner of Trade-Marks is affirmed. 
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TREATIES BETWEEN THE UNITED STATES AND OTHER 
COUNTRIES RELATING TO TRADE-MARKS 


By P. J. Federico* 


The following is a list of treaties between the United States and other countries 
relating to trade-marks or containing provisions relating to trade-marks. Other 
international agreements, not constituting treaties, relating to the same subject have 
also been included. Treaties with provisions relating to commerce, property or 
income, which might affect trade-marks, have not been included, nor have there 
been included any notes or agreements relating to proclamations under Public 
Law 517, 79th Congress, July 17, 1946, 60 Stat. 568, extending the time for 
renewing trade-mark registrations which expired during the war.” 

An effort has been made to make the list substantially complete. Terminated 
or obsolete treaties are therefore included for record purposes, but no statement is 
made of any treaty as being terminated or obsolete unless some specific action to that 
effect has been taken. Also no account has been taken of changes in the status of 
treaties due to the war unless some specific action in connection therewith has been 
taken. 

In listing treaties on other subjects which include an article relating to trade- 
marks, the text of the article has usually been quoted. Also, in listing treaties relat- 
ing to trade-marks alone, the complete text, omitting formal parts, has usually been 
quoted. 

The arrangement is alphabetical by country, each treaty between the United 
States and a particular country being listed under the name of that country. Two 
series of multilateral treaties are placed together at the end, but a note under each 
country, party to one of these multilateral treaties, is found in the alphabetical list 
of countries. 

A substantial part of the information on which this list is based was obtained 
from the Department of State. 

Citations to the texts of treaties are given from a variety of sources and are 
abbreviated as follows: 


Stat. United States Statutes at large 

0G. Official Gazette of the United States Patent Office 
TS Treaty Series 

TIAS _ Treaties and other International Acts Series 


* Member of District of Columbia Bar; Examiner-in-Chief, United States Patent Office. 

1. Presidential proclamations under this statute, all of which have expired, were issued in 
the case of: Austria, Proclamation No. 2816, 616 O.G. 6; Belgium, No. 2764, 612 O.G. 781; 
Czechoslovakia, No. 2805, 614 O.G. 301; Denmark, No. 2768, 607 O.G. 582; Finland, No. 2759, 
606 O.G. 528; France, No. 2754, 605 O.G. 21; Great Britain, No. 2741, 603 O.G. 383; Luxem- 
burg, No. 2766, 607 O.G. 197; Netherlands, No. 2755, 605 O.G. 21; Norway, No. 2765, 606 O.G. 
528; Philippines, No. 2786, 611 O.G. 12; Switzerland, No. 2740, 603 O.G. 383. 
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These two series are single leaflets, identified by number, giving the texts of the treaties, 
which may be procured from the Government Printing Office when in print. 

Treaties. Treaties, Conventions, International Acts, Protocols, and Agreements 
between the United States and Other Powers, compiled under the direction of the Com- 
mittee on Foreign Relations of the United States Senate and published by the Govern- 
ment Printing Office: 


Volumes I and II, 1776-1909. Compiled by William M. Malloy; Senate Document 
No. 357, 6lst Congress, 2nd Sess., 1910. 

Volume III, 1910-1923, continuing Volumes I and II. Compiled by C. F. Redmond; 
Senate Document No. 348, 67th Congress, 4th Sess., 1923. 

Volume IV, 1923-1937, continuing Volumes I, II and III. Compiled by Edward J. 
Trenwith; Senate Document No. 134, 75th Congress, 3rd Sess., 1938. 


Australia. See International Convention for the Protection of Industrial Prop- 
erty. 


Austria. See International Convention for the Protection of Industrial Property. 


Austria-Hungary. Trade-mark convention, signed at Vienna November 25, 
1871. TS 13; I Treaties (Malloy) 47; 2 O.G. 418. 
Not in force. This convention was not the subject of a notification to Austria or Hungary 


following World War I as being an agreement which the United States wished to be in force 
pursuant to the treaties establishing friendly relations with those countries. 


Belgium. See International Convention for the Protection of Industrial Property. 


Belgium. Additional article (concerning trade-marks) to treaty (of commerce 
and navigation) of July 17, 1858, signed at Brussels December 20, 1868. TS 26; 
I Treaties (Malloy) 86; 2 O.G. 417. 


The treaty of commerce and navigation of July 17, 1858, was terminated, effective July 1, 1875, 
by notice given by the United States July 1, 1874, pursuant to Article XVII. 


Belgium. Treaty of commerce and navigation, signed at Washington, March 8, 
1875; ratified by the President of the United States March 16, 1875; ratifications 
exchanged June 11, 1875; proclaimed June 29, 1875; effective June 11, 1875. 
19 Stat. 628; TS 28; I Treaties (Malloy) 90. 


Article XV 


“The high contracting parties, desiring to secure complete and efficient protection to the 
manufacturing industry of their respective citizens, agree that any counterfeiting in one of the 
two countries of the trade-marks affixed in the other on merchandise, to show its origin and 
quality, shall be strictly prohibited, and shail give ground for an action of damages in favor of 
the injured party, to be prosecuted in the courts of the country in which the counterfeit shall be 
proven. 

“The trade-marks in which the citizens of one of the two countries may wish to secure the 
right of property in the other, must be lodged, to wit: the marks of citizens of the United States, 
at Brussels, in the office of the Clerk of the Tribunal of Commerce; and the marks of Belgian 
citizens, at the Patent Office in Washington. 

“Tt is understood that if a trade-mark has become public property in the country of its origin, 
it shall be equally free to all in the other country.” 


Belgium. Trade-mark convention, signed at Washington, April 7, 1884; ratified 
by the President of the United States, July 7, 1884; ratifications exchanged July 7, 
1884; proclaimed July 9, 1884. Effective “on the day of its official publication.” 
23 Stat. 766; TS 31; I Treaties (Malloy) 104; 29 O.G. 452. 





Article I 


“Citizens of the United States in Belgium and Belgian citizens in the United States of 
America shall enjoy, as regards trade-marks and trade-labels, the same protection as native 
citizens, without prejudice to any privilege or advantage that is or may hereafter be granted to 
the citizens of the most favored nation.” 

Article II 


“In order to secure to their marks the protection provided for by the foregoing article, the 
citizens of each one of the contracting parties shall be required to fulfil the law and regulations 
of the other.” 


Belgium. Agreement for the reciprocal protection of trade-marks in China, 
effected by exchange of notes signed at Peking November 27, 1905. TS 480; 
I Treaties (Malloy) 111. 


Rendered obsolete by the treaty between the United States and China for the relinquishment 
of extra-territorial rights in China and the regulation of related matters, which was signed at 


Brazil. See International Convention for the Protection of Industrial Property. 
Brazil. See Inter-American Trade-Mark Conventions. 


Brazil. Agreement for the protection of the marks of manufacture and trade, 
signed at Rio de Janeiro September 24, 1878; ratified by the President of the United 
States February 5, 1879; proclaimed June 17, 1879. Effective February 5, 1879. 
21 Stat. 659; TS 28; I Treaties (Malloy) 146. 

“The citizens or subjects of the two High Contracting Parties shall have in the dominions 
and possessions of the other, the same rights as belong to native citizens or subjects, in every- 
thing relating to property in marks of manufacture and trade. 


“It is understood that any person who desires to obtain the aforesaid protection must fulfill 
the formalities required by the laws of the respective countries.” 


Bulgaria. See International Convention for the Protection of Industrial Prop- 
erty. 


Bulgaria. Treaty of Peace with Bulgaria, dated at Paris, February 10, 1947, 
ratified by the President of the United States June 14, 1947, came into effect Septem- 
ber 15, 1947. Department of State publication No. 2743; TIAS 1650. 


Annex IV of this treaty relates to industrial, literary and artistic property, and various 
articles of the treaty relate to property in general, defined as including industrial property. 


Canada. See International Convention for the Protection of Industrial Property. 


China. Treaty to extend further the commercial relations, signed at Shanghai 
October 8, 1903; ratified by the President of the United States January 12, 1904; 
ratifications exchanged January 13, 1904; proclaimed January 13, 1904. Effective 
January 13, 1904. (Article IX.) 33 Stat. 2208; TS 430; I Treaties (Malloy) 261. 


Superseded by the following treaty in accordance with Article XXIX of the latter. 


China. Treaty of friendship, commerce and navigation, signed at Nanking on 
November 4, 1946, ratified by the President of the United States November 8, 1948, 
ratifications exchanged November 30, 1948; came into effect November 30, 1948. 
Senate Document Executive J, 80th Congress, 1st Sess.; TIAS 1871. 
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Article 1X 


“The nationals, corporations and associations of either High Contracting Party shall be 
accorded within the territory of the other High Contracting Party effective protection in the 
exclusive use of inventions, trademarks and trade names, upon compliance with the applicable 
laws and regulations, if any, respecting registration and other formalities which are or may 
hereafter be enforced by the duly constituted authorities; unauthorized manufacture, use or 
sale of such inventions, or imitation or falsification of such trademarks and trade names, shal! 
be prohibited, and effective remedy therefor shall be provided by civil action. The nationals, 
corporations and associations of either High Contracting Party shall be accorded throughout 
the territory of the other High Contracting Party effective protection in the enjoyment of rights 
with respect to their literary and artistic works, upon compliance with the applicable laws and 
regulations, if any, respecting registration and other formalities which are or may hereafter 
be enforced by the duly constituted authorities; unauthorized reproduction, sale, diffusion or 
use of such literary and artistic works shall be prohibited, and effective remedy therefor shal! 
be provided by civil action. In any case, the nationals, corporations and associations of either 
High Contracting Party shall enjoy, throughout the territories of the other High Contracting 
Party, all rights and privileges of whatever nature in regard to copyrights, patents, trademarks, 
trade names, and other literary, artistic and industrial property, upon compliance with the 
applicable laws and regulations, if any, respecting registration and other formalities which are 
or may hereafter be enforced by the duly constituted authorities, upon terms no less favorable 
than are or may hereafter be accorded to the nationals, corporations and associations of such 
other High Contracting Party, and, in regard to patents, trademarks, trade names and other 
industrial property, upon terms no less favorable than are or may hereafter be accorded to the 
nationals, corporations and associations of any third country.” 


Colombia. See Inter-American Trade-Mark Conventions. 

Costa Rica. See Inter-American Trade-Mark Conventions, table of countries. 
Cuba. See International Convention for the Protection of Industrial Property. 
Cuba. See Inter-American Trade-Mark Convention. 


Czechoslovakia. See International Convention for the Protection of Industrial 
Property. 


Danzig, Free City of. See International Convention for the Protection of Indus- 
trial Property, footnote to table of countries. 


Denmark. See International Convention for the Protection of Industrial Prop- 
erty. 


Denmark. Trade-mark convention, signed at Copenhagen June 15, 1892; rati- 
fied by the President of the United States July 29, 1892; ratifications exchanged 
September 28, 1892; proclaimed October 12, 1892. Effective September 28, 1892. 
27 Stat. 963; TS 72; I Treaties (Malloy) 389; 61 O.G. 571. 


Article I 


“The subjects or citizens of each of the High Contracting Parties shall in the Dominions 
and Possessions of the other have the same rights as belong to native subjects or citizens, in 
everything relating to Trade Marks and Trade Labels of every kind. 

“Provided, always, that in the United States the subjects of Denmark, and in Denmark, the 
citizens of the United States of America, cannot enjoy these rights to a greater extent or for a 
longer period of time than in their native country.” 

Article II 

“Any person in either country desiring protection of his Trade Mark in the Dominions of the 
other must fulfil the formalities required by the law of the latter; but no person, being a subject 
or citizen of one of the contracting States, shall be entitled to claim protection in the other by 
virtue of the provisions of this convention, unless he shall have first secured protection in his 
own country in accordance with the laws thereof.” 


Denmark. Agreement for the reciprocal protection of trade-marks in China, 
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effected by exchange of notes at Washington March 19 and 25, May 27 and June 12, 
1907. TS 487; I Treaties (Malloy) 399. 


Obsolete. See note under corresponding agreement with Belgium. 


Dominican Republic. See International Convention for the Protection of Indus- 
trial Property. 


Dominican Republic. See Inter-American Trade-Mark Conventions. 


Ecuador. See International Convention for the Protection of Industrial Prop- 
erty, footnote to table of countries. 


Ecuador. See Inter-American Trade-Mark Conventions. 


El Salvador. See International Convention for the Protection of Industrial 
Property, footnote to table of countries. 


Esthonia. See International Convention for the Protection of Industrial Prop- 
erty, footnote to table of countries. 


Finland. See International Convention for the Protection of Industrial Prop- 
erty. 


France (including Algeria and colonies). See International Convention for the 
Protection of Industrial Property. 


France. Trade-mark convention, signed at Washington April 16, 1869; ratified 
by the President of the United States April 30, 1869; ratifications exchanged July 3, 
1869 ; proclaimed July 6, 1869. Effective October 1, 1869. 16 Stat. 771; 18 Stat., 
pt. 2, 253; TS 94; I Treaties (Malloy) 534; 2 O.G. 416. 


Article I 
“Every reproduction in one of the two countries of trade-marks affixed in the other to cer- 
tain merchandise to prove its origin and quality is forbidden, and shall give ground for an action 
for damages in favor of the injured party, to be prosecuted in the courts of the country in which 
the counterfeit shall be proven, just as if the plaintiff were a subject or citizen of that country. 
“The exclusive right to use a trade-mark for the benefit of citizens of the United States in 
France, or of French subjects in the territory of the United States, cannot exist for a longer 
period than that fixed by the law of the country for its own citizens. 
“If the trade-mark has become public property in the country of its origin, it shall be equally 
free to all in the other country.” 
Article II 


“If the owners of trade-marks, residing in either of the two countries, wish to secure their 
rights in the other country, they must deposit duplicate copies of those marks in the Patent 
Office at Washington, and in the clerk’s office of the Tribunal of Commerce of the Seine, at 
Paris.” 


France. Agreement for the reciprocal protection of trade-marks in China, 
effected by exchange of notes signed at Peking October 3, 1905, and January 22, 
1906. TS 478; I Treaties (Malloy) 545. 


Obsolete. See note under corresponding agreement with Belgium. 


France. Declaration of commercial policy and related matters, signed at Wash- 
ington May 26, 1946. Effective May 26, 1946. TIAS 1928. 


Article V 


“The two Governments have agreed that important benefits would accrue to both countries 
from a substantial expansion of French exports to the United States. They have discussed cer- 
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tain United States laws and regulations, which, in the opinion of the French Government, tend 
to hamper unduly the importation of French products into the United States. Special attention 
has been given to trade-mark and copyright legislation, the use of geographic names related 
to particular products, price control of imported goods, and valuation of imported goods for 
the assessment of customs duties. The various agencies of the United States Government which 
are concerned with these matters have agreed to give careful and sympathetic consideration to 
the views of the French Government, and to study the possibility of altering their administra- 
tive procedures or recommending to the Congress the revision of existing legislation.” 


Germany. See International Convention for the Protection of Industrial Prop- 
erty. 


Germany. Consular convention, signed at Berlin December 11, 1871. TS 99; 
I Treaties (Malloy) 550; 2 O.G. 418. 


Not in force. This convention was not the subject of a notification to Germany following 
World War I as being an agreement which the United States wished to revive pursuant to the 
treaty restoring friendly relations with that country. 

Germany. Agreement for the reciprocal protection of trade-marks in Morocco, 
effected by exchange of notes signed at Tangier September 28 and October 8, 1901. 
TS 473; I Treaties (Malloy) 559. 


Not in force. See statement re consular convention. 


Germany. Agreement for the reciprocal protection of trade-marks in China, 
effected by exchange of notes at Peking December 6, 1905. TS 581; I Treaties 
(Malloy) 560. 


Not in force. See statement re consular convention. 


Great Britain (including Ceylon, Singapore, Tanganyika, Trinidad and Tobago). 
See International Convention for the Protection of Industrial Property. 


Great Britain. Declaration relating to trade-marks, signed at London Octo- 
ber 24, 1877; ratified by the President of the United States May 25, 1878; pro- 
claimed July 17, 1878; effective October 24, 1877. 20 Stat. 703; TS 138; I Treaties 
(Malloy) 737; 14 O.G. 233. 

“The subjects or citizens of each of the Contracting Parties shall have, in the dominions and 
possessions of the other, the same rights as belong to native subjects or citizens, or as are now 
granted or may hereafter be granted to the subjects and citizens of the most favored nation, in 
everything relating to property in trade marks and trade labels. 


“It is understood that any person who desires to obtain the aforesaid protection must fulfil 
the formalities required by the laws of the respective countries.” 


Great Britain. Agreement for the protection of trade-marks in Morocco, 
effected by exchange of notes signed at Tangier October 9, 1895, and December 1, 
4 and 6, 1899. Effective December 6, 1899. TS 472; I Treaties (Malloy) 778. 


Great Britain. Agreement for reciprocal protection of trade-marks in China, 
effected by exchange of notes signed at Lenox, Massachusetts, Washington, and 
Peking August 16 and September 23, 1904, and April 10 and 17 and June 28, 1905. 
TS 477; I Treaties (Malloy) 800. 


Obsolete. See note under corresponding agreement with Belgium. 


Greece. See International Convention for the Protection of Industrial Prop- 
erty. 
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A declaration for the reciprocal protection of trade-marks by Greece and the United 
States, dated July 9, 1894, is printed on page 595 of “Recueil des Traites, Conventions, Arrange- 
ments, Accords, etc.” published at Berne, 1904. This declaration is in the form of an interpreta- 
tion of the Treaty of Commerce and Navigation between Greece and the United States of 
December 10/22, 1837 (I Treaties 849). The treaty of 1837 is not in force, having been ter- 
minated on January 26, 1921. 

Guatemala. See International Convention for the Protection of Industrial Prop- 


erty, footnote to table of countries. 
Guatemala. See Inter-American Trade-Mark Conventions. 


Guatemala. Convention for the reciprocal protection of trade-marks and trade 
labels, signed at Guatemala City April 15, 1901; ratified by the President of the 
United States February 1, 1902; ratifications exchanged April 3, 1902; proclaimed 
April 11, 1902. Effective April 3, 1902. 32 Stat. 1866; TS 404; I Treaties 875. 


Article I ' 


“The citizens of each of the High Contracting Parties shall in the Dominions and Posses- 
sions of the other have the same rights as belong to native citizens, in everything relating to 
Trade-Marks and Trade-Labels of every kind. 

“Provided, always, that in the United States the citizens of Guatemala, and in Guatemala, 
the citizens of the United States of America, cannot enjoy these rights to a greater extent or 
for a longer period of time than in their native country.” 


Article II 


“Any person in either country desiring protection of his Trade-Mark in the Dominions of 
the other must fulfil the formalities required by the law of the latter; but no person, being a 
citizen of one of the contracting States, shall be entitled to claim protection in the other by 
virtue of the provisions of this convention, unless he shall have first secured protection in his 
own country in accordance with the laws thereof.” 


Haiti. See Inter-American Trade-Mark Conventions. 
Honduras. See Inter-American Trade-Mark Conventions. 


Hungary. See International Convention for the Protection of Industrial Prop- 
erty. 


Hungary. Treaty of Peace with Hungary, dated at Paris February 10, 1947, 
ratified by the President of the United States June 14, 1947, came into effect Septem- 
ber 15, 1947. Department of State Publication No. 2743; TIAS 1631. 


Annex IV A of this treaty relates to industrial, literary and artistic property, and various 
articles of the treaty relate to property in general, defined as including industrial property. 


Ireland. See International Convention for the Protection of Industrial Property. 


Ireland. Treaty of Friendship, Commerce and Navigation, signed at Dublin 
January 21, 1950. Transmitted to the Senate by the President February 28, 1950, 
not yet ratified by the United States. Senate Document Executive H, 81st Congress. 


Article VI 
“1. Nationals and companies of either Party shall be accorded, within the territories of the 
other Party, national treatment with respect to: 


(b) obtaining and maintaining patents of invention, and rights in trade marks, trade 
names, trade labels, and industrial property of all kinds; 


Israel. See International Convention for the Protection of Industrial Property. 


Italy. See International Convention for the Protection of Industrial Property. 
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Italy. Declaration for the reciprocal protection of marks of manufacture and 
trade, signed at Washington June 1, 1882; proclaimed March 19, 1884. Effective 
June 1, 1882. TS 180; 23 Stat. 726; I Treaties (Malloy) 984; 27 O.G. 304, see 
also 24 O.G. 102. 


“The citizens of each of the high contracting parties shall enjoy, in the dominions and posses- 
sions of the other the same rights as belong to native citizens, or as are now granted or may 
hereafter be granted to the subjects or citizens of the most favored nation, in everything relat- 
ing to property in trade-marks and trade-labels. 

“It is understood that any person who desires to obtain the aforesaid protection must fulfil 
the formalities required by the laws of the respective countries.” 


Italy. Agreement for the protection of trade-marks in Morocco, effected by 
exchange of notes signed June 13, 1903, and March 12, 1904. Effective March 12, 
1904. Continued in force or revived by notification to Italian Government dated 
March 12, 1948 (Department of State Press Release No. 207 of March 16, 1948). 
TS 475; I Treaties (Malloy) 989. 


Italy. Agreement for the reciprocal protection of trade-marks in China, effected 
by exchange of notes at Peking December 18, 1905. TS 482; I Treaties (Malloy) 
991. 


Obsolete. See note under corresponding agreement with Belgium. 


Italy. Treaty of Peace with Italy, dated at Paris February 10, 1947, ratified 
by the President of the United States June 14, 1947, came into effect September 15, 
1947. Department of State Publication No. 2743; TIAS 1648. 


Annex XV A of this treaty relates to industrial, literary and artistic property, and various 
articles of the treaty relate to property in general, defined as including industrial property. 


Italy. Memorandum of understanding regarding Italian assets in the United 
States of America and certain claims of United States nationals, signed at Washing- 
ton August 14, 1947. Effective August 14, 1947. TIAS 1757. 


Contains references to industrial property. 


Italy. Treaty of Friendship, Commerce and Navigation between the United 
States of America and the Italian Republic, signed at Rome on February 2, 1948. 
Ratified by the President of the United States June 16, 1948. Ratifications 
exchanged July 26, 1949, proclaimed August 5, 1949, effective July 26, 1949. 
Senate Document Executive E, 80th Congress, 2nd session. 


Article VIII 


“The nationals, corporations and associations of either High Contracting Party shall enjoy, 
within the territories of the other High Contracting Party, all rights and privileges of whatever 
nature in regard to patents, trade marks, trade labels, trade names and other industrial property, 
upon compliance with the applicable laws and regulations respecting registration and other for- 
malities, upon terms no less favorable than are or may hereafter be accorded to the nationals, 
corporations and associations of such other High Contracting Party, and no less favorable than 
the treatment now or hereafter accorded to nationals, corporations and associations of any third 
country.” 


Japan. See International Convention for the Protection of Industrial Property. 


Japan. Treaty of commerce and navigation, signed at Washington Novem- 
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ber 22, 1894. (Article XVI relates to trade-marks, patents and designs.) TS 192; 
I Treaties (Malloy) 1028. 


Terminated, effective July 17, 1911, by Article XVI of the treaty of commerce and navigation 
between the United States and Japan signed at Washington February 21, 1911 (Treaty 
Series 558). 


Japan. Convention as to patents, trade-marks and designs, signed at Washing- 
ton January 13, 1897. TS 193; I Treaties (Malloy) 1037; 78 O.G. 1744. 


This convention related to the date of the coming into force of Article XVI of the 1894 treaty 
of commerce and navigation between the United States and Japan (Treaty Series 192) and its 
effectiveness ceased with the termination of the 1894 treaty. 


Japan. Convention for the reciprocal protection in China, and other countries 
where either contracting party may exercise extraterritorial jurisdiction, of inven- 
tions, designs, trade-marks and copyrights, signed at Washington May 19, 1908, 
effective August 16, 1908. 35 Stat. 2044; TS 507; I Treaties (Malloy) 1043; 
136 O.G. 1068. 


The United States relinquished its extraterritorial rights in China through the treaty between 
the United States and China for the relinquishment of extraterritorial rights in China and the 
regulation of related matters, which was signed at Washington January 11, 1943, and entered 
into force May 20, 1943 (Treaty Series 984; 57 Stat. 767). 


Japan. Convention for the reciprocal protection of trade-marks in Korea, signed 
at Washington May 19, 1908; ratified by the President of the United States June 2, 
1908 ; ratifications exchanged August 6, 1908; proclaimed August 11, 1908. Effec- 
tive August 16, 1908. 35 Stat. 2041; TS 506; I Treaties (Malloy) 1041; 136 O.G. 


1068. 


Japan. Treaty of commerce and navigation, signed at Washington February 21, 
1911. (Article XV relates to trade-marks, patents and designs.) TS 558; III 
Treaties (Redmond) 2712. 


Terminated, effective January 26, 1940, by notice given by the United States July 26, 1939, 
pursuant to Article XVII. 


Latvia. See International Convention for the Protection of Industrial Property, 
footnote to table of countries. 


Lebanon. See International Convention for the Protection of Industrial Prop- 
erty. 


Liechtenstein. See International Convention for the Protection of Industrial 
Property. 


Lithuama. Agreement for the registration of trade-marks, effected by exchange 
of notes signed at Riga September 14, 1929, and at Kaunas October 11, 1929. 
Effective October 12, 1929. 


Not printed. 


Luxemburg. See International Convention for the Protection of Industrial 
Property. 
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Luxemburg. Declaration by the United States and Luxemburg relating to trade- 
marks, signed at Luxemburg and The Hague, December 23 and 27, 1904; ratified 
by the President of the United States March 15, 1905; proclaimed March 15, 1905. 
Effective “from the date of its official publication in the two countries.” 34 Stat. 
2868 ; TS 442; I Treaties (Malloy) 1057; 115 O.G. 1332. 


Article I 


“The subjects and citizens of each of the high contracting parties shall enjoy in the dominions 
and possessions of the other the same rights as are given to native subjects or citizens in matters 
relating to trade-marks.” 


Article II 


“In order to secure to their marks the protection stipulated for by the preceding article, 
American citizens in the Grand Duchy of Luxemburg and Luxemburg subjects in the United 
States of America must fulfil the formalities prescribed to that effect by the laws and regula- 
tions of the country in which the protection is desired.” 


Mexico. See International Convention for the Protection of Industrial Property. 


Morocco (French Zone). See International Convention for the Protection of 
Industrial Property. 


Netherlands. See International Convention for the Protection of Industrial 
Property. 


Netherlands. Agreement relating to trade-marks, effected by exchange of notes 
signed at Washington February 10 and 16, 1883. Effective February 16, 1883. 
TS 470; II Treaties (Malloy) 1265. 


The notes state, on the part of the Netherlands, that the Dutch trade-mark law of 1880 applies 
to American citizens and, on the part of the United States, that reciprocity under the Trade- 
Mark Act of 1881 is recognized. 


Netherlands. Agreement for the reciprocal protection of trade-marks in China, 
effected by exchange of notes signed at Peking October 23, 1905. TS 479; II 
Treaties (Malloy) 1273. 


Obsolete. See note under corresponding treaty with Belgium. 


New Zealand. See International Convention for the Protection of Industrial 
Property. 


Nicaragua. See Inter-American Trade-Mark Conventions. 


Norway. See International Convention for the Protection of Industrial Prop- 
erty. 


Palestine. See International Convention for the Protection of Industrial Prop- 
erty under Israel. 


Panama. See Inter-American Trade-Mark Conventions. 





13 


Paraguay. See Inter-American Trade-Mark Conventions. 


Peru. See Inter-American Trade-Mark Conventions. 
Poland. See International Convention for the Protection of Industrial Property. 


Portugal. See International Convention for the Protection of Industrial Prop- 
erty. 


Roumania. See International Convention for the Protection of Industrial Prop- 
erty. 


Roumania. Convention for the reciprocal protection of trade-marks, signed at 
Bucharest March 18/31, 1906; ratified by the President of the United States May 10, 
1906; ratifications exchanged June 21, 1906; proclaimed June 25, 1906. Effective 
“from the date of its official publication in the two countries.” Continued in force 
or revived by notification to the Roumanian Government February 26, 1948 
(Department of State press release No. 155 of March 2, 1948). 34 Stat. 2901; 
TS 451; II Treaties (Malloy) 1510; 123 O.G. 1288. 


Article I 


“The citizens and subjects of each of the high contracting parties shall enjoy in the dominions 
and possessions of the other the same rights as are given to native citizens or subjects in matters 
relating to trade-marks.” 


Article II 


“In order to secure to their marks the protection stipulated for by the preceding article, 
American citizens in the Kingdom of Roumania and Roumanian subjects in the United States 
of America, must fulfil the formalities prescribed to that effect by the laws and regulations of 
the country in which the protection is desired.” 


Roumania. Treaty of Peace with Roumania, signed at Paris, February 10, 
1947, ratified by the President of the United States June 14, 1947, came into effect 
September 15, 1947. Department of State Publication No. 2743; TIAS 1649. 


Annex IV A of this treaty relates to industrial, literary and artistic property, and various 
articles of the treaty relate to property in general, defined as including industrial property. 


Russia. Additional article (relating to trade-marks) to treaty of commerce of 
December 18, 1832, signed at Washington January 27, 1868. TS 302; II Treaties 
(Malloy) 1524. 


Terminated, effective January 1, 1913, by notice given by the United States December 17, 
1911, pursuant to Article XII of the treaty of 1832 (Treaty Series 299). 


Russia. Trade-mark declaration, signed at St. Petersburg March 28, 1874. 
TS 303; II Treaties (Malloy) 1525. 


This declaration was by its terms made an integral part of the treaty of commerce and 
navigation of 1832 (Treaty Series 299) and hence terminated, effective January 1, 1913, by the 
notice given by the United States December 17, 1911, pursuant to Article XII of the treaty 
of commerce and navigation of 1832. 


Russia. Agreement for the reciprocal protection of trade-marks in China, 
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effected by exchange of notes signed at Peking June 28, 1906. TS 484; II Treaties 
(Malloy) 1535. 


Obsolete. See note under corresponding agreement with Belgium. 


Siam. Treaty of friendship, commerce and navigation signed at Washington 
December 16, 1920. (Article XII.) 42 Stat. 1928; TS 655; III Treaties (Red- 
mond) 2829. 

Substituted by the following treaty (Treaty Series 940) in accordance with Article 18 of 


the latter. Terminated, effective November 5, 1937, by notice given by Siam November 5, 1936, 
pursuant to Article XVII. 


Siam. Treaty of Friendship, commerce, and navigation, final protocol and 
exchange of notes, signed at Bangkok November 13, 1937; ratified by the Presi- 
dent of the United States July 5, 1938; ratifications exchanged October 1, 1938; 
proclaimed October 5, 1938. Effective October 1, 1938. 53 Stat. 1731; TS 940. 


Article 1X 


“The nationals of each of the High Contracting Parties shall have in the territories of the 
other the same rights as nationals of that High Contracting Party in regard to patents for inven- 
tions, trade-marks, trade-names, designs and copyright in literary and artistic works, upon 
fulfilment of the formalities prescribed by law.” 


Spain (including Morocco and Spanish Colonies). See International Conven- 
tion for the Protection of Industrial Property. 


Spain. Trade-mark convention, signed at Washington June 19, 1882. TS 333; 
II Treaties (Malloy) 1675; 25 O.G. 98. 
Abrogated, effective April 14, 1903, by Article X XIX of the treaty of friendship and general 


relations between the United States and Spain, signed at Madrid July 3, 1902 (Treaty 
Series 422). 


Sweden. See International Convention for the Protection of Industrial Prop- 
erty. 


Sweden. Agreement for the reciprocal protection of industrial property in 
China, effected by exchange of notes signed at Tokyo February 26, 1913, and at 
Peking March 7, 1913. III Treaties 2852. 


Obsolete. See note under corresponding agreement with Belgium. 


Switzerland. See International Convention for the Protection of Industrial 
Property. 


Switzerland. Agreement relating to the registration of trade-marks, effected 
by exchange of notes signed at Washington April 27 and May 14, 1883. Effective 
May 14, 1883. TS 471; II Treaties (Malloy) 1769. 


The notes relate to the reciprocal application of the Swiss trade-mark law of 1879 and the 
United States Trade-Mark Act of 1881. 


Syria. See International Convention for the Protection of Industrial Property. 
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Tangier Zone. See International Convention for the Protection of Industrial 
Property. 


Tunis. See International Convention for the Protection of Industrial Property. 
Turkey. See International Convention for the Protection of Industrial Property. 


Union of South Africa. See International Convention for the Protection of 
Industrial Property. 


Uruguay. See Inter-American Trade-Mark Conventions. 


Uruguay. Treaty of Friendship, Commerce, and Economic Development with 
the Oriental Republic of Uruguay, signed at Montevideo November 23, 1949. 
Transmitted to the Senate by the President January 13, 1950, not yet ratified by 
the United States. Senate Document Executive D, 81st Congress. 


Article V 
“1. Nationals and companies of either High Contracting Party shall be accorded, within the 
territories of the other Party, national treatment with respect to: .. . 


“*(b) obtaining and maintaining patents of invention, and i in trade marks, trade 
names, trade labels and industrial property of all kinds; and . ws 


Yugoslavia. See International Convention for the Protection of Industrial Prop- 
erty. 


Yugoslavia. Convention of commerce and navigation, signed at Belgrade Octo- 
ber 2/14, 1881, ratified by the President of the United States July 14, 1882; ratifi- 
cations exchanged November 15, 1882; proclaimed December 27, 1882. Effective 
November 15, 1882. 22 Stat. 963; TS 319; II Treaties (Malloy) 1613; 28 O.G. 
1191. 

Article XII 


“The high contracting parties, desiring to secure complete and efficient protection to the 
manufacturing industry of their respective citizens and subjects, agree that any counterfeiting 
in one of the two countries of the trade-marks affixed in the other on merchandise to show 
its origin and quality shall be strictly prohibited and repressed and shall give ground for an 
action of damages in favor of the injured parties, to be prosecuted in the courts of the country 
in which the counterfeit shall be proven. 

“The trade-marks in which the citizens or subjects of one of the two countries may wish 
to secure the right of property in the other, must be registered exclusively, to wit: The marks of 
citizens of the United States in the Tribunal of Commerce at Belgrade, and the marks of 
Serbian subjects in the Patent Office at Washington, subject to the conditions and restrictions 
prescribed by the laws and regulations of the country in which the trade-marks are registered.” 


INTERNATIONAL CONVENTION FOR THE PROTECTION OF 
INDUSTRIAL PROPERTY 


Convention for the Protection of Industrial Property, signed at Paris March 20, 
1883. Came into effect July 7, 1884. Adhered to by the United States effective 
May 30, 1887. 25 Stat. 1372; TS 379; II Treaties (Malloy) 1935; 40 O.G. 448. 


Superseded by subsequent revisions. See Table of Countries. 
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Protocol amending the convention of March 20, 1883, for the protection of 
industrial property, signed at Madrid April 15, 1891. Came into effect July 15, 
1892. TS 385; 27 Stat. 958; II Treaties (Malloy) 1943. 


Relates to expenses only. Superseded by subsequent revisions. 


Convention for the Protection of Industrial Property.. Additional Act amend- 
ing the Convention of Paris of 1883; signed at Brussels December 14, 1900. 32 
Stat. pt. 2, 1936; II Treaties (Malloy) 1945; 101 O.G. 1372. 


Superseded by subsequent revisions. 


Convention for the Protection of Industrial Property, signed at Washington 
June 2, 1911, revising the Paris Convention of March 20, 1883; ratified by the 
President of the United States June 20, 1912; ratifications deposited with the Gov- 
ernment of the United States April 1, 1913; proclaimed April 29, 1913. Effective 
May 1, 1913. 38 Stat. 1645; TS 579; III Treaties (Redmond) 2953; 204 O.G. 
1011. 

Article 18 of the convention for the protection of industrial property signed at The Hague 


November 6, 1925, revising the convention of the Union of Paris of 1883 provides in part as 
follows: 


“This act shall replace, as regards relations between the countries which ratify it, the 
convention of the Union of Paris of 1883, revised at Washington June 2, 1911, and its final 
protocol, which shall remain in force as regards relations with countries which have not 
ratified the present act.” 

Similar provisions with respect to the 1925 convention and earlier revisions of the 1883 conven- 
tion are contained in Article 18 of the revision signed at London on June 2, 1934. 


See table of countries. 


Convention for the Protection of Industrial Property, signed at The Hague 
November 6, 1925, revising the Paris convention of March 20, 1883; ratified by the 
President of the United States December 27, 1930; ratification of the United States 
deposited with the Government of Switzerland January 22, 1931; proclaimed 
March 6, 1931. Effective March 6, 1931. 47 Stat. 1789; TS 834; IV Treaties 
(Trenwith) 4945; 407 O.G. 298. 


Article 18 of the Convention for the Protection of Industrial Property, signed at London 
June 2, 1934, revising the convention of the Union of Paris of 1883 provides in part as follows: 


“3. The present act shall replace, as regards relations between the countries to which 
it applies, the Convention of the Union of Paris of 1883 and the subsequent acts of revision. 

“4. As regards the countries to which the present act does not apply, but to which the 
Convention of the Union of Paris, as revised at The Hague in 1925, does apply, the latter 
shall remain in force. 

“5. Likewise, as regards the countries to which neither the present act nor the Con- 
vention of the Union of Paris, as revised at The Hague applies, the Convention of the 
Union of Paris as revised in Washington in 1911 shall remain in force.” 


See table of countries. 


Convention for the Protection of Industrial Property, signed at London June 2, 
1934, revising the convention signed at Paris March 20, 1883; ratified by the 
President of the United States June 27, 1935; ratification of the United States 
deposited July 12, 1935; proclaimed October 28, 1938. Effective August 1, 1938. 
53 Stat. 1748; TS 941; IV Treaties (Trenwith) 5516; 613 O.G. 23. 


See table of countries. 
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TABLE OF COUNTRIES 


The following tabulation gives the dates on which the various countries adhered to the last 
three revisions of the Convention. The second column, headed “Original Date,” gives the date 
on which the country first became a party to the Convention. 


Washington 
Country Original date 1911 The Hague 1925 London 1934 


Australia —— _—* (RS 3° eS ee 
Papua and New Guinea.....___E . * =e —_ YF eee 
Norfolk Islands and Nauru. So 

ee ce " 1, 1909___ May 1, 1928... Aug. 19, 1947 

eee i 7, 1884....Aug. 8, 1914....July 27, 1929....Nov. 24, 1939 

DEE decenatiasttinienbincmnsen i 7, 1884... Dec. 17, 1914.._.Oct. 26, 1929... val 

ee eee Sic i > SS "2 3 a nae innanaainiatine 

COMMER scctesimiisinten seascape . 1,1923...Sept. 1, 1923._June : 

eT - — — - 17, 1904__Jan. eee — 

Ce, caisicniccicctmctcctmnapnbiitinaes nota 4 5, 1919_._.Oct. 5, 1919. Mar. 3, a 

Denmark (including Faroe Islands)... . 1, 1894_..Aug. 30, 1914_..Sept. 10, 1937_/ wes 1, 1938 

RI TI cncitientonninmimamninsininnnnmenivitd 11, 1890... May ieteeteceaesienmmenninniants 

a ene nee - 2, 1921_Sept. 20, —___ ee nee escetiene 

France (including Algeria and colonies) A May 1, 1913.....0ct. 20, 1930___June 25, 1939 

COIR accsscnntemiiinnins plininatitninsauialoemengeiil 1, 1903_.... May 1, 1913... June 1, 1938 

EN TEES eee 7, 1884....May 1, 1913... dn 1, 1928. ___Aug. 1. 1938. 
III cite diantinndidniascriadeateniaaaahiedbaicdiieeanndiiiomaia 10, 1905... vee 20, Ee  aiaeeeiaiaeiie 
a q ceaneinneaeudnienanaanal anima vinnie. “712, 1949 
pee " — SS 0 Cee 
Trinidad and Tobago — jinsittdiiiemianae 14, 1908___June 20, 1913. __.Oct. 21, 1929... cccaiaeaneeuaineditiliain 

EE ELE EE ET f i 2, 1924_...Oct. a ae 

ee eS ae Jan. 1, 1909 May 1, 1913 _.May 16, 1929... 

SS ee ae ‘ iiiciiaeiumind — o — R. eee 

ROE . sccsthinisentemmnincindnnenanninnn rennet FF E>————————— | lL ll 24, 1950 

RON cccnsnsniieeanganninnntenmnnnineniin eo 7, oe a enone. ey sl 
A ET Te ee 2 > a jan. 19, 1932. capil 
eee Re = 1 a oe 

OD, scnscsiieenivinnitocniintinctitaisintinaaenindaneeniacnainitiiaaeitelia 15, 1899 May Ze 1913___Jan. 1, 1935_._.Aug. 

2 ea eee ddeiiaiel . 1,19243.Sept. 1, 19244_..Nov. 17, 19308_Sept. 

eer _ >. —“—=aaaee __..July f eee 

SO ee ‘ i De TE Cincumunciomminiasm es Sab 1945 

Mexico —. sidadesialiliaaaitianshiiioeinindiinbats ae OEE EF ———EE Ea 

Morocco (French Zone). ae —_— 30, 1917_..-July 30,1917...Oct. 20, 1930. Jan. 21, 1941 

OE FEE eae 7, 1884 May 1,1913...June 1,1928.-Aug. 5, 1948 
Netherlands Indies orl oe tan. ff, See 
Te ES eee See —wJune 1,1928..Aug. 5, 1948 

i - + a 1891____June 20, 1913___ July 29,1931._July 14, 1946 
Western Samoa — cin - ke 29, 1931.-July 14, 1946 

Norway ' 1, 1885_._-$ May inne, tae 

Poland . _ , Bi Pees Nov. 10, 1919....Nov. 22, 1931... Smatinasaiils 

Portugal (including A Azores and “Madeira)_. July 7, 1884...May 1,1913_...Nov. 17, 1928...Nov. 7, 1949 

Roumania —— nitiniotin_é;i mas: aaa: i Manse aeniamiianaieati jcieaneeasanniaaats 

Spain icebionaah ' sos 7, 1884...-.May 1, 7, ~~ 1, 1928... Siesinemeae 
Morocco, Spanish — si eaapandaeliaitiaisiiasbiniaasaits ee 27, _ =_= senpenencsambiatin 
Colonies .. it — fe ; . 15, 1947. SSN 

Sweden _... PRE ET - i 1, 1885... Jan. 1, 1934. STE ra 

Switzerland —— ae nisdeiangaiiienebtiia 7, 1884__..May 15, 1929....Nov. 24, 1939 

a ‘ seieedicentisiataieatnmiae . 1, 19244_ Sept. 1, 19244__ Nov. 17, 19304_..Sept. 30, 1947 

OE ee assist eananaei = * we trippin Ta, aaa 

Tunis . SEE 7, 1884_...May “1, “1913. = _Oct. 20, 1930__..Oct. 4, 1942 

ee ena Oct. 10, 1925... Oct. 10, 1925......Aug. 21, 1930... scsnastialiiananaeisias 

OD xx — UU = fe ea viveermmme “> 1, 1947 

. £0 ll y __May a , 1913____Mar. 6,1931._-Aug. 1, 1938 

A eiacinctecientncicnintatsictenescenninniesinnaiaitaitil _July 7, 18845__Feb. 26, 1921.Oct. > ae 


1. The following are not included in the table: Ecuador adhered to the original Convention but withdrew 
December 26, 1885; Guatemala adhered to the original Convention but withdrew November 8, 1894; El Salvador 
adhered to the original Convention but withdrew August 17, 1886; The Free City of Danzig adhered to the 
Convention but has been omitted from the annual lists of member countries issued by the International 
Bureau at Berne, beginning with the list of December 31, 1939; Esthonia adhered to the Convention Feb- 
ruary 12, 1924, but has been omitted from the annual lists of member countries beginning with the list of 
December 31, 1940; Latvia adhered to the Convention August 20, 1925, but has been omitted from the annual 
lists of member countries beginning with the list of December 31, 1940. 

2. The Dominican Republic first adhered October 20, 1884, and withdrew March 15, 1888, and then adhered 
anew July 11, 1890. 

3. Jointly with Syria. 

4. Jointly with Lebanon. 

5. Serbia. 

6. Palestine became a party to the Convention September 12, 1933, by a declaration through the British 
Government. A circular of the International Bureau at Berne dated February 24, 1950, announced the 
adherence of the state of Israel to the London revision, with the statement that the Israeli Government 
considers the adherence as taking effect on May 15, 1948. 
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INTER-AMERICAN TRADE-MARK CONVENTIONS 


Inter-American Convention for the protection of trade-marks, signed at Buenos 
Aires August 20, 1910; ratified by the President of the United States March 21, 
1911; ratification of the United States deposited with the Government of Argentina 
May 1, 1911; proclaimed September 16, 1916. Effective as to the United States 
July 19, 1912. 39 Stat. 1675; TS 626; III Treaties (Redmond) 2935. 


The preamble to the convention for the protection of commercial, industrial, and agricultural 
trade-marks and commercial names, signed at Santiago April 28, 1923, provides in part that 
that convention “shall be regarded as a revision of the Convention of Buenos Aires of 1910.” 
Likewise, Article 36 of the Inter-American Convention concerning trade-mark and commercial 
protection, signed at Washington February 20, 1929, provides as follows: 


“The Contracting States agree that, as soon as this Convention becomes effective, the 
Trade Mark Conventions of 1910 and 1923 shall automatically cease to have effect; but 
any rights which have been acquired, or which may be acquired thereunder, up to the time 
of the coming into effect of this Convention, shall continue to be valid until their due 
expiration.” 


The countries which became parties to the 1910 convention and which have not withdrawn or 
become parties to the 1923 or the 1929 convention are Ecuador and Uruguay. 
See table of countries. 


Inter-American Convention for the protection of commercial, industrial, and 
agricultural trade-marks and commercial names, signed at Santiago April 28, 1923; 
ratified by the President of the United States April 7, 1925; ratification of the 
United States deposited with the Government of Chile June 16, 1925; proclaimed 


January 12, 1927. Effective as to the United States September 30, 1926. 44 Stat. 
2494; TS 751; IV Treaties (Trenwith) 4681; 332 O.G. 239. 


Article 36 of the Inter-American convention concerning trade-mark and commercial pro- 
tection, signed at Washington February 20, 1929, provides as follows: 


“The Contracting States agree that, as soon as this Convention becomes effective, the 
Trade Mark Conventions of 1910 and 1923 shall automatically cease to have effect; but 
any rights which may have been acquired, or which may be acquired thereunder, up to the 
time of the coming into effect of this Convention, shall continue to be valid until their due 
expiration.” 


The countries which became parties to the 1923 convention but did not become parties to the 
1929 convention are Brazil and the Dominican Republic. 


See table of countries. 


Inter-American Convention concerning trade-mark and commercial protection 
and protocol on the Inter-American registration of trade-marks, signed at Washing- 
ton February 20, 1929; ratified by the President of the United States February 11, 
1931; ratification of the United States deposited with the Pan American Union 
February 17, 1931; proclaimed February 27, 1931. Convention and protocol effec- 
tive as to the United States February 17, 1931. 46 Stat. 2907; TS 833; IV Treaties 
(Trenwith) 4768 ; 380 O.G. 245. 

See table of countries. 

The protocol establishing the Inter-American Bureau for the registration of trade-marks is 
separate from the convention in that the convention could be ratified without ratifying the 
protocol. Of the ten countries which ratified the convention, six also ratified the protocol ; 


these six, with the dates of ratification of the protocol, are Cuba (April 2, 1930), Haiti 
(August 14, 1931), Honduras (November 29, 1935), Panama (April 8, 1935), Peru (October 26, 
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1936) and the United States (February 17, 1931). However, the United States withdrew from 
the protocol by letter of September 29, 1944, to the Pan-American Union and similar action 
was taken by Haiti (November 27, 1944), Honduras (February 13, 1945), Peru (May 1, 1945) 
and Panama (November 18, 1945). The activities of the Bureau are considered at an end. 


COUNTRIES WHICH HAVE DEPOSITED RATIFICATIONS OF 
INTER-AMERICAN TRADE-MARK CONVENTIONS 


Country 1910 Convention 1923 Convention 1929 Convention 


il (Ctra: ae Th ce—_,, E,, 4 ee 
Colombia acsusmmssnssensasee-enunssese-coanscess asuneusss anGiSSSSSciSSSSRSSIISSSSSURSSSSSSSS usiSSSUSSSSSSSREDSSREISSSSUSSSESIOUSS ensbesbe’ aosSSSSSSOSSINSUSIOISOSSSIIIISSEDSSID stil o+0+e0-Gntetenesentuss: —————— 22, 1936 
CR SO catcccatenncimngnenian — —_—— SS ee ae iain 
CAIN cccainceneienttsncinteamiancesonns : ‘ 25, a 9 17, 1925__ __._April_; 2, 1930 
Dominican Republic —...__. 19,1912... June = 7, «1926 
Ecuador . saaeie semeeaeies 
Guatemala . ; 5, Es 1 30, 1929 
_ ea : a cremated 19, 1926_ ____-Aug. 14, 1931 
Honduras ........ cine ead a = 29, 1935 
Nicaragua ... ne a mene ee 
ee ae lL lL lO ———n |6«e cee 
ara ..june 15, 1917_____ June "23, 1926 Mar. 1, 1944 
> a : - as “<a ( i am cmt. Gi) aaa 


United States a 1911. June "16, "1925__________Feb. 17, 1931 
i aici _ 12, ene 


. Costa Rica withdrew from the 1910 convention by a note dated September 30, 1921. 
. Guatemala withdrew from the 1910 convention by a note dated March 18, 1920. 

. Honduras withdrew from the 1910 convention by a note dated February 17, 1922. 

. Nicaragua withdrew from the 1910 convention by a note dated July 16, 1920. 
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